
IN THIS ISSUE 
◆ IP Trends in Antimicrobial/Disinfection Technology  
◆ Pilot Program of Interactive Oral Proceedings for Patent Invalidation Trials   
◆ Recent IPHC Case: Suit against JPO Trial Decision regarding Inventive Step (Motivation for Applying Secondary Prior Art to Primary Prior Art)  
◆ Japanese Patent Office Obtains Patent Right - System for Searching Patent Documents Using AI - 
◆ First Hologram Mark for Alcoholic Beverage Registered at the JPO  

SHIGA  
IP NEWS 

IP Trends in Antimicrobial/
Disinfection Technology 
As the global pandemic con nues, governments are 
working harder to take ac on to fla en curves of their 
infec on cases.  Overseas media has reported that Japan 
seems to be having success in maintaining a low infec on 
rate despite unenforced restric ons on going outside and 
a poor tes ng rate, with some experts labelling this as a 
“mystery”.  One reason for the rela vely low infec on rate 
in Japan might be a ributed to the high awareness of 
hygiene and sani za on among the Japanese.  As 
consumers fostered “cleanliness first” and “safety‐
oriented” mindsets, a variety of an bacterial products 
were launched.  In the late 1990’s, the growing popularity 
of an bacterial products led to many products being 
labeled with “an bacterial/disinfec on coa ng/
processing” marks.  Nowadays, we see products which 
have “an bacterial” and “disinfectant” proper es 
everywhere, ranging from toilet seats, home appliances to 
escalator handrails, handles and straps in train cars, and 
vehicle seatbelts.  This ar cle introduces IP trends in 
an microbial and disinfec on technologies, in which Japan 
is a pioneer.  Please note that the technologies have been 
applied to a wide range of products as men oned above.  
A key word, “an viral”, has been inten onally omi ed so 
as to collect data linked to inven ons not related to 
pharmaceu cals. 

We have calculated and analyzed patent filing trends in 
Japan related to an microbial and disinfec on 
technologies under the following condi ons. 

[Search Condi ons] 
Search tool: NRI Cyber Patent 
Publica on date: Between January 1, 2001 and December 31, 2019 

Keywords: “抗菌 (an microbial/an bacterial)” or“除菌 

(disinfec on)” in the Abstract 

Breakdown of patent publica ons at the Japanese Patent 
Office (JPO) between 2001 and 2019 
The number of patent applica ons in this field has steadily 
decreased.  The number of cases in 2019 is approximately 
half of the number of cases in 2001. 

 

 

 

 

 

 

 

Top 10 Applicants in 2019 
Most of the major applicants are related to chemicals and 
daily consumer products.  Interes ngly, companies whose 
main business areas are electronics and machinery are 
venturing into the an bacterial business.  Nine out of ten 
companies are from Japan.  Please note that TOTO, known 
for its signature product, WASHLET, provides many 
an bacterial and disinfec on technologies for toilet 
facili es.  Hiraoka & Co. offers a wide range of products, 
such as tents and sheets, u lizing membrane materials. 
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Breakdown of Representa ve IPCs in 2019 

 

 

 
 

 

 

 

A61K: Prepara ons for medical, dental, or toilet purposes 
A01N: Biocides 
A61L:  Methods or apparatus for sterilising materials or objects in general 
C11D:  Detergent composi ons 
B32B:  Layered products made of plas cs 

Comments 

- SARS and MERS outbreaks urged a necessity for an viral 
medicines and spurred an accelera on of R&D ac vi es 
by pharmaceu cal companies.  That trend was followed 
by a growing number of patent filings in the relevant 
fields, such as an viral medicines and vaccines.  However, 
the number of patent filings related to an bacterial 
products stayed low as the SARS and MERS epidemics 
ended, and consumers showed no interest in those 
products.  

- Unlike SARS and MERS, the COVID‐19 outbreak has 
dras cally changed the ways of living among general 
consumers.  The more they draw a en on to an bacterial 
products, the greater the number of patent applica ons 
that will be filed in these fields. 

- Not only chemical companies but also electronic and 
mechanical companies are willing to enter the 
an bacterial market. 

Japanese Market Outlook 
The coronavirus outbreak has triggered various businesses 
to consider producing hygiene products leveraging their 
own exper se and technology.  Below is a chart lis ng 
those companies.  Without any doubt, more and more 
companies will venture into the an bacterial business 
beyond their business territory. 

 

 

 

 

 

Pilot Program of Interactive Oral 
Proceedings for Patent Invalidation 
Trials 
Overview of the Pilot Program 
In April 2020, the Japanese Patent Office (JPO) started a 
pilot program of interac ve oral proceedings, giving 
concerned par es opportuni es to have mul ple non‐
public oral proceedings for patent invalida on trials in 
order to further enhance the quality of proceedings of 
patent invalida on trials.  The program will apply to cases 
designated by Chief Trial Examiners upon a request from 
the par es concerned.  While an oral hearing is conducted 
in all patent invalida on trials in principle, it is necessary in 
some cases to rearrange issues in dispute, since a single 
oral hearing is not sufficient to thoroughly examine the 
asser on by a party.  Under such circumstances, this pilot 
program has been implemented in a bid to secure an 
opportunity to raise asser ons and provide evidence by 
par es in the early stages of the oral proceedings, and to 
enable panels of examiners to render reliable decisions in a 

mely manner.  During the proceedings, when necessary, 
the panel may no fy the par es involved in wri ng 
beforehand of the contents to be examined in the oral 
inquiries.  A er the oral inquiry, the par es may submit a 
formal response to the inquiry in wri ng by a designated 
date. 

Regardless of whether or not the interac ve oral 
proceedings are applied to a case, in general, an oral 
hearing will be conducted in invalida on trials (Japanese 
Patent Law, Ar cle 145, Paragraph 1).  However, in a case 
where the Chief Trial Examiner evaluates that an oral 
hearing is not necessary, it may not be conducted, as an 
excep on. 

During non‐public oral inquiries, par es can directly explain 
the contents of their asser on and evidence to the panel of 
examiners.  Non‐public oral inquiries are conducted under 
the non‐commitment rule*1 in order to promote honest 
and open discussion.  Statements of both par es are 
recorded with their consent when the panel of examiners 
finds it necessary. 

*1: Any statements by a party which are not recorded shall 
not be deemed as an asser on by the party. 

 



Possible Scenario of Invalidation Trial in the Pilot 
Program of Interactive Oral Proceedings (when 
requested by the demandant)  

In which situa on should this pilot program be applied? 

- Since trilateral and non‐public oral inquiries can be 
conducted mul ple mes under the non‐commitment 
rule, any party who wishes to explain their asser on 
and evidence directly to a panel and to have a open 
discussion in the early stages of the oral proceedings 
should consider applying for this program. 

- Since the Chief Trial Examiner plans the schedules of 
inquiries together with the par es at the first non‐
public oral inquiry, this program is useful when a party 
would like to forecast the me of conclusion of a trial 
decision. 

Overview of Invalida on Trial 
[Invalida on Trial and Infringement Li ga on] 
An invalida on trial is one countermeasure that can be 
taken upon receiving a warning le er or being accused of 
patent infringement.  Therefore, many patent infringement 
li ga on cases (which are held in courts) are conducted in 
parallel with invalida on trials (which are held at the JPO). 
Patent infringement li ga on cases are examined in two 
stages.  In the first stage, the Court judges the validity of 
the patent and whether or not the accused products fall 
within the technical scope of the patentee’s inven on. 
These judgments are o en rendered a er the JPO issues a 
decision for the invalida on trial.  According to 2018 
sta s cs, 26 out of 32 patent infringement cases were not 
rendered un l the JPO issued decisions for invalida on 
trials on the corresponding cases.  

Please note that a JPO decision for an invalida on trial is a 
judgment binding legal effec veness to third par es as 
well.  On the other hand, the Court decision on patent 
infringement li ga on is a judgment which binds legal 
effec veness only to the concerned par es.  Even if the 
Court finds any reason for invalida on of the patent, the 
Court decision does not invalidate the patent right.  The 
average rate of agreement between the JPO decision for 
invalida on trials and Court decisions in patent 
infringement li ga on in terms of validity/invalidity of a 
patent has been 74% in recent years. 

Sta s cs on Patent Invalida on Trials 
Average Dura on of Patent Invalida on Trials 

 



Sta s cs on Final Decisions for Invalida on Trials issued by 
the JPO  

Sta s cs on Court Decisions in Revoca on Ac ons against 
Trial Decisions made in Invalida on Trials at the JPO 

 

Recent IPHC Case: Suit against JPO 
Trial Decision regarding Inventive 
Step (Motivation for Applying 
Secondary Prior Art to Primary Prior 
Art)  
Overview of the Case 
Case Number: 2019 (Gyo‐ke) 10043 
Date of Judgment: February 20, 2020 
Japanese Patent No. (Present Patent): 5642795 
Title of Inven on: High Contrast Tire Pa ern and Method 
for Producing Same 
Plain ff (Appellant in the invalida on trial at the JPO): 
Bridgestone Corpora on 
Defendant (Patentee): Compagnie Générale des 
Établissements Michelin, and Michelin Recherche et 
Technique SA 

The Plain ff filed an invalida on trial against the Present 
Patent at the Japanese Patent Office (JPO) (Invalida on 
Trial No. 2016‐800115).  During the invalida on trial 
proceedings, the Defendant (Patentee) made correc ons 
(amendments) to the claims of the Present Patent.  The 
JPO issued a Trial Decision sta ng that Claims 1 to 6 of 
Japanese Patent No. 5642795 should be maintained as 
corrected.  The Plain ff (Appellant in the invalida on trial) 
filed a lawsuit at the Intellectual Property High Court 
(IPHC), reques ng a revoca on of the JPO Trial Decision. 

Although the Plain ff raised many grounds for revoca on, 
this ar cle focuses on Grounds for Revoca on 3 which 
relates to misjudgment on inven ve step pertaining to 
Present Inven on 3 according to the corrected Claim 3. 

IPHC Judgment 

1. The JPO Trial Decision should be revoked. 
2. Omi ed 
3. Omi ed 

Summary of JPO Trial Decision 
With regard to Grounds for Revoca on 3 asserted by the 
Plain ff, the JPO Trial Decision found that Present 
Inven on 3 could not be easily conceived of by a person 
skilled in the art in light of Cita on 1 (Japanese Patent No. 
3007825) and Cita on 2 (Japanese Unexamined Patent 
Publica on No. 2003‐252012).  Therefore, Present 
Inven on 3 does not lack inven ve step. 

[Difference between Present Inven on 3 and Cited 
Inven on 1] 
Present Inven on 3 comprises a feature wherein “the wall 
of the blades has an average roughness Rz ranging from 5 
μm to 30 μm over at least 1/4 of its area, and the wall of 
the blades having the average roughness is located at 1/4 
of the height of the blades”.  On the other hand, Cited 
Inven on 1 does not specify an average roughness of the 
wall structure formed by a large number of narrow 
grooves 4.  Therefore, the JPO Trial Decision concluded 
that this difference could not be easily conceived of. 

Summary of IPHC Decision 
The IPHC revoked the JPO Trial Decision due to the 
following reasons. 

[Technical Ma ers Described in Cita on 2] 
In Cita on 2, a purpose of the inven on is to improve the 
appearance of a re which is likely to be disfigured as aged 
oil components, such as wax adhered to rubber por ons, 
and an aging agents, seep out from the outer surface of 
the re, resul ng in a glistening outer surface due to 
reflected light, etc.  Furthermore, it was found that 
Cita on 2 describes a technical ma er wherein at least a 
part of an outer surface is provided with a “rough surface 
5” having a rough surface part with a 10 point average 
roughness Rz ranging from 5 to 100 μm and having a 
surface roughness ranging from 20 to 150 μm in an 
average interval S of local peaks. 

[The difference could be easily conceived of.] 
On the other hand, a purpose of the inven on of Cita on 1 
is to improve the dis nc veness of a displayed mark 
provided on a sidewall surface of a re.  Therefore, it is 
considered that a person skilled in the art could a empt to 
further improve its dis nc veness.  In addi on, 
considering the descrip ons of Cita on 1, improving the 
dis nc veness is only one means for achieving a nicer 
external appearance of a re.  If there is any means for 
further improving the external appearance of the re 
according to Cita on 1, it would also be preferably 
considered by a person skilled in the art. 



Since Cita on 2 is also directed to a pneuma c re, both 
the Present Inven on and Cita on 2 belong to a common 
technical field.  The purpose of Cita on 2 is also to improve 
the external appearance of a re.  Therefore, a person 
skilled in the art familiar with Cita on 1 could also consider 
the contents of Cita on 2.  Specifically, in Cita on 2, it is 
recognized that the problem to be solved by the inven on 
is the phenomenon of deteriora on with age where 
addi ves, such as wax oil and an aging agents, which seep 
out of the outer surface of a re, degrade the appearance 
of the outer surface.  The technical ma ers to solve this 
problem are described in Cita on 2. 

It can be said that the degrada on of the appearance may 
occur all over the re in Cita on 1.  In addi on, this 
phenomenon can also occur in a por on of the displayed 
mark of Cita on 1.  If that were the case, it would lead to 
degrading the dis nc veness of the displayed mark.  
Therefore, the descrip ons of Cita on 2 are considered to 
be appropriate for further improving the external 
appearance of the re described in Cita on 1.  It can be 
said that there is sufficient mo va on for a person skilled 
in the art to a empt combining Cita on 1 with the 
descrip ons of Cita on 2. 

When applying the descrip ons of Cita on 2 to Cita on 1, 
Cita on 2 describes that it is preferable that even a pa ern 
of the mark should be a rough surface and that the whole 
surface of re 1 or a side wall material thereof should be a 
rough surface.  Conceivably, a person skilled in the art 
could apply the cons tu on of surface roughness to a 
whole side wall containing the displayed mark, which 
consists of the narrow grooves of a re. 

Regarding the average roughness, Cita on 2 describes it as 
being 5 to 100 μm.  In addi on, Cita on 2 also describes 
that the minimum roughness should be 5 μm; a re looks 
whi sh and glistening oil stands out with an average 
roughness of less than 5 μm; and par cularly, 15 to 35 μm 
would be most preferable.  Furthermore, Cita on 2 
discloses Embodiments 1 and 2 describing a surface 
roughness of 10 μm and 30 μm respec vely.  Especially, in 
light of the assessment that 30 μm in Embodiment 2 was 
the highest score in appearance for both new and exposed 
products, when combining Cita on 2 with Cita on 1, 
making the average roughness range from 5 to 30 μm can 
be considered to be within a scope which a person skilled 
in the art could appropriately design.   

As shown above, there is mo va on for combining Cita on 
1 with the descrip on of Cita on 2 to achieve the Present 
Patent.  The IPHC found that a person skilled in the art 
would have been easily able to arrive at the inven on 
which has a surface roughness of 5 to 30 μm in a side wall 
including narrow grooves by combining the two cita ons. 

 

 

 

 

Japanese Patent Office Obtains 
Patent Right - System for Searching 
Patent Documents Using AI - 

The Japanese Patent Office (JPO) has developed a unique 
self‐made search system, “ADPAS”, which enables users to 
search patent documents using AI.  The JPO announced in 
May 2020 that a patent right related to the system was 
granted (Japanese Patent No. 6691280).  The JPO also filed 
two trademark applica ons for the system (Japanese 
Trademark Applica on Nos. 2019‐103296 and 2019‐
103297).  

By u lizing AI, this search system, which includes a 
management system, allows users to search patent 
documents wri en in a variety of languages and with a 
variety of classifica ons all together based on specified 
search condi ons (e.g. Japanese language and FI‐terms, 
which are based on a file index classifica on system 
developed by the JPO).   

For the purpose of examining patent applica ons, 
Examiners are required to search a huge number of patent 
documents worldwide.  However, data structures of patent 
documents have different formats and languages 
depending on their country and region.  Therefore, the JPO 
needs to convert those documents into appropriate 
formats and accumulate them in databases to enable 
Examiners to conduct searches properly in order to ensure 
the quality of examina on.  The JPO plans to conduct 
patent examina ons using this system. 

The Abstract of Japanese Patent No. 6691280 describes the 
inven on as follows: 

This management system consists of an inquiry server, a 
bibliography server, a management server and an AI server.  
The servers func on as follows: 

The inquiry server extracts format informa on of each 
patent document from data groups including format and 
content informa on of patent documents; 

The bibliography server extracts the document number and 
bibliographic informa on which were converted into a 
common data format for each patent document from 
external databases; 

The management server generates First Integrated 
Informa on which integrates the format informa on with 
the bibliographic informa on for each patent document 
from which the inquiry server extracted the format 
informa on; 

The AI server generates classifica on informa on for each 
patent document; and 

The management server generates Second Integrated 
Informa on which integrates the First Integrated 
Informa on with the classifica on informa on for each 
patent document.  



First Hologram Mark for Alcoholic 
Beverage Registered at the JPO 
Takara Holdings Inc. has announced that its “NOMIGORO 
SIGN” s cker (a s cker indica ng the best temperature for 
consump on) has been registered as a hologram mark at 
the Japanese Patent Office (JPO) (Trademark Registra on 
No. 6241211).  It is the first hologram mark registered in 
Japan where the graphics of the s cker on the surface of 
the bo le change according to the temperature of the 
bo le.  This is also the first hologram mark in the category 
of alcoholic beverages.  The s cker, “NOMIGORO SIGN”, is 
a ached onto the surface of the package for a new line of 
Japanese Sake launched by Takara Shuzo Co., Ltd., a wholly
‐owned subsidiary of Takara Holdings Inc. 

The color of the “tokkuri” (sake pitcher) on the s cker 
gradually turns darker when it has been chilled.  When the 
beverage reaches the ideal temperature to drink, the 
Japanese characters “NOMIGORO” and an illustra on of 
snow crystals appear on the surface of the s cker.  Heat‐
sensi ve ink in the s cker reacts to the temperature of the 
product. 

 

Le :  Room Temperature (Above 20°C) 
Right: Under Refrigera on (Below 10°C)  
<Reference: Takara Holdings, Inc.>  

A “Hologram Mark” is a mark which changes due to 
holographic visual effects (le ers and figures appear when 
viewed from different angles).  It is one of the non‐
tradi onal trademarks introduced in 2015.  The following 
chart shows the number of registra ons of non‐tradi onal 
trademarks in each year since they were introduced. 

<Reference: JPO Annual Report 2019> 


