
 

Intellectual Property High Court Case No. 2019-(Ne)-10003 

 

The Grand Panel at the Intellectual Property High Court (IPHC) has rendered its 

decision on the appeal case seeking compensation for damages of 500 million JPY for 

patent infringement on a beauty roller on February 28, 2020.  The IPHC Chief Judge, 

Ms. Makiko Takabe has ordered the defendant to pay 440 million JPY as compensation 

for damages. 

 

First Instance Court: Osaka District Court 

First Instance Case Number: 2016(Wa)-5345 

Plaintiff: MTG Co., Ltd. 

Defendant: FIVE STARS CO. LTD 

Title of Invention: Beauty Instrument 

Japanese Patent Registration Number: 5356625 and 5847904 

Judgement Date: February 28, 2020 

 

MTG (Plaintiff), a brand development company which sells facial massage rollers at 

more than 20,000 JPY per unit, filed a request for an injunction and compensation for 

damages of the patent infringement to the Osaka District Court.  MTG claimed that 

FIVE STARS (defendant), a competitor of MTG, which sold similar products at a price 

range of 3,000 to 5,000 JPY, allegedly infringed the MTG patents. 

 

In the first trial at the Osaka District Court, the defendant was ordered to pay 

compensation in the amount of 110 million JPY as a result of the court’s approving 10% 

of the sales contributed by the patent as well as damages in the form of a deduction of 

50% of the product sales volume made by the defendant as the volume of which the 

patentee would have been unable to sell the patented products. 

 

Both parties filed a request for an appeal against the first instance decision to the IPHC. 

 

In the IPHC Grand panel, the defendant was ordered to pay compensation in the amount 

of 440 million JPY as a result of the court’s approving 40% of the sales contributed by the 

patent as well as damages in the form of a deduction of 50 % of the product sales volume 

made by the defendant as the volume of which the patentee would have been unable to 

sell the patented products.  Although the patent contribution rates are different in each 

court, the IPHC’s calculation method is the same as the first trial. 

In regards to estimating the amount of damages, the IPHC Grand Panel has stated “the 



 

amount attainable by ‘the patentee or the exclusive licensee’ (hereinafter, referred to as 

‘the patentee’) in light of the capability of the patentee” and “if any circumstances exist 

under which the patentee would have been unable to sell” as follows: 

 “The amount attainable by the patentee in light of the capability of the patentee,” as 

stipulated under the Japanese Patent Law, Article 102 (1), should be able to be 

deemed as the “potential capability” of the patentee.  If the patentee is able to 

supply the amount of items which an infringer sold, by outsourcing manufacturing, 

etc., it can be proved that the patentee has the capability to attain the amount of 

items which the patentee would have been able to sell.  In that case, the patentee 

owes the burden for proving that the patentee has the “potential capability”. 

 “Any circumstances exist under which the patentee would have been unable to sell”, 

as stipulated under the Japanese Patent Law, Article 102 (1) proviso, indicates a 

circumstance that hinders reasonable and probable legal causation on act of 

infringement and a decrease in sales of the patentee’s products.  The following are 

detailed examples: 

1) Existing difference in types of business and prices between a patentee and an 

infringer. (Non-identicalness of market) 

2) Existing competing products in the market 

3) Marketing efforts of an infringer (brand strength and advertisement) 

4) Existing difference in performance of infringing goods and patentee’s goods (any 

features, such as function and design, except technical features related to patent 

invention). 

In that case, the infringer owes the burden for proving that of the amount of items 

under the above or a similar circumstance to the above situation. 

 

In reference to the above IPHC case, the method for calculating the amount of 

compensation for damages under Article 102-1 of Japanese Patent Law was revised in 

May 2019.  The revision gives patentees better patent protection than before. 

 New Criteria for Calculating Compensation for Damages 

(i) A patentee is able to claim compensation for damages for the portion beyond the 

patentee’s production and sales capability.  The additional amount of 

compensation for damages which exceeds the patentee’s production capability 

and sales is calculated based on an amount equivalent to licensing fees. 

(ii) When calculating the amount equivalent to licensing fees, it is possible to 

consider the amount that would be decided through negotiations based on an 

assumption that the infringement exists. 


