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Success Rate of Opposition Cases 
Surpasses 60%  
The Japanese Patent Office (JPO) has released the latest 
statistics on the Patent Opposition System.  The statistics 
concern cases which were filed between April 2015 and 
September 2017.  A total of 3,903 opposition cases have 
been filed since the patent opposition system was re-
introduced in April 2015.  Final decisions have been 
issued on 3,049 of those cases, approximately 78% of the 
total. 
 
The following graph shows a breakdown of the final 
decisions issued on opposition cases filed between April 
2015 and September 2017, as of December 2018.  In over 

60% of cases, the scope of rights changed in some form. 
 
In 62.7% of cases, outlined in red, the scope of rights 
changed as a result of opposition.  For example, in some 
cases, all or part of the patent rights of the claim(s) were 
rescinded by the patentee, while other cases were 
maintained with corrections such as deleting or 
restricting the claim(s). 
The rate of final decisions to rescind the patent is 
relatively low, at 11.3%.  However, it can be said that the 
substantive success rate for opposition cases is over 60%, 
if cases that were maintained with correction and cases in 
which some of the claims were revoked are included in 
the total. 

 
Since procedures for opposition cases 
mainly involve the JPO and patentee, it 
can be said that the opposition system 
is more cost efficient and time efficient 
than invalidation trials.  Note that the 
period in which an opposition can be 
filed is limited to only six months from 
the date when the patent is published. 
 
If you are considering ways to restrict a 
competitor’s patent rights in Japan, 
utilizing the patent opposition system 
may be an effective strategy.  
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IPHC  Judgment regarding Patent 
Invalidity Defense   
On December 18, 2018, the Intellectual Property High 
Court (IPHC) passed a judgment (H29 (Ne) 10086) on a 
suit seeking compensation for damages. 
 
Overview of the Case 
In this case, the patent holder (Kabushiki Kaisha MTG, 
hereinafter referred to as MTG) of Japanese Patent No.: 
5230864, a patent for an invention titled “beautiful skin 
roller”, argued that products sold commercially by the 
defendant (Benoa Japan Kabushiki Kaisha, hereinafter 
referred to as Benoa Japan) fall within the technical scope 
of the invention of the patent, and demanded that Benoa 
Japan pay damages for infringement of the patent. 
The figure below shows the series of related court cases.  
In the original decision (A in the figure below) on August 
31, 2017, the Osaka District Court accepted Benoa Japan’s 
defense of patent invalidity and dismissed MTG’s 
infringement claim.  MTG appealed this judgment, and 
the Appeal Court did not accept Benoa Japan’s patent 
invalidity argument (B in the figure below). 
However, Benoa Japan had previously filed an 
invalidation trial at the Japanese Patent Office (JPO) on 
the same grounds as the above patent invalidity defense 
(C in the figure below), but a trial decision stating that 
“the request for this trial for invalidation is not accepted” 
was made on April 18, 2017.  Benoa Japan did not file a 

lawsuit to rescind this trial decision, and thus the trial 
decision was finalized on May 29, 2017. 
In the judgment made in B in the figure below, it was 
found that Benoa Japan’s products fall within the 
technical scope of MTG’s patent, and that Benoa Japan 
could not argue patent invalidity as a defense.  The IPHC 
recognized that Benoa Japan was liable for damages. 
 
Below, we focus on the judgment at the IPHC that found 
that Benoa Japan, whose claim of patent invalidity was 
accepted in the original decision, could not claim the 
patent invalidity defense. 
Judgment 
1. The original decision should be overturned. 
2. Benoa Japan should pay damages to MTG in the 

amount of 22,783,473 JPY as well as additional 
interest accruing at an annual interest rate of 5% 
starting from August 31, 2018 until the date when 
payment is completed. 

3. Other claims made by MTG are dismissed. 
4. The cost of litigation, excluding the costs resulting 

from supporting intervention through the first and 
second trials, is divided in half, with one half borne 
by MTG and the other borne by Benoa Japan, while 
the cost resulting from supporting intervention is 
divided in half, with one half borne by MTG and the 
other borne by the supporting intervener.  



Reasons for the Judgment 
The first reason for invalidation ("Invalidation Reason 1"), 
as claimed by Benoa Japan in the lawsuit, concerns a lack 
of inventive step based on primary references and on 
secondary references or well-known art, as in the request 
for invalidation trial above at the JPO.  As such, it can be 
said that Invalidation Reason 1 was based on the "same 
facts and evidence" in the request for invalidation trial at 
the JPO. 
Article 167 of the Patent Act stipulates that a request for 
invalidation trial shall not be permitted for a second time 
if it involves the same parties and is based on the same 
facts and evidence in order to realize a one-time 
resolution for a dispute between the same parties (in the 
present case, with the trial decision having been finalized, 
Benoa Japan could not request a patent invalidation trial 
for the patent on the grounds of Invalidation Reason 1 
based on the same facts and evidence). 
Based on this Article, if a party in an infringement trial 
files a request for an invalidation trial and does not 
subsequently file an appeal against the trial decision, 
thereby allowing the trial decision to be finalized, it 
should be understood that the party shall not be 
permitted to assert a defense of patent invalidity except 
under special circumstances in an infringement lawsuit 
involving the same parties, by presenting the same facts 
and evidence as grounds for invalidity, because such an 
assertion is against the principle of good faith in a 
lawsuit.   
Therefore, since the present case does not seem to 
involve any special circumstances as described above, 
Benoa Japan shall not be permitted to claim Invalidation 
Reason 1 as a defense claiming patent invalidity in the 
this lawsuit (B). 
 
Consideration 
Article 104-3 of the Patent Act, regarding a defense 
claiming patent invalidity, stipulates that enforcement of 
the right to demand an injunction based on the patent 
right will not be approved when a defense containing an 
invalidation reason is filed in an infringement litigation 
and the reasons of the defense are accepted. 
On a related note, Article 167 of the Patent Act stipulates 
that “a party cannot request a trial on the grounds of the 
same facts and evidence when the trial decision is 
finalized”.  In other words, when a trial decision not to 
approve a request for invalidation by a party is finalized, 
that party cannot request a patent invalidation trial on 
the same grounds in order to avoid bringing up the same 
disputes again.  It often happens that an infringer, against 
whom a patent holder has filed a patent infringement 
litigation, uses a defense claiming “patent invalidity” as a 
countermeasure against infringement litigation in a 
lawsuit in court, while having also filed a request for a 
patent invalidation trial at the JPO on the same grounds 
and evidence for invalidation as that presented in the 
lawsuit.  

This case shows that if the decision that the patent 
should not be invalidated is finalized, after being 
examined by the JPO, the infringer cannot assert the 
patent invalidity defense anymore based on the same 
facts and evidence in an infringement lawsuit.  
This case would be useful to keep in mind when 
considering invalidation trials and infringement lawsuits. 
 
Comments from SHIGA 
If you are considering filing an invalidation trial as a 
defense against an infringement lawsuit, it would be 
advisable to continue disputing the lawsuit until you 
receive an advantageous result in that trial, because if 
you stop disputing or do not go to an appeal, and a 
disadvantageous result is made final and binding in the 
invalidation trial, you can no longer assert the patent 
invalidity defense.  
The defendant in a lawsuit should be prudent about filing 
invalidation trials as a defense against the infringement 
lawsuit. 
This case is also relevant to design and trademark cases. 
 

Revisions to the IP Law  
A bill for revisions to the Japanese Patent Law and other 
IP-related laws was approved by the Japanese Parliament 
in May 2019.  The revisions include the establishment of 
an improved system for handling patent infringement as 
well as expansion of the design system.  The revisions are 
expected to come into force in April 2020.   
 
[Revisions to the Patent Law] 
The current system for handling patent infringement in 
Japan has had a drawback in that “the infringer always 
wins”, a sentiment that seems to be based on the results 
of patent infringement lawsuits.  Intellectual property 
rights are intangible and it is easier to steal ideas relating 
to rights than physical items.  As a result, it is difficult to 
collect evidence against the infringer under the current 
law, making it difficult to prove infringement.  
Furthermore, it is generally difficult to deter patent 
infringement, and even if infringement has been 
recognized, the compensation for damages is relatively 
low. 
 
In order to further protect patents effectively, the revised 
law will allow patentees to conduct on-site investigations 
by experts, and the methods of calculating the amount of 
compensation for damages have been revised. 



On-site Investigation by Experts 
- The Court designates technical experts holding a 

neutral position in relation to both the plaintiff 
(patentee) and the defendant (alleged infringer). 

- The experts are allowed to enter premises where the 
alleged infringement is likely to take place. 

- The experts submit a report to the Court describing 
what was found regarding the premises. 

 
New Criteria for Calculating Compensation for Damages 
Under the current law, the method for calculating 
compensation of damages can be based on any of the 
following. 
A. the profit of the infringer 
B. regular license fee 
C. the following formula: 

The criteria when calculating damages based on B or C 
will be revised by the new law.  
[Method B] 
- Under the current law, when compensation for 

damages is calculated based on licensing fees, the 
damages are calculated based on “regular” licensing 
fees, which are considered to be determined under 
normal negotiation. 

- Under the new law, it will be possible to receive 
compensation based on licensing fees that are 
decided in negotiations which occur when 
infringement is found.  This means that licensing 
fees can be expected to include a higher amount 
based on the infringer’s sales. 

[Method C] 
- Under the current law, when compensation for 

damages is calculated based on the “number of net 
sales of the infringer” and the “amount of the 
patentee’s profits per product”, the compensation of 
damages is limited to be within the patentee’s 
production capability and sales. 

- Under the new law, an additional amount of 
compensation for damages which exceeds the 
patentee’s production capability and sales is 
calculated based on an amount equivalent to 
licensing fees. 

New criteria for calculating compensation for damages 
will also be applied to the Utility Model Law, Design Law, 
and Trademark Law.  
 
[Revisions to the Design Law] 
[This is a follow-up to an article in Shiga IP News, Volume 
54, in which we highlighted revisions that were being 
considered in relation to the Japanese Design Law.  Some 
revisions have now been fixed and will be put into effect in 
May 2019] 
The Japanese Design Law has been significantly revised in 
a bid to further protect designs utilizing digital 
technologies and to boost corporate brand strategies.  
The major revisions are as follows. 
1. Expansion of the scope of designs subject to 

protection 
- Scope of protection for graphical user interfaces 

(GUIs) 
- Protection for exterior and interior designs of 

buildings 
2. Enhancement of the Related Design System 
- Applications for related designs can be filed up to 

ten years from the filing date of the principal design. 
- Designs which are not similar to the principal design, 

but are similar to related designs can be registered.  
3. Extension of term of design rights 
- The term of design rights has been changed to be 

valid for 25 years from the filing date. 
4. Multiple designs can be included in one application 
5. Abolishment of the classification table of articles  
Since most of these revisions will have a great impact on 
Japanese design practice, we will continue to discuss the 
revisions in future issues of IP NEWS.  In this issue, we 
discuss the protection of GUIs in detail. 
Scope of Protection for Graphical User Interfaces (GUIs) 
Under the current practice, a GUI is protected as a part of 
the article on which the GUI is stored. Thus, GUIs which 
are not stored on an article, such as GUIs of a web 
application, cannot be protected.  In addition, a design 
right cannot be directly enforced against a third party’s 
GUI which is identical or similar to a registered GUI, but 
only against a third party’s article that incorporates the 
GUI, such as a smartphone. 
 
After the revision, GUIs will be protected independently 
of articles.  Therefore, applicants can register GUIs which 
are not stored on articles, and the owner of a design right 
can directly enforce their design right against a third 
party’s GUI themselves.  As for drafting applications, 
details have not yet been disclosed.  We expect that 
articles would not need to be drawn, but applicants 
would still need to describe the use and functions of the 
GUIs as is required in the current practice. 



Note:  Each applicant was counted for cases of applica ons with joint applicants.  

Top 10 Companies with the Greatest Number of Patent Registrations in 2018 

Foreign Companies Number of Registra ons 

Qualcomm Inc. (US) 1,331 

Koninklijke Philips N.V. (NL) 867 

Huawei Technologies Co., Ltd. (CN) 644 

Samsung Electronics Co., Ltd. (KR) 565 

LG Chem Ltd.（KR) 437 

General Electric Company (US) 434 

Intel Corpora on (US) 428 

LG Electronics Inc. (KR) 428 

3M Innova ve Proper es Company (US) 365 

The Boeing Company (US) 360 

Domes c Companies Number of Registra ons 

Mitsubishi Electric Corpora on 4,348 

Canon, Inc. 4,288 

Toyota Motor Corpora on 3,301 

Denso Corpora on 3,285 

Panasonic Corpora on 2,630 

Ricoh Company, Ltd. 2,004 

Seiko Epson Corpora on 1,939 

Fujitsu Ltd. 1,774 

Honda Motor Co., Ltd. 1,730 

Toshiba Corpora on 1,558 


