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Lawsuit Filed against Biosimilars for 
Usage Patent Related to Breast 
Cancer  
Chugai Pharmaceutical Co., Ltd. filed a lawsuit at the 
Tokyo District Court against Daiichi Sankyo Co., Ltd. and 
Pfizer Japan Inc., who received approval for the 
manufacture and marketing of biosimilars of an 
anticancer drug called “Herceptin” (generic name: 
Trastuzumab), for allegedly infringing a use patent 
owned by Genentech Inc.   The lawsuit seeks an 
injunction on the manufacture and sale of the 
biosimilars, as well as a provisional disposition.  The 
patent is owned by Genentech, with Chugai as its 
exclusive licensee.  Genentech is a joint plaintiff with 
Chugai in this case. 
Herceptin is an anti-malignant tumor drug containing an 
anti-HER2 humanized monoclonal antibody called 
“Trastuzumab (genetic recombination)” as an active 
ingredient.  Its effect and efficacy on HER2 
overexpression in breast cancer and unresectable 
metastatic gastric cancer are recognized in Japan. 
Biosimilars of Herceptin are produced by Nippon Kayaku 
Co., Ltd., Daiichi Sankyo, and Pfizer in Japan.  Daiichi 
Sankyo and Pfizer received approval for the manufacture 
and marketing of their biosimilars in Japan on September 
21, 2018.  Since Nippon Kayaku’s biosimilar was 
approved only for gastric cancer, Chugai withdrew its 
lawsuit against Nippon Kayaku. 
 

Cup Noodle’s Packaging Registered 
as Position Mark 

 
Nissin Foods Holdings Co., Ltd. has announced that the 
band-shaped patterns on the upper and lower portions 
of their signature product, Cup Noodle, have been 
registered as a position mark at the Japanese Patent 
Office (JPO) (Japanese Trademark Registration Number: 
6034112).  Cup Noodle 
has long been popular 
among Japanese 
consumers as a 
precooked instant 
ramen noodle snack.   
The band-shaped 
pattern made of 
numerous rectangles is 
also commonly known 
as the “caterpillar”, and 
its signature look has 
remained unchanged 
for the 47 years since 
the product was first launched in 1971.  Presently, all 
products in the Cup Noodle series, such as the curry and 
seafood flavors, utilize this unified design.  Position 
marks are one of the new types of non-traditional 
trademarks introduced in April 2015, along with sound 
and motion marks.  Position marks offer protection in 
cases where the source of a product can be identified 
based on the placements of shapes and/or colors at 
specific locations. 
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JPO Considering Revisions to 
Japanese Design Law 

The Japanese Patent Office (JPO) is considering making 
the following significant revisions to the Japanese Design 
Law. 
1.    Scope of protection for graphical user interfaces 
(GUIs) 
Currently, only GUIs that are stored on articles are 
protected under the Design Law.  The JPO plans to revise 
the Design Law to protect GUIs which are not stored on 
articles, such as the GUIs of web applications.  
2.    Protection for interior designs 
The JPO plans to offer protection for the interior designs 
of buildings, such as stores and offices. 
3.    Enhancement of Related Design System 
Using the Related Design System, an applicant can 
register multiple similar designs by selecting a principal 
design.  Currently, related designs similar to the principal 
design can be protected only if design applications are 
filed for them in the time between the filing date of the 
principal design and the publication date of the 
registration gazette in which the principal design is 
published.  According to the proposed revision, 
applications for related designs could be filed up to 10 
years from the filing of the principal design, as long as 
the design right of the principal design had not expired. 
4.    Extension of term of design rights 
At the moment, a design right is valid for a period of 20 
years after the registration date.  The proposed revision 
would extend the term to last for 25 years from the 
application date. 
5.     Multiple designs in one application 
A Japanese design application can currently include only 
one design.  With the proposed revision, a single 
application would be able to include multiple designs. 
6.     Title of application 
The name of an article must presently conform to the JPO
-provided classifications.  The JPO has proposed 
accepting article names which do not conform to the 
classifications, as long as the articles can be clearly 
understood. 
 

Number of Accelerated 
Examinations Exceeds 20,000 

The Japanese Patent Office (JPO) has released statistics 
on the number of requests for accelerated examinations 
that have been filed.  The number of requests for 
accelerated examinations has increased year by year, 
reaching over 20,000 cases in 2017.  The JPO expedites 

patent examinations when applicants file a request for 
accelerated examination or accelerated trial examination. 
The goal of this system is to accelerate the examination 
of patents in response to requests from applicants.   As of 
2017, the average wait time from the filing of a request to 
the start of an accelerated examination was, on average, 
three months, which is much shorter than usual. 
Regarding cases for which a request for accelerated trial 
examination was filed, the JPO issued trial decisions 
within four months, on average, in 2017.  However, the 
accelerated examination system is not applicable to all 
patent applications.  The requirements are below. 
1. Applications whose claimed invention has already 

been put into practice  
2. Applications which have already been filed at 

overseas IP offices 
3. Applications filed by small- or medium-sized 

companies 
4. Applications related to “green 

technology” (inventions which are beneficial for 
protecting the environment) 

5. Applications relating to reconstruction support for 
the Great East Japan Earthquake 

6. Applications relating to the Act for Promotion of 
Japan as an Asian Business Center 

For further details, including the requirements and/or 
procedures, please refer to the JPO website below. 
 

Number of Requests for Accelerated Examination Filed at 
the JPO 

Reference: https://www.jpo.go.jp/torikumi_e/
t_torikumi_e/outline_accelerated.htm 
  

JPO Appeal Decision on Judging 
Similarity of Goods 
Appeal Number: 2017-11923 (Appeal against the 
Decision of Rejection) 
Date of Appeal Decision: April 24, 2018  
[Present Trademark] 
Japanese Trademark Application Number: 2016-022765 

Designated Goods: Class 9 - 
Light-Emitting Diode (LED) 
 
 



The present trademark consists of the English letters 
“SCREEN MASTER” written in the standard font of the 
Japanese Patent Office (JPO), designating goods 
corresponding to a “light-emitting diode” belonging to 
Class 9.  The designation of goods of this application was 
amended to be a “light-emitting diode” belonging to 
Class 9 on September 30, 2016. 
[Cited Trademark] 

Japanese Trademark 
Registration Number: 5798726 
Designated Goods: Class 9 - 
Ink-jet Printer 

The cited trademark consists of the English letters “Screen 
Master” and the Japanese characters “スクリーンマス

ター“ displayed on two lines.  The application for the 
cited trademark was filed at the JPO, designating an “ink-
jet printer” belonging to Class 9.  This cited trademark 
registration is currently valid. 
Original Decision of Rejection in the Examination Stage 
According to the original Decision of Rejection, the 
present trademark was deemed to be similar to the cited 
trademark, and the designation of goods of the present 
trademark was deemed to be similar to the designation 
of goods of the cited trademark.  Therefore, the JPO 
judged that the present trademark could not be 
registered based on Japanese Trademark Law Article 4-1-
11.   
Appeal Decision 
The Appeal Decision involved a judgment on the 
similarity between the designated goods of the present 
trademark and those of the cited trademark. As 
mentioned above, the designated goods of the present 
trademark correspond to a “light-emitting diode”, 
whereas the designated goods of the cited trademark 
correspond to an “ink-jet printer”.  It is evident from an 
examination of the similarity of these designated goods 
that both fall within the scope of “electronic machines, 
apparatuses, and their parts”.   In addition, LEDs, which 
correspond to the designated goods of the present 
trademark, can be used as components of ink-jet printers, 
which correspond to the designated goods of the cited 
trademark.   
However, in general, LEDs can be utilized as components 
in various appliances, and are not unique to particular 
products, while ink-jet printers are used specifically for 
printing.  Thus, the usages of LEDs and ink-jet printers 
obviously differ. 
Furthermore, LED consumers are manufacturers of 
various appliances, and consumers of ink-jet printers are 
the general public.  In addition, with regard to the retail 
divisions of the products, it is specialized stores that 
distribute LEDs, while large electronics retailers distribute 
ink-jet printers.  Along with the differences between their 
consumer bases and retail divisions, it cannot be said that 
there are any conditions in which both products would 

share common manufacturing divisions. 
Considering the above information, even though the 
designated goods of both trademark applications fall 
within the scope of “electronic machines, apparatuses, 
and their parts”, and are somewhat related in that the 
former can be used as a component in the latter, their 
consumer bases, retail divisions, usages, and 
manufacturing divisions obviously differ.  Therefore, the 
JPO judged that, even if similar trademarks are used in 
connection with these goods, there is no possibility of 
causing confusion to consumers and leading them to 
believe that the goods are manufactured or sold by the 
same business.  In addition, the JPO did not find any 
grounds to suggest that the designated goods of the two 
trademarks are similar.  Thus, it deemed them to be 
dissimilar.   
Conclusion 
As explained above, even if the present trademark is 
similar to the cited trademark, their designated goods are 
dissimilar.  In summary, the present trademark does not 
fall under Japanese Trademark Law Article 4-1-11.   
Therefore, there were no grounds for the previous 
issuance of the Decision of Rejection. 
 

Implementation of “Fast-Track 
Trademark Examinations” 

A pilot program for fast-tracking trademark examinations, 
which is separate from the current accelerated 
examination process, has been implemented, becoming 
effective in October 2018.  Due to a surge in the number 
of trademark applications to be examined by the 
Japanese Patent Office (JPO), the examination stage 
presently lasts around eight months, whereas it 
previously took only four to five months.  In order to 
ensure prompt and accurate examinations, applications 
which meet certain requirements are now being 
examined faster than others.  As a result, the issuance of 
the first Office Action takes place around two months 
earlier in the fast-track examination process than it would 
in the ordinary examination process.  There is no need to 
pay any extra fees or to file a request to initiate a fast-
track examination.  If an application fulfills certain 
requirements, it will automatically be subject.   
[Requirements for Fast-Track Examinations] 
- Trademark applications designating only goods or 

services which are listed in the “Examination 
Guidelines for Similar Goods and Services”, 
“Trademark Enforcement Regulations” or 
“International Classification of Goods and Services 
(Nice Classification)” (hereinafter referred to as 
“Standard Indications”) at the time of filing the 
application 

- Trademark applications for which no amendments to 
the goods or services have been filed prior to the 
start of the examination 



[Exceptions] 
- Non-traditional trademark (motion, hologram, color, 

sound and position) applications and international 
trademark applications filed under the Madrid 
Protocol 

- Applications designating descriptions which are not 
listed in the “Standard Indications”, such as the 
descriptions listed in the Japan Platform for Patent 
Information (J-PlatPat) database as “Goods and 
Services accepted at examination”  

- Applications filed prior to September 30, 2018 
For your information, it is possible to search for 
acceptable descriptions of goods and services in the J-
PlatPat database. 

 
“Steak Delivery System” Invention 
Protected as Patent 
Regarding a case in which it was disputed whether an 
invention covered by a patent (Japanese Patent No.: 
5946491) owned by Pepper Food Service Co., Ltd., the 
proprietor of the steak restaurant, “Ikinari! STEAK”, 
corresponds to an invention as defined by Japanese 
Patent Law, the Intellectual Property High Court (IPHC) 
issued a judgment stating that “the invention does 
indeed correspond to an invention as defined by 
Japanese Patent Law” ((Gyo-ke) 10232, 2017, Request to 
Cancel the Decision of Patent Revocation, judgment 
handed down on October 17, 2018). 
After the aforementioned patent was granted, an 
opposition was filed by a party (plaintiff) who claimed 
that “the patent should be revoked” (Opposition No. 
2016-701090).  The Japanese Patent Office (JPO) issued a 
decision to revoke the patent on November 28, 2017, 
based on their view that “the patent does not correspond 
to an invention as defined by Japanese Patent Law”. 
Pepper Food Service sought the cancellation of this 
Decision of Patent Revocation. 
The invention in question was described in the patent 
specification as shown below. 
[Claim 1] 
 A steak delivery system to conduct a steak delivery method 
including a step of directing a customer to a standup-style 
dining table, a step of asking the customer for a desired 
amount of steak, a step of cutting the desired amount of steak 
from a chunk of meat, a step of cooking the meat, and a step of 
bringing the cooked meat to the customer’s table, wherein the 
steak delivery system has 

 a tag with the table number of the aforementioned 
customer, 

 a weighing machine to weigh the meat which was cut at the 
aforementioned customer’s request, and 

 a mark to distinguish the meat which was cut at the 
aforementioned customer’s request from other customers’ 
meat, 

characterized by printing out a sticker showing the amount of 
meat which was weighed by the aforementioned weighing 
machine and the table number of the customer, and 

the aforementioned mark is a sticker showing the amount of 
meat which was weighed by the aforementioned weighing 
machine and the table number of the customer.  
 
 
 
 
 
 
 
 

Source: Japanese Patent No. 5946491 
Creation of a Technical Idea which Utilizes a Law of 
Nature 
The JPO had concluded that “the nature of the patented 
invention focuses on an economic activity itself and does 
not, as a whole, correspond to ‘the creation of a technical 
idea which utilizes a law of nature’”, and decided to 
revoke the patent. 
On the other hand, the IPHC made a judgment stating 
that “in the patented invention, specific components such 
as the tag, weighing machine, sticker (mark), and device 
(the aforementioned weighing machine) are provided as 
technical means to solve the problem of the patented 
invention by preventing a situation wherein one 
customer’s meat is confused with that of another 
customer”, while taking into account the technical 
problems of the patented invention, the components of 
the technical means to solve the problem, and the 
technical significance, such as effects derived from the 
components.  It can be said that the patented invention 
corresponds, as a whole, to “the creation of a technical 
idea which utilizes a law of nature”. 
The JPO will reconsider Opposition No. 2016-701090 
based on the aforementioned judgment by the IPHC.  It is 
expected that the patent (Japanese Patent No. 5946491) 
owned by Pepper Food Service will be maintained in line 
with the aforementioned judgment since the JPO is 
bound by IPHC judgments. 
 

 


