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Introduction
On March 13, 2015, the “Bill to Revise a Part of the Japanese Patent 
Law” was approved in a Cabinet meeting.  This Bill contains a revision 
to the employee’s invention system.  Under the current Patent Law, the 
right to obtain a patent related to an employee’s invention originally 
belongs to the employee, but under the revised Patent Law, the right 
will belong to the employer (company) from the outset under specific 
conditions.  This is the first change to the employee’s invention system 
in about 90 years, and the revision is drawing a great deal of attention.

    Companies currently establish their own regulations in which the 
right to obtain a patent is transferred from the employee to the 
company, and reasonable remuneration is then paid to the employee 
for the invention.  However, it is extremely difficult to define what 
“reasonable remuneration” is, thus leading to unpredictable 
remunerations.  Consequently, around the year 2000, one 
occasionally came across cases in which a former employee filed a 
lawsuit against the company out of dissatisfaction with the 
remuneration for the invention which the employee developed.
    In one such case, Dr. Shuji Nakamura (a professor at the University 
of California at Santa Barbara who was awarded the Nobel Prize in 
Physics in 2014) filed a lawsuit which had a great social impact as a 
legal precedent where the court ruled that significant remuneration 
should be awarded to the plaintiff.  In 2001, Dr. Nakamura filed a suit 
against Nichia Corporation, where he had been employed as a 
researcher and invented the blue light emitting diode (blue LED), for 
remuneration for the related employee’s invention.  The Tokyo District 
Court ruled that Nichia should pay approximately 20 billion JPY (163 
million USD) to Dr. Nakamura.  They reached a settlement at the 
Tokyo High Court in 2005 with a compensation of approximately 800 
million JPY (6.5 million USD).  Thirteen years passed between Dr. 
Nakamura’s inventing the blue LED and the Tokyo District Court 
handing down the first ruling.
    Against such a backdrop, the current Patent Law, which states that 
the right to obtain a patent “belongs to the inventor”, was perceived as 
a serious risk for corporate management, and industry has been 
exercising a high degree of caution.

    In 2005, the Patent Law was revised in response to the requests of 
industry.  The revised Patent Law clearly states that “reasonably 
assessed remuneration” based on internal regulations which 
companies introduce through consultations between management and 
employees would be given great weight during lawsuits.  Nevertheless, 
lawsuits concerning remuneration are still filed from time to time, and 
there has been a renewed need to revise the Patent Law.
    Under the soon-to-be revised Patent Law, companies, including 
small- and mid-sized businesses, will be required to provide inventors 
with remuneration in return for the right to obtain a patent relating to 
an employee’s invention originally belonging to the company, and this 
will have a significant impact on reducing the risk of litigation across 
all industries.

    In this article, we briefly review the background and process of the 
revisions to the employee’s invention system and provide a 
before-and-after comparison.

Background of the Revisions
It has been pointed out that the current Patent Law may pose the 
following problems which could become obstacles to innovation 
when employers receive the right to obtain a patent relating to 
employees’ inventions from inventors.
•  Even when an employer has the right of succession of a right to 

obtain a patent based on the company’s employment regulations, 
the right to obtain a patent might be transferred to a third party 
other than the employer.  In such a case, if the third party files an 
application first, the employer would not be able to obtain a patent 
(prohibition of double assignment).

•  Another problem might arise in cases where the right to obtain a 
patent relating to an employee’s invention is jointly owned.  
Inventions tend to be developed by multiple researchers, research 
assistants, and engineers under collaborative projects with other 
companies and research institutes such as universities.  Under the 
current Patent Law, there is a problem in that when multiple 
research collaborators jointly own the right to obtain a patent, one 
company cannot receive the right to obtain a patent owned by 
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inventors in that company unless the inventors of the other 
companies also agree (instability of ownership of the right to obtain 
a patent in cases where that right is jointly owned).

•  Under the current trend where companies diversify their intellectual 
property strategies, such as the “open-close strategy”, there is a 
need for companies to quickly and appropriately make judgments 
regarding whether to acquire a right or keep the innovation a secret 
in line with the management strategy for their products and 
services.  However, the problems mentioned above threaten to 
disrupt this process.

Process up until the Cabinet Decision
•  June 2014

At the Experts Committee of the Japanese Patent Office (JPO), a 
policy for the revision of the Patent Law was established.

•  October 2014
The JPO’s Experts Committee agreed upon a policy in which initial 
ownership of the right to obtain a patent for an employee’s 
invention would be changed from the employee to the company in 
accordance with some provisions.

•  March 2015
At the Cabinet meeting, the “Bill to Revise a Part of the Japanese 
Patent Law” including revisions to the employee’s invention system 
was approved.

Overview of the Revisions
The following points summarize the revisions to the employee’s 
invention system under the approved Bill and are based on the policy 
agreed upon at the JPO’s Experts Committee in October 2014.

1.  The right to obtain a patent relating to an employee’s invention 
shall from the outset belong to the company if rules established in 
advance stipulating that the right to obtain a patent will be given to 
the company are included in their contracts, regulations, etc., in 
order to resolve the issue of instability of ownership of rights.

2.  An employee has the right to receive reasonable monetary 
compensation and other economic benefits if the company acquires 
the right to obtain a patent.

3.  The Ministry of Economy, Trade and Industry shall hear comments 
from the Industrial Structure Council and set a policy regarding the 
procedures for deciding on the details of reasonable monetary 
compensation and other economic benefits in order to encourage 
development of inventions.

Before-and-After Comparison of the Revisions
 

Under this Bill, it is ruled that the right to obtain a patent shall “belong 
to the company from the outset” under the proviso that there be an 
agreement between the company and the inventor.  In other words, 
although the right to obtain a patent will still belong to the inventor if 
the company does not appropriately establish company regulations 
and contract procedures, when the company regulations do state that 
“the right shall be given to the company”, the right to obtain a patent 
shall belong to the company.  In return, the inventor has the right to 
receive reasonable “monetary compensation and other economic 
benefits”.  With regard to the amount of reasonable benefits, the 
Ministry of Economy, Trade and Industry shall set a policy as 
mentioned above in point 3.  Based on this policy, rules will be 
decided for rewards and bonuses as remuneration for inventions.  
Since “monetary compensation and other economic benefits” is cited 
as remuneration in the Bill, it is expected that the contents of 
remuneration will contain not only money but also a wide range of 
other economic benefits such as promotions and research funds.

Conclusion
It is difficult to predict the ultimate impact of the revision to the Patent 

Law at this time since the government’s policy has not been 
announced yet.  However, it is expected that this revision will be 
beneficial for both companies and inventors in terms of reducing the 
risk of lawsuits for companies and emphasizing the importance of 
agreements between companies and inventors.

Bill to Revise the Japanese Unfair Competition 
Prevention Law (Infringement of Trade Secrets)

Introduction
On March 13, 2015, the Cabinet approved the “Bill to Revise a Part of 
the Japanese Unfair Competition Prevention Law”.  The Bill was 
submitted to the ordinary session of the Diet by the Japanese 
government with an aim of putting it into force by March 2016.  Under 
the revisions, the coverage of punishment for revealing trade secrets 
will be consolidated and penalties will be increased.  In this article, we 
provide an outline of the revisions and describe their impact on 
companies.

What Trade Secrets are Protected by the Unfair Competition 
Prevention Law?
The trade secrets protected by the Unfair Competition Prevention Law 
broadly encompass not only technical information such as engineering 
drawings, manufacturing processes, or manufacturing methods but also 
items such as customer lists, supplier lists, and sales manuals.  
However, the trade secrets must meet the three requirements listed 
below.
    They must be:
1. Controlled as a secret (secret controllability)
2. Useful information in terms of business or technology (usability)
3. Unknown to the public (unpublicized)

    The illicit obtainment of trade secrets which meet the above 
requirements and the use or disclosure thereof to third parties with the 
intent of making a profit illegally are prohibited.

Background of the Revisions
In recent years, cases of trade secret leaks have been exposed one after 
another in Japan.  Moreover, cases involving trade secret leaks are 
becoming more complicated and severe in the current burgeoning IT 
environment in which smart phones are ubiquitous and cyberattack 
technologies are increasing in sophistication and effectiveness.  
Currently, there are various types of trade secret leaks such as those 
listed below.
- Industrial spying
- Leaks by people including former employees
- Disclosures through overseas branch offices or technology partners
- Unauthorized access to servers
- Leaks via computer viruses

    There are many cases in which pecuniary penalties and reparations 
are not sufficient deterrents under the current law.  Furthermore, there 
is now a need for stronger measures to prevent the expansion of the 
scope of leaks and to counter the growing sophistication of deception 
accompanying the spread of the digital cloud and the expansion of 
cyberspace.  It is for these reasons that the Bill was submitted.

Outline of the Revisions
The revisions can be categorized under two objectives.  One is the 
consolidation of the scope of punishment and the other is the 
strengthening of deterrents.  The details are as follows.

Revision Aimed at the Consolidation of the Scope of Punishment for 
Trade Secret Infringement
i.   Attempts to infringe a trade secret become punishable

Under the current law, punishment is not imposed unless a trade 
secret is actually revealed.  For this reason, an act of multiple 
cyberattacks with the intent of obtaining a trade secret is currently 
not punishable.

ii.  Obtainment and sale of a trade secret with the knowledge that the 
trade secret was obtained illegally becomes punishable
Under the current law, the scope of punishment is limited to the 
person who illicitly obtained the trade secret and the person who 

directly received that trade secret.  After the revision, any person 
who obtains a trade secret with the knowledge that it was stolen, 
regardless of from whom the trade secret was obtained, can also be 
punished.

iii. Obtainment of a trade secret overseas becomes punishable
Under the current law, illicit obtainment of a trade secret at an 
overseas branch office of a Japanese company or from an overseas 
server is not punishable.  After the revision, even if a trade secret 
managed by a Japanese company is stored on an overseas server, 
illicit obtainment of the trade secret will be punishable.

Revision Aimed at Strengthening Deterrents to Trade Secret 
Infringement
i.   Increase of statutory penalties

- Increase of penalty fines (from 10 million to 20 million JPY for an 
individual; from 300 million to 500 million JPY for a company)

In consideration of the effect on employment and subcontracting 
enterprises, the use of a Japanese company’s trade secret abroad or 
the obtaining and revealing of the trade secret with the intent to use 
it is subject to double penalties, or “overseas double penalties”, 
which will be 30 million JPY for an individual and one billion JPY 
for a company.
-  Confiscation of criminal proceeds
Depending on the scale of the crime, proceeds from criminal acts 
could exceed the maximum penalty.  Therefore, the deterrence 
effect of penalties would not work effectively under the current law.  
After the revision, criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated.

ii.  Complaints from the aggrieved party will not be required to initiate 
prosecution

iii. Reduction of aggrieved party’s burden of proof
After the revision, concerning the “illicit use of a trade secret by a 
perpetrator” which is difficult to prove, the aggrieved party’s burden 
of proof will be reduced under certain conditions.

iv.  Acts such as the transfer or export/import of goods relating to a trade 
secret will be punishable
Acts such as the transfer or export/import of goods made by a trade 
secret, limited to technical secrets, will be subject to criminal 
charges in addition to compensation for damages and demands for 
injunction.

Impact of the Revisions and How to Manage Trade Secrets
Thanks to the revisions, the risk of one’s own trade secrets being illicitly 
obtained by third parties will decrease.  On the other hand, the risk of a 
company illicitly obtaining other parties’ trade secrets unintentionally 
may increase.
    Through the increase in statutory penalties, penalty charges will 
increase not only for individuals but also for companies, which means 
that there is an increased risk of a company being punished for illicit 
obtainment of trade secrets by their employees.  There is thus a need for 
companies to strengthen their management systems to prevent 
employees from illicitly obtaining trade secrets.  Therefore, greater 
importance will be placed on properly educating and monitoring 
employees, training mid-career hirees, and re-examination and closer 
observance of agreements with technology partners.
    Under this Bill, since criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated, it will be necessary 
for a company to use information which it employs internally after first 
carefully confirming that the information was not illicitly obtained, by 
clarifying its channel of acquisition.  This is because there is a 
possibility that operating revenue gained from a business activity in 
which the company has invested heavily might be confiscated due to 
the illicit obtainment of a trade secret, which would result in a great 
loss to the company.
    Moreover, since the aggrieved party’s burden of proof pertaining to 
“illicit use of a trade secret by a perpetrator” will be reduced, the ability 
to lodge lawsuits will increase, and the risk of being sued as an 
offending party will also increase.  In preparation for such a situation, it 
is advisable to keep a daily record of sources of information and ideas.

Conclusion
Corporate trade secrets will be protected more comprehensively 
through these revisions. However, it will be difficult to recover damages 
completely once a trade secret has been revealed despite increases to 

statutory penalties.  Therefore, while it is still important for companies 
to develop management systems capable of preventing the leaking of 
trade secrets, the risk that companies might illicitly obtain other 
companies’ trade secrets unintentionally will increase.  We therefore 
recommend not only reviewing your management system to prevent 
your trade secrets from being revealed but also strengthening it to 
prevent the illicit obtainment of other parties’ trade secrets in 
preparation for potential risks.

Filing Trends after the Revision to the 
Japanese Trademark Law

Effective April 1, 2015, sound marks, color marks, hologram marks, 
moving marks, and position marks are newly included as subjects of 
protection under the Japanese Trademark Law.
    The Japanese Patent Office (JPO) has released filing statistics on 
applications for these types of trademarks filed between April 1 and 
10, 2015.  According to the JPO, there have already been 515 of these 
non-traditional trademark applications: 166 sound marks, 203 color 
marks, 106 position marks, 37 moving marks, and 3 hologram marks.  
On April 1 alone, 481 of these types of applications were filed with the 
JPO which reflects a great interest among companies in the expansion 
of the scope of the subjects of protection.

Chart 1: Number of non-traditional trademark applications filed

Some representative examples are as follows.
[Examples of Color Marks]

        

[Examples of Position Marks]

      

[Example of Hologram Marks]

Revision for Joining the Hague Agreement
    Under the recent revision to the 
Japanese Design Law, the “Geneva Act 
of the Hague Agreement Concerning the 
International Registration of Industrial 
Designs”, or the Hague Agreement, 
came into effect in Japan on May 13, 
2015.  In accordance with the Hague 
Agreement, applicants can file a single 

international design application designating multiple signatory 
countries. No basic application/registration is necessary when filing an 
international design application through the Hague System.

Practical Points
-  When Japan is designated, the international registration date will 

serve as the filing date in Japan.
-  A single international application can include up to 100 designs.  

However, the Design Law allows only one design per design 
application.  Therefore, a single international application including 
two or more designs will be treated as multiple Japanese design 
applications for their respective designs.

-  When an applied-for design is withdrawn or finally rejected, it will 
be possible to obtain a partial refund of the official fee, on request.

Advantages and Disadvantages Compared with Ordinary Japanese 
Design Applications
Advantages
-  Multiple designs can be included in one international application 

(however, the fee for designating Japan (582 Swiss francs) will be 
incurred for each design individually).

-  Management of designs is centralized.
Disadvantages
-  The Japanese Patent Office (JPO) conducts an examination only after 

the international publication (six months after the international 
registration date).  At present, some Japanese applications are 
registered before six months have elapsed after the filing date.  
Therefore, an international application generally requires a longer 
time to obtain a design right than a Japanese application.

-  In the case of an international application, it is unlikely that the 
formality requirements will be adjusted in consideration of Japanese 
practice.  Therefore, Office Actions are more likely to be issued for 
the international application in relation to differences in the 
formality requirements.

-  Deferment of publication leads to delays of entry into each national 
examination stage.

-  Since Office Actions are recorded in WIPO’s registry, a third party 
may obtain such information and use it when attempting to 
invalidate design registrations in the other designated countries 
(especially countries in which designs are registered without 
substantial examination).

Japanese Customs Clamping Down on 
Counterfeit Products
Statistics on Customs seizures in Japan (2014)
According to a March 2015 official government announcement, in 

2014, the number of seizures of imported goods which are alleged to 
infringe intellectual property rights exceeded 30,000 for the first time, 
and this number marks a consecutive increase over the past five years.  
In particular, there was a 14% increase as compared with 2013, and 
approximately 90% of those cases involved imports from China.  If 
these counterfeit products were to be sold on the market at regular 
retail prices, it is estimated that the amount of damages would be 1.8 
billion JPY.
    As you can see from the above statistics, one effective action against 
counterfeit goods is filing an application for Customs seizure.  You 
must file a detection guide along with the application in order to assist 
Customs officers in detecting the counterfeit products.

Extension of duration of registration for Customs seizures
From April 2015, the duration of a registration for Customs seizure has 
been extended by two years to four years.  This reduces the burden on 
IP right holders from filing renewals every two years.  However, since 
the duration of a registration is linked to the duration of a trademark 
registration, the extended period of four years cannot be obtained if the 
trademark registration is set to expire within that period.

JPO Launches New Patent 
Information Service

    The Japanese Patent Office (JPO) has terminated the intellectual property search 
platform service known as “IPDL (Industrial Property Digital Library)” and started 
offering “Japan Platform for Patent Information”, also called “J-PlatPat”, as of 
March 23, 2015.
    According to the JPO, J-PlatPat was designed to be user friendly, and the new 
interface was developed with the intent of being easy to use by a wide range of 
people from beginners to experts.
    Similar to the previous service (IPDL), J-PlatPat has functions for searching and 
displaying basic IP information, such as patents, utility models, designs, 
trademarks, publications for JPO appeal decisions, overseas patent publications, 
examination statuses, etc.  Furthermore, J-PlatPat can provide a brief summary of 
an application’s examination status as well as patent gazettes at the click of a 
button.  The service includes a comprehensive function combining text searches 
for publications containing non-patent documents provided by external agencies 
with machine translations of cited documents that are written in Chinese or 
Korean.  It is now possible to search for non-traditional trademarks, such as sounds 
or colors, which were recently added to the scope of protection through the 
addition of new functionality like audio playback.

The following items are available on the English website.
-  Patent & Utility Model Number Search
-  Patent Map Guidance (PMGS)
-  Design Number Search
-  Japanese Trademark Database
-  Searching Figures in Trademarks or Non-Traditional Marks
-  Table of Classifications of Figures or Other Elements of Marks
-  Searching Goods & Services
-  Well-Known Japanese Trademark Search

The following items are displayed in English.
-  PAJ (Patent Abstracts of Japan)
-  FI/F-Term Search
-  Design Classification Search

    Although services available on the English website are limited in comparison 
with the Japanese website, it is expected that non-Japanese speaking users will be 
able to access Japanese IP information more easily due to the new interface and 
the expanded services.

[Japan Platform for Patent Information (J-PlatPat) in English]
URL: https://www.j-platpat.inpit.go.jp/web/all/top/BTmTopEnglishPage
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Introduction
On March 13, 2015, the “Bill to Revise a Part of the Japanese Patent 
Law” was approved in a Cabinet meeting.  This Bill contains a revision 
to the employee’s invention system.  Under the current Patent Law, the 
right to obtain a patent related to an employee’s invention originally 
belongs to the employee, but under the revised Patent Law, the right 
will belong to the employer (company) from the outset under specific 
conditions.  This is the first change to the employee’s invention system 
in about 90 years, and the revision is drawing a great deal of attention.

    Companies currently establish their own regulations in which the 
right to obtain a patent is transferred from the employee to the 
company, and reasonable remuneration is then paid to the employee 
for the invention.  However, it is extremely difficult to define what 
“reasonable remuneration” is, thus leading to unpredictable 
remunerations.  Consequently, around the year 2000, one 
occasionally came across cases in which a former employee filed a 
lawsuit against the company out of dissatisfaction with the 
remuneration for the invention which the employee developed.
    In one such case, Dr. Shuji Nakamura (a professor at the University 
of California at Santa Barbara who was awarded the Nobel Prize in 
Physics in 2014) filed a lawsuit which had a great social impact as a 
legal precedent where the court ruled that significant remuneration 
should be awarded to the plaintiff.  In 2001, Dr. Nakamura filed a suit 
against Nichia Corporation, where he had been employed as a 
researcher and invented the blue light emitting diode (blue LED), for 
remuneration for the related employee’s invention.  The Tokyo District 
Court ruled that Nichia should pay approximately 20 billion JPY (163 
million USD) to Dr. Nakamura.  They reached a settlement at the 
Tokyo High Court in 2005 with a compensation of approximately 800 
million JPY (6.5 million USD).  Thirteen years passed between Dr. 
Nakamura’s inventing the blue LED and the Tokyo District Court 
handing down the first ruling.
    Against such a backdrop, the current Patent Law, which states that 
the right to obtain a patent “belongs to the inventor”, was perceived as 
a serious risk for corporate management, and industry has been 
exercising a high degree of caution.

    In 2005, the Patent Law was revised in response to the requests of 
industry.  The revised Patent Law clearly states that “reasonably 
assessed remuneration” based on internal regulations which 
companies introduce through consultations between management and 
employees would be given great weight during lawsuits.  Nevertheless, 
lawsuits concerning remuneration are still filed from time to time, and 
there has been a renewed need to revise the Patent Law.
    Under the soon-to-be revised Patent Law, companies, including 
small- and mid-sized businesses, will be required to provide inventors 
with remuneration in return for the right to obtain a patent relating to 
an employee’s invention originally belonging to the company, and this 
will have a significant impact on reducing the risk of litigation across 
all industries.

    In this article, we briefly review the background and process of the 
revisions to the employee’s invention system and provide a 
before-and-after comparison.

Background of the Revisions
It has been pointed out that the current Patent Law may pose the 
following problems which could become obstacles to innovation 
when employers receive the right to obtain a patent relating to 
employees’ inventions from inventors.
•  Even when an employer has the right of succession of a right to 

obtain a patent based on the company’s employment regulations, 
the right to obtain a patent might be transferred to a third party 
other than the employer.  In such a case, if the third party files an 
application first, the employer would not be able to obtain a patent 
(prohibition of double assignment).

•  Another problem might arise in cases where the right to obtain a 
patent relating to an employee’s invention is jointly owned.  
Inventions tend to be developed by multiple researchers, research 
assistants, and engineers under collaborative projects with other 
companies and research institutes such as universities.  Under the 
current Patent Law, there is a problem in that when multiple 
research collaborators jointly own the right to obtain a patent, one 
company cannot receive the right to obtain a patent owned by 

inventors in that company unless the inventors of the other 
companies also agree (instability of ownership of the right to obtain 
a patent in cases where that right is jointly owned).

•  Under the current trend where companies diversify their intellectual 
property strategies, such as the “open-close strategy”, there is a 
need for companies to quickly and appropriately make judgments 
regarding whether to acquire a right or keep the innovation a secret 
in line with the management strategy for their products and 
services.  However, the problems mentioned above threaten to 
disrupt this process.

Process up until the Cabinet Decision
•  June 2014

At the Experts Committee of the Japanese Patent Office (JPO), a 
policy for the revision of the Patent Law was established.

•  October 2014
The JPO’s Experts Committee agreed upon a policy in which initial 
ownership of the right to obtain a patent for an employee’s 
invention would be changed from the employee to the company in 
accordance with some provisions.

•  March 2015
At the Cabinet meeting, the “Bill to Revise a Part of the Japanese 
Patent Law” including revisions to the employee’s invention system 
was approved.

Overview of the Revisions
The following points summarize the revisions to the employee’s 
invention system under the approved Bill and are based on the policy 
agreed upon at the JPO’s Experts Committee in October 2014.

1.  The right to obtain a patent relating to an employee’s invention 
shall from the outset belong to the company if rules established in 
advance stipulating that the right to obtain a patent will be given to 
the company are included in their contracts, regulations, etc., in 
order to resolve the issue of instability of ownership of rights.

2.  An employee has the right to receive reasonable monetary 
compensation and other economic benefits if the company acquires 
the right to obtain a patent.

3.  The Ministry of Economy, Trade and Industry shall hear comments 
from the Industrial Structure Council and set a policy regarding the 
procedures for deciding on the details of reasonable monetary 
compensation and other economic benefits in order to encourage 
development of inventions.

Before-and-After Comparison of the Revisions
 

Under this Bill, it is ruled that the right to obtain a patent shall “belong 
to the company from the outset” under the proviso that there be an 
agreement between the company and the inventor.  In other words, 
although the right to obtain a patent will still belong to the inventor if 
the company does not appropriately establish company regulations 
and contract procedures, when the company regulations do state that 
“the right shall be given to the company”, the right to obtain a patent 
shall belong to the company.  In return, the inventor has the right to 
receive reasonable “monetary compensation and other economic 
benefits”.  With regard to the amount of reasonable benefits, the 
Ministry of Economy, Trade and Industry shall set a policy as 
mentioned above in point 3.  Based on this policy, rules will be 
decided for rewards and bonuses as remuneration for inventions.  
Since “monetary compensation and other economic benefits” is cited 
as remuneration in the Bill, it is expected that the contents of 
remuneration will contain not only money but also a wide range of 
other economic benefits such as promotions and research funds.

Conclusion
It is difficult to predict the ultimate impact of the revision to the Patent 

Law at this time since the government’s policy has not been 
announced yet.  However, it is expected that this revision will be 
beneficial for both companies and inventors in terms of reducing the 
risk of lawsuits for companies and emphasizing the importance of 
agreements between companies and inventors.

Bill to Revise the Japanese Unfair Competition 
Prevention Law (Infringement of Trade Secrets)

Introduction
On March 13, 2015, the Cabinet approved the “Bill to Revise a Part of 
the Japanese Unfair Competition Prevention Law”.  The Bill was 
submitted to the ordinary session of the Diet by the Japanese 
government with an aim of putting it into force by March 2016.  Under 
the revisions, the coverage of punishment for revealing trade secrets 
will be consolidated and penalties will be increased.  In this article, we 
provide an outline of the revisions and describe their impact on 
companies.

What Trade Secrets are Protected by the Unfair Competition 
Prevention Law?
The trade secrets protected by the Unfair Competition Prevention Law 
broadly encompass not only technical information such as engineering 
drawings, manufacturing processes, or manufacturing methods but also 
items such as customer lists, supplier lists, and sales manuals.  
However, the trade secrets must meet the three requirements listed 
below.
    They must be:
1. Controlled as a secret (secret controllability)
2. Useful information in terms of business or technology (usability)
3. Unknown to the public (unpublicized)

    The illicit obtainment of trade secrets which meet the above 
requirements and the use or disclosure thereof to third parties with the 
intent of making a profit illegally are prohibited.

Background of the Revisions
In recent years, cases of trade secret leaks have been exposed one after 
another in Japan.  Moreover, cases involving trade secret leaks are 
becoming more complicated and severe in the current burgeoning IT 
environment in which smart phones are ubiquitous and cyberattack 
technologies are increasing in sophistication and effectiveness.  
Currently, there are various types of trade secret leaks such as those 
listed below.
- Industrial spying
- Leaks by people including former employees
- Disclosures through overseas branch offices or technology partners
- Unauthorized access to servers
- Leaks via computer viruses

    There are many cases in which pecuniary penalties and reparations 
are not sufficient deterrents under the current law.  Furthermore, there 
is now a need for stronger measures to prevent the expansion of the 
scope of leaks and to counter the growing sophistication of deception 
accompanying the spread of the digital cloud and the expansion of 
cyberspace.  It is for these reasons that the Bill was submitted.

Outline of the Revisions
The revisions can be categorized under two objectives.  One is the 
consolidation of the scope of punishment and the other is the 
strengthening of deterrents.  The details are as follows.

Revision Aimed at the Consolidation of the Scope of Punishment for 
Trade Secret Infringement
i.   Attempts to infringe a trade secret become punishable

Under the current law, punishment is not imposed unless a trade 
secret is actually revealed.  For this reason, an act of multiple 
cyberattacks with the intent of obtaining a trade secret is currently 
not punishable.

ii.  Obtainment and sale of a trade secret with the knowledge that the 
trade secret was obtained illegally becomes punishable
Under the current law, the scope of punishment is limited to the 
person who illicitly obtained the trade secret and the person who 

directly received that trade secret.  After the revision, any person 
who obtains a trade secret with the knowledge that it was stolen, 
regardless of from whom the trade secret was obtained, can also be 
punished.

iii. Obtainment of a trade secret overseas becomes punishable
Under the current law, illicit obtainment of a trade secret at an 
overseas branch office of a Japanese company or from an overseas 
server is not punishable.  After the revision, even if a trade secret 
managed by a Japanese company is stored on an overseas server, 
illicit obtainment of the trade secret will be punishable.

Revision Aimed at Strengthening Deterrents to Trade Secret 
Infringement
i.   Increase of statutory penalties

- Increase of penalty fines (from 10 million to 20 million JPY for an 
individual; from 300 million to 500 million JPY for a company)

In consideration of the effect on employment and subcontracting 
enterprises, the use of a Japanese company’s trade secret abroad or 
the obtaining and revealing of the trade secret with the intent to use 
it is subject to double penalties, or “overseas double penalties”, 
which will be 30 million JPY for an individual and one billion JPY 
for a company.
-  Confiscation of criminal proceeds
Depending on the scale of the crime, proceeds from criminal acts 
could exceed the maximum penalty.  Therefore, the deterrence 
effect of penalties would not work effectively under the current law.  
After the revision, criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated.

ii.  Complaints from the aggrieved party will not be required to initiate 
prosecution

iii. Reduction of aggrieved party’s burden of proof
After the revision, concerning the “illicit use of a trade secret by a 
perpetrator” which is difficult to prove, the aggrieved party’s burden 
of proof will be reduced under certain conditions.

iv.  Acts such as the transfer or export/import of goods relating to a trade 
secret will be punishable
Acts such as the transfer or export/import of goods made by a trade 
secret, limited to technical secrets, will be subject to criminal 
charges in addition to compensation for damages and demands for 
injunction.

Impact of the Revisions and How to Manage Trade Secrets
Thanks to the revisions, the risk of one’s own trade secrets being illicitly 
obtained by third parties will decrease.  On the other hand, the risk of a 
company illicitly obtaining other parties’ trade secrets unintentionally 
may increase.
    Through the increase in statutory penalties, penalty charges will 
increase not only for individuals but also for companies, which means 
that there is an increased risk of a company being punished for illicit 
obtainment of trade secrets by their employees.  There is thus a need for 
companies to strengthen their management systems to prevent 
employees from illicitly obtaining trade secrets.  Therefore, greater 
importance will be placed on properly educating and monitoring 
employees, training mid-career hirees, and re-examination and closer 
observance of agreements with technology partners.
    Under this Bill, since criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated, it will be necessary 
for a company to use information which it employs internally after first 
carefully confirming that the information was not illicitly obtained, by 
clarifying its channel of acquisition.  This is because there is a 
possibility that operating revenue gained from a business activity in 
which the company has invested heavily might be confiscated due to 
the illicit obtainment of a trade secret, which would result in a great 
loss to the company.
    Moreover, since the aggrieved party’s burden of proof pertaining to 
“illicit use of a trade secret by a perpetrator” will be reduced, the ability 
to lodge lawsuits will increase, and the risk of being sued as an 
offending party will also increase.  In preparation for such a situation, it 
is advisable to keep a daily record of sources of information and ideas.

Conclusion
Corporate trade secrets will be protected more comprehensively 
through these revisions. However, it will be difficult to recover damages 
completely once a trade secret has been revealed despite increases to 

statutory penalties.  Therefore, while it is still important for companies 
to develop management systems capable of preventing the leaking of 
trade secrets, the risk that companies might illicitly obtain other 
companies’ trade secrets unintentionally will increase.  We therefore 
recommend not only reviewing your management system to prevent 
your trade secrets from being revealed but also strengthening it to 
prevent the illicit obtainment of other parties’ trade secrets in 
preparation for potential risks.

Filing Trends after the Revision to the 
Japanese Trademark Law

Effective April 1, 2015, sound marks, color marks, hologram marks, 
moving marks, and position marks are newly included as subjects of 
protection under the Japanese Trademark Law.
    The Japanese Patent Office (JPO) has released filing statistics on 
applications for these types of trademarks filed between April 1 and 
10, 2015.  According to the JPO, there have already been 515 of these 
non-traditional trademark applications: 166 sound marks, 203 color 
marks, 106 position marks, 37 moving marks, and 3 hologram marks.  
On April 1 alone, 481 of these types of applications were filed with the 
JPO which reflects a great interest among companies in the expansion 
of the scope of the subjects of protection.

Chart 1: Number of non-traditional trademark applications filed

Some representative examples are as follows.
[Examples of Color Marks]

        

[Examples of Position Marks]

      

[Example of Hologram Marks]

Current System

Company regulations 
regarding inventions Depend on the company
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and other economic benefits”

Right to obtain a patent Belongs to the inventor
Belongs to the company if stipulated 
in company regulations

After the Revisions

Date

April 1, 
2015

April 1 - 10, 2015

Paper-based 462 142 183 102 32 3
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 515 166 203 106 37 3
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Introduction
On March 13, 2015, the “Bill to Revise a Part of the Japanese Patent 
Law” was approved in a Cabinet meeting.  This Bill contains a revision 
to the employee’s invention system.  Under the current Patent Law, the 
right to obtain a patent related to an employee’s invention originally 
belongs to the employee, but under the revised Patent Law, the right 
will belong to the employer (company) from the outset under specific 
conditions.  This is the first change to the employee’s invention system 
in about 90 years, and the revision is drawing a great deal of attention.

    Companies currently establish their own regulations in which the 
right to obtain a patent is transferred from the employee to the 
company, and reasonable remuneration is then paid to the employee 
for the invention.  However, it is extremely difficult to define what 
“reasonable remuneration” is, thus leading to unpredictable 
remunerations.  Consequently, around the year 2000, one 
occasionally came across cases in which a former employee filed a 
lawsuit against the company out of dissatisfaction with the 
remuneration for the invention which the employee developed.
    In one such case, Dr. Shuji Nakamura (a professor at the University 
of California at Santa Barbara who was awarded the Nobel Prize in 
Physics in 2014) filed a lawsuit which had a great social impact as a 
legal precedent where the court ruled that significant remuneration 
should be awarded to the plaintiff.  In 2001, Dr. Nakamura filed a suit 
against Nichia Corporation, where he had been employed as a 
researcher and invented the blue light emitting diode (blue LED), for 
remuneration for the related employee’s invention.  The Tokyo District 
Court ruled that Nichia should pay approximately 20 billion JPY (163 
million USD) to Dr. Nakamura.  They reached a settlement at the 
Tokyo High Court in 2005 with a compensation of approximately 800 
million JPY (6.5 million USD).  Thirteen years passed between Dr. 
Nakamura’s inventing the blue LED and the Tokyo District Court 
handing down the first ruling.
    Against such a backdrop, the current Patent Law, which states that 
the right to obtain a patent “belongs to the inventor”, was perceived as 
a serious risk for corporate management, and industry has been 
exercising a high degree of caution.

    In 2005, the Patent Law was revised in response to the requests of 
industry.  The revised Patent Law clearly states that “reasonably 
assessed remuneration” based on internal regulations which 
companies introduce through consultations between management and 
employees would be given great weight during lawsuits.  Nevertheless, 
lawsuits concerning remuneration are still filed from time to time, and 
there has been a renewed need to revise the Patent Law.
    Under the soon-to-be revised Patent Law, companies, including 
small- and mid-sized businesses, will be required to provide inventors 
with remuneration in return for the right to obtain a patent relating to 
an employee’s invention originally belonging to the company, and this 
will have a significant impact on reducing the risk of litigation across 
all industries.

    In this article, we briefly review the background and process of the 
revisions to the employee’s invention system and provide a 
before-and-after comparison.

Background of the Revisions
It has been pointed out that the current Patent Law may pose the 
following problems which could become obstacles to innovation 
when employers receive the right to obtain a patent relating to 
employees’ inventions from inventors.
•  Even when an employer has the right of succession of a right to 

obtain a patent based on the company’s employment regulations, 
the right to obtain a patent might be transferred to a third party 
other than the employer.  In such a case, if the third party files an 
application first, the employer would not be able to obtain a patent 
(prohibition of double assignment).

•  Another problem might arise in cases where the right to obtain a 
patent relating to an employee’s invention is jointly owned.  
Inventions tend to be developed by multiple researchers, research 
assistants, and engineers under collaborative projects with other 
companies and research institutes such as universities.  Under the 
current Patent Law, there is a problem in that when multiple 
research collaborators jointly own the right to obtain a patent, one 
company cannot receive the right to obtain a patent owned by 

inventors in that company unless the inventors of the other 
companies also agree (instability of ownership of the right to obtain 
a patent in cases where that right is jointly owned).

•  Under the current trend where companies diversify their intellectual 
property strategies, such as the “open-close strategy”, there is a 
need for companies to quickly and appropriately make judgments 
regarding whether to acquire a right or keep the innovation a secret 
in line with the management strategy for their products and 
services.  However, the problems mentioned above threaten to 
disrupt this process.

Process up until the Cabinet Decision
•  June 2014

At the Experts Committee of the Japanese Patent Office (JPO), a 
policy for the revision of the Patent Law was established.

•  October 2014
The JPO’s Experts Committee agreed upon a policy in which initial 
ownership of the right to obtain a patent for an employee’s 
invention would be changed from the employee to the company in 
accordance with some provisions.

•  March 2015
At the Cabinet meeting, the “Bill to Revise a Part of the Japanese 
Patent Law” including revisions to the employee’s invention system 
was approved.

Overview of the Revisions
The following points summarize the revisions to the employee’s 
invention system under the approved Bill and are based on the policy 
agreed upon at the JPO’s Experts Committee in October 2014.

1.  The right to obtain a patent relating to an employee’s invention 
shall from the outset belong to the company if rules established in 
advance stipulating that the right to obtain a patent will be given to 
the company are included in their contracts, regulations, etc., in 
order to resolve the issue of instability of ownership of rights.

2.  An employee has the right to receive reasonable monetary 
compensation and other economic benefits if the company acquires 
the right to obtain a patent.

3.  The Ministry of Economy, Trade and Industry shall hear comments 
from the Industrial Structure Council and set a policy regarding the 
procedures for deciding on the details of reasonable monetary 
compensation and other economic benefits in order to encourage 
development of inventions.

Before-and-After Comparison of the Revisions
 

Under this Bill, it is ruled that the right to obtain a patent shall “belong 
to the company from the outset” under the proviso that there be an 
agreement between the company and the inventor.  In other words, 
although the right to obtain a patent will still belong to the inventor if 
the company does not appropriately establish company regulations 
and contract procedures, when the company regulations do state that 
“the right shall be given to the company”, the right to obtain a patent 
shall belong to the company.  In return, the inventor has the right to 
receive reasonable “monetary compensation and other economic 
benefits”.  With regard to the amount of reasonable benefits, the 
Ministry of Economy, Trade and Industry shall set a policy as 
mentioned above in point 3.  Based on this policy, rules will be 
decided for rewards and bonuses as remuneration for inventions.  
Since “monetary compensation and other economic benefits” is cited 
as remuneration in the Bill, it is expected that the contents of 
remuneration will contain not only money but also a wide range of 
other economic benefits such as promotions and research funds.

Conclusion
It is difficult to predict the ultimate impact of the revision to the Patent 

Law at this time since the government’s policy has not been 
announced yet.  However, it is expected that this revision will be 
beneficial for both companies and inventors in terms of reducing the 
risk of lawsuits for companies and emphasizing the importance of 
agreements between companies and inventors.

Bill to Revise the Japanese Unfair Competition 
Prevention Law (Infringement of Trade Secrets)

Introduction
On March 13, 2015, the Cabinet approved the “Bill to Revise a Part of 
the Japanese Unfair Competition Prevention Law”.  The Bill was 
submitted to the ordinary session of the Diet by the Japanese 
government with an aim of putting it into force by March 2016.  Under 
the revisions, the coverage of punishment for revealing trade secrets 
will be consolidated and penalties will be increased.  In this article, we 
provide an outline of the revisions and describe their impact on 
companies.

What Trade Secrets are Protected by the Unfair Competition 
Prevention Law?
The trade secrets protected by the Unfair Competition Prevention Law 
broadly encompass not only technical information such as engineering 
drawings, manufacturing processes, or manufacturing methods but also 
items such as customer lists, supplier lists, and sales manuals.  
However, the trade secrets must meet the three requirements listed 
below.
    They must be:
1. Controlled as a secret (secret controllability)
2. Useful information in terms of business or technology (usability)
3. Unknown to the public (unpublicized)

    The illicit obtainment of trade secrets which meet the above 
requirements and the use or disclosure thereof to third parties with the 
intent of making a profit illegally are prohibited.

Background of the Revisions
In recent years, cases of trade secret leaks have been exposed one after 
another in Japan.  Moreover, cases involving trade secret leaks are 
becoming more complicated and severe in the current burgeoning IT 
environment in which smart phones are ubiquitous and cyberattack 
technologies are increasing in sophistication and effectiveness.  
Currently, there are various types of trade secret leaks such as those 
listed below.
- Industrial spying
- Leaks by people including former employees
- Disclosures through overseas branch offices or technology partners
- Unauthorized access to servers
- Leaks via computer viruses

    There are many cases in which pecuniary penalties and reparations 
are not sufficient deterrents under the current law.  Furthermore, there 
is now a need for stronger measures to prevent the expansion of the 
scope of leaks and to counter the growing sophistication of deception 
accompanying the spread of the digital cloud and the expansion of 
cyberspace.  It is for these reasons that the Bill was submitted.

Outline of the Revisions
The revisions can be categorized under two objectives.  One is the 
consolidation of the scope of punishment and the other is the 
strengthening of deterrents.  The details are as follows.

Revision Aimed at the Consolidation of the Scope of Punishment for 
Trade Secret Infringement
i.   Attempts to infringe a trade secret become punishable

Under the current law, punishment is not imposed unless a trade 
secret is actually revealed.  For this reason, an act of multiple 
cyberattacks with the intent of obtaining a trade secret is currently 
not punishable.

ii.  Obtainment and sale of a trade secret with the knowledge that the 
trade secret was obtained illegally becomes punishable
Under the current law, the scope of punishment is limited to the 
person who illicitly obtained the trade secret and the person who 

directly received that trade secret.  After the revision, any person 
who obtains a trade secret with the knowledge that it was stolen, 
regardless of from whom the trade secret was obtained, can also be 
punished.

iii. Obtainment of a trade secret overseas becomes punishable
Under the current law, illicit obtainment of a trade secret at an 
overseas branch office of a Japanese company or from an overseas 
server is not punishable.  After the revision, even if a trade secret 
managed by a Japanese company is stored on an overseas server, 
illicit obtainment of the trade secret will be punishable.

Revision Aimed at Strengthening Deterrents to Trade Secret 
Infringement
i.   Increase of statutory penalties

- Increase of penalty fines (from 10 million to 20 million JPY for an 
individual; from 300 million to 500 million JPY for a company)

In consideration of the effect on employment and subcontracting 
enterprises, the use of a Japanese company’s trade secret abroad or 
the obtaining and revealing of the trade secret with the intent to use 
it is subject to double penalties, or “overseas double penalties”, 
which will be 30 million JPY for an individual and one billion JPY 
for a company.
-  Confiscation of criminal proceeds
Depending on the scale of the crime, proceeds from criminal acts 
could exceed the maximum penalty.  Therefore, the deterrence 
effect of penalties would not work effectively under the current law.  
After the revision, criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated.

ii.  Complaints from the aggrieved party will not be required to initiate 
prosecution

iii. Reduction of aggrieved party’s burden of proof
After the revision, concerning the “illicit use of a trade secret by a 
perpetrator” which is difficult to prove, the aggrieved party’s burden 
of proof will be reduced under certain conditions.

iv.  Acts such as the transfer or export/import of goods relating to a trade 
secret will be punishable
Acts such as the transfer or export/import of goods made by a trade 
secret, limited to technical secrets, will be subject to criminal 
charges in addition to compensation for damages and demands for 
injunction.

Impact of the Revisions and How to Manage Trade Secrets
Thanks to the revisions, the risk of one’s own trade secrets being illicitly 
obtained by third parties will decrease.  On the other hand, the risk of a 
company illicitly obtaining other parties’ trade secrets unintentionally 
may increase.
    Through the increase in statutory penalties, penalty charges will 
increase not only for individuals but also for companies, which means 
that there is an increased risk of a company being punished for illicit 
obtainment of trade secrets by their employees.  There is thus a need for 
companies to strengthen their management systems to prevent 
employees from illicitly obtaining trade secrets.  Therefore, greater 
importance will be placed on properly educating and monitoring 
employees, training mid-career hirees, and re-examination and closer 
observance of agreements with technology partners.
    Under this Bill, since criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated, it will be necessary 
for a company to use information which it employs internally after first 
carefully confirming that the information was not illicitly obtained, by 
clarifying its channel of acquisition.  This is because there is a 
possibility that operating revenue gained from a business activity in 
which the company has invested heavily might be confiscated due to 
the illicit obtainment of a trade secret, which would result in a great 
loss to the company.
    Moreover, since the aggrieved party’s burden of proof pertaining to 
“illicit use of a trade secret by a perpetrator” will be reduced, the ability 
to lodge lawsuits will increase, and the risk of being sued as an 
offending party will also increase.  In preparation for such a situation, it 
is advisable to keep a daily record of sources of information and ideas.

Conclusion
Corporate trade secrets will be protected more comprehensively 
through these revisions. However, it will be difficult to recover damages 
completely once a trade secret has been revealed despite increases to 

statutory penalties.  Therefore, while it is still important for companies 
to develop management systems capable of preventing the leaking of 
trade secrets, the risk that companies might illicitly obtain other 
companies’ trade secrets unintentionally will increase.  We therefore 
recommend not only reviewing your management system to prevent 
your trade secrets from being revealed but also strengthening it to 
prevent the illicit obtainment of other parties’ trade secrets in 
preparation for potential risks.

Filing Trends after the Revision to the 
Japanese Trademark Law

Effective April 1, 2015, sound marks, color marks, hologram marks, 
moving marks, and position marks are newly included as subjects of 
protection under the Japanese Trademark Law.
    The Japanese Patent Office (JPO) has released filing statistics on 
applications for these types of trademarks filed between April 1 and 
10, 2015.  According to the JPO, there have already been 515 of these 
non-traditional trademark applications: 166 sound marks, 203 color 
marks, 106 position marks, 37 moving marks, and 3 hologram marks.  
On April 1 alone, 481 of these types of applications were filed with the 
JPO which reflects a great interest among companies in the expansion 
of the scope of the subjects of protection.

Chart 1: Number of non-traditional trademark applications filed

Some representative examples are as follows.
[Examples of Color Marks]

        

[Examples of Position Marks]

      

[Example of Hologram Marks]

Current System

Company regulations 
regarding inventions Depend on the company
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Reasonable “monetary compensation 
and other economic benefits”

Right to obtain a patent Belongs to the inventor
Belongs to the company if stipulated 
in company regulations
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Introduction
On March 13, 2015, the “Bill to Revise a Part of the Japanese Patent 
Law” was approved in a Cabinet meeting.  This Bill contains a revision 
to the employee’s invention system.  Under the current Patent Law, the 
right to obtain a patent related to an employee’s invention originally 
belongs to the employee, but under the revised Patent Law, the right 
will belong to the employer (company) from the outset under specific 
conditions.  This is the first change to the employee’s invention system 
in about 90 years, and the revision is drawing a great deal of attention.

    Companies currently establish their own regulations in which the 
right to obtain a patent is transferred from the employee to the 
company, and reasonable remuneration is then paid to the employee 
for the invention.  However, it is extremely difficult to define what 
“reasonable remuneration” is, thus leading to unpredictable 
remunerations.  Consequently, around the year 2000, one 
occasionally came across cases in which a former employee filed a 
lawsuit against the company out of dissatisfaction with the 
remuneration for the invention which the employee developed.
    In one such case, Dr. Shuji Nakamura (a professor at the University 
of California at Santa Barbara who was awarded the Nobel Prize in 
Physics in 2014) filed a lawsuit which had a great social impact as a 
legal precedent where the court ruled that significant remuneration 
should be awarded to the plaintiff.  In 2001, Dr. Nakamura filed a suit 
against Nichia Corporation, where he had been employed as a 
researcher and invented the blue light emitting diode (blue LED), for 
remuneration for the related employee’s invention.  The Tokyo District 
Court ruled that Nichia should pay approximately 20 billion JPY (163 
million USD) to Dr. Nakamura.  They reached a settlement at the 
Tokyo High Court in 2005 with a compensation of approximately 800 
million JPY (6.5 million USD).  Thirteen years passed between Dr. 
Nakamura’s inventing the blue LED and the Tokyo District Court 
handing down the first ruling.
    Against such a backdrop, the current Patent Law, which states that 
the right to obtain a patent “belongs to the inventor”, was perceived as 
a serious risk for corporate management, and industry has been 
exercising a high degree of caution.

    In 2005, the Patent Law was revised in response to the requests of 
industry.  The revised Patent Law clearly states that “reasonably 
assessed remuneration” based on internal regulations which 
companies introduce through consultations between management and 
employees would be given great weight during lawsuits.  Nevertheless, 
lawsuits concerning remuneration are still filed from time to time, and 
there has been a renewed need to revise the Patent Law.
    Under the soon-to-be revised Patent Law, companies, including 
small- and mid-sized businesses, will be required to provide inventors 
with remuneration in return for the right to obtain a patent relating to 
an employee’s invention originally belonging to the company, and this 
will have a significant impact on reducing the risk of litigation across 
all industries.

    In this article, we briefly review the background and process of the 
revisions to the employee’s invention system and provide a 
before-and-after comparison.

Background of the Revisions
It has been pointed out that the current Patent Law may pose the 
following problems which could become obstacles to innovation 
when employers receive the right to obtain a patent relating to 
employees’ inventions from inventors.
•  Even when an employer has the right of succession of a right to 

obtain a patent based on the company’s employment regulations, 
the right to obtain a patent might be transferred to a third party 
other than the employer.  In such a case, if the third party files an 
application first, the employer would not be able to obtain a patent 
(prohibition of double assignment).

•  Another problem might arise in cases where the right to obtain a 
patent relating to an employee’s invention is jointly owned.  
Inventions tend to be developed by multiple researchers, research 
assistants, and engineers under collaborative projects with other 
companies and research institutes such as universities.  Under the 
current Patent Law, there is a problem in that when multiple 
research collaborators jointly own the right to obtain a patent, one 
company cannot receive the right to obtain a patent owned by 
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inventors in that company unless the inventors of the other 
companies also agree (instability of ownership of the right to obtain 
a patent in cases where that right is jointly owned).

•  Under the current trend where companies diversify their intellectual 
property strategies, such as the “open-close strategy”, there is a 
need for companies to quickly and appropriately make judgments 
regarding whether to acquire a right or keep the innovation a secret 
in line with the management strategy for their products and 
services.  However, the problems mentioned above threaten to 
disrupt this process.

Process up until the Cabinet Decision
•  June 2014

At the Experts Committee of the Japanese Patent Office (JPO), a 
policy for the revision of the Patent Law was established.

•  October 2014
The JPO’s Experts Committee agreed upon a policy in which initial 
ownership of the right to obtain a patent for an employee’s 
invention would be changed from the employee to the company in 
accordance with some provisions.

•  March 2015
At the Cabinet meeting, the “Bill to Revise a Part of the Japanese 
Patent Law” including revisions to the employee’s invention system 
was approved.

Overview of the Revisions
The following points summarize the revisions to the employee’s 
invention system under the approved Bill and are based on the policy 
agreed upon at the JPO’s Experts Committee in October 2014.

1.  The right to obtain a patent relating to an employee’s invention 
shall from the outset belong to the company if rules established in 
advance stipulating that the right to obtain a patent will be given to 
the company are included in their contracts, regulations, etc., in 
order to resolve the issue of instability of ownership of rights.

2.  An employee has the right to receive reasonable monetary 
compensation and other economic benefits if the company acquires 
the right to obtain a patent.

3.  The Ministry of Economy, Trade and Industry shall hear comments 
from the Industrial Structure Council and set a policy regarding the 
procedures for deciding on the details of reasonable monetary 
compensation and other economic benefits in order to encourage 
development of inventions.

Before-and-After Comparison of the Revisions
 

Under this Bill, it is ruled that the right to obtain a patent shall “belong 
to the company from the outset” under the proviso that there be an 
agreement between the company and the inventor.  In other words, 
although the right to obtain a patent will still belong to the inventor if 
the company does not appropriately establish company regulations 
and contract procedures, when the company regulations do state that 
“the right shall be given to the company”, the right to obtain a patent 
shall belong to the company.  In return, the inventor has the right to 
receive reasonable “monetary compensation and other economic 
benefits”.  With regard to the amount of reasonable benefits, the 
Ministry of Economy, Trade and Industry shall set a policy as 
mentioned above in point 3.  Based on this policy, rules will be 
decided for rewards and bonuses as remuneration for inventions.  
Since “monetary compensation and other economic benefits” is cited 
as remuneration in the Bill, it is expected that the contents of 
remuneration will contain not only money but also a wide range of 
other economic benefits such as promotions and research funds.

Conclusion
It is difficult to predict the ultimate impact of the revision to the Patent 

Law at this time since the government’s policy has not been 
announced yet.  However, it is expected that this revision will be 
beneficial for both companies and inventors in terms of reducing the 
risk of lawsuits for companies and emphasizing the importance of 
agreements between companies and inventors.

Bill to Revise the Japanese Unfair Competition 
Prevention Law (Infringement of Trade Secrets)

Introduction
On March 13, 2015, the Cabinet approved the “Bill to Revise a Part of 
the Japanese Unfair Competition Prevention Law”.  The Bill was 
submitted to the ordinary session of the Diet by the Japanese 
government with an aim of putting it into force by March 2016.  Under 
the revisions, the coverage of punishment for revealing trade secrets 
will be consolidated and penalties will be increased.  In this article, we 
provide an outline of the revisions and describe their impact on 
companies.

What Trade Secrets are Protected by the Unfair Competition 
Prevention Law?
The trade secrets protected by the Unfair Competition Prevention Law 
broadly encompass not only technical information such as engineering 
drawings, manufacturing processes, or manufacturing methods but also 
items such as customer lists, supplier lists, and sales manuals.  
However, the trade secrets must meet the three requirements listed 
below.
    They must be:
1. Controlled as a secret (secret controllability)
2. Useful information in terms of business or technology (usability)
3. Unknown to the public (unpublicized)

    The illicit obtainment of trade secrets which meet the above 
requirements and the use or disclosure thereof to third parties with the 
intent of making a profit illegally are prohibited.

Background of the Revisions
In recent years, cases of trade secret leaks have been exposed one after 
another in Japan.  Moreover, cases involving trade secret leaks are 
becoming more complicated and severe in the current burgeoning IT 
environment in which smart phones are ubiquitous and cyberattack 
technologies are increasing in sophistication and effectiveness.  
Currently, there are various types of trade secret leaks such as those 
listed below.
- Industrial spying
- Leaks by people including former employees
- Disclosures through overseas branch offices or technology partners
- Unauthorized access to servers
- Leaks via computer viruses

    There are many cases in which pecuniary penalties and reparations 
are not sufficient deterrents under the current law.  Furthermore, there 
is now a need for stronger measures to prevent the expansion of the 
scope of leaks and to counter the growing sophistication of deception 
accompanying the spread of the digital cloud and the expansion of 
cyberspace.  It is for these reasons that the Bill was submitted.

Outline of the Revisions
The revisions can be categorized under two objectives.  One is the 
consolidation of the scope of punishment and the other is the 
strengthening of deterrents.  The details are as follows.

Revision Aimed at the Consolidation of the Scope of Punishment for 
Trade Secret Infringement
i.   Attempts to infringe a trade secret become punishable

Under the current law, punishment is not imposed unless a trade 
secret is actually revealed.  For this reason, an act of multiple 
cyberattacks with the intent of obtaining a trade secret is currently 
not punishable.

ii.  Obtainment and sale of a trade secret with the knowledge that the 
trade secret was obtained illegally becomes punishable
Under the current law, the scope of punishment is limited to the 
person who illicitly obtained the trade secret and the person who 

directly received that trade secret.  After the revision, any person 
who obtains a trade secret with the knowledge that it was stolen, 
regardless of from whom the trade secret was obtained, can also be 
punished.

iii. Obtainment of a trade secret overseas becomes punishable
Under the current law, illicit obtainment of a trade secret at an 
overseas branch office of a Japanese company or from an overseas 
server is not punishable.  After the revision, even if a trade secret 
managed by a Japanese company is stored on an overseas server, 
illicit obtainment of the trade secret will be punishable.

Revision Aimed at Strengthening Deterrents to Trade Secret 
Infringement
i.   Increase of statutory penalties

- Increase of penalty fines (from 10 million to 20 million JPY for an 
individual; from 300 million to 500 million JPY for a company)

In consideration of the effect on employment and subcontracting 
enterprises, the use of a Japanese company’s trade secret abroad or 
the obtaining and revealing of the trade secret with the intent to use 
it is subject to double penalties, or “overseas double penalties”, 
which will be 30 million JPY for an individual and one billion JPY 
for a company.
-  Confiscation of criminal proceeds
Depending on the scale of the crime, proceeds from criminal acts 
could exceed the maximum penalty.  Therefore, the deterrence 
effect of penalties would not work effectively under the current law.  
After the revision, criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated.

ii.  Complaints from the aggrieved party will not be required to initiate 
prosecution

iii. Reduction of aggrieved party’s burden of proof
After the revision, concerning the “illicit use of a trade secret by a 
perpetrator” which is difficult to prove, the aggrieved party’s burden 
of proof will be reduced under certain conditions.

iv.  Acts such as the transfer or export/import of goods relating to a trade 
secret will be punishable
Acts such as the transfer or export/import of goods made by a trade 
secret, limited to technical secrets, will be subject to criminal 
charges in addition to compensation for damages and demands for 
injunction.

Impact of the Revisions and How to Manage Trade Secrets
Thanks to the revisions, the risk of one’s own trade secrets being illicitly 
obtained by third parties will decrease.  On the other hand, the risk of a 
company illicitly obtaining other parties’ trade secrets unintentionally 
may increase.
    Through the increase in statutory penalties, penalty charges will 
increase not only for individuals but also for companies, which means 
that there is an increased risk of a company being punished for illicit 
obtainment of trade secrets by their employees.  There is thus a need for 
companies to strengthen their management systems to prevent 
employees from illicitly obtaining trade secrets.  Therefore, greater 
importance will be placed on properly educating and monitoring 
employees, training mid-career hirees, and re-examination and closer 
observance of agreements with technology partners.
    Under this Bill, since criminal proceeds that are gained from 
illicitly-obtained trade secrets can be confiscated, it will be necessary 
for a company to use information which it employs internally after first 
carefully confirming that the information was not illicitly obtained, by 
clarifying its channel of acquisition.  This is because there is a 
possibility that operating revenue gained from a business activity in 
which the company has invested heavily might be confiscated due to 
the illicit obtainment of a trade secret, which would result in a great 
loss to the company.
    Moreover, since the aggrieved party’s burden of proof pertaining to 
“illicit use of a trade secret by a perpetrator” will be reduced, the ability 
to lodge lawsuits will increase, and the risk of being sued as an 
offending party will also increase.  In preparation for such a situation, it 
is advisable to keep a daily record of sources of information and ideas.

Conclusion
Corporate trade secrets will be protected more comprehensively 
through these revisions. However, it will be difficult to recover damages 
completely once a trade secret has been revealed despite increases to 

statutory penalties.  Therefore, while it is still important for companies 
to develop management systems capable of preventing the leaking of 
trade secrets, the risk that companies might illicitly obtain other 
companies’ trade secrets unintentionally will increase.  We therefore 
recommend not only reviewing your management system to prevent 
your trade secrets from being revealed but also strengthening it to 
prevent the illicit obtainment of other parties’ trade secrets in 
preparation for potential risks.

Filing Trends after the Revision to the 
Japanese Trademark Law

Effective April 1, 2015, sound marks, color marks, hologram marks, 
moving marks, and position marks are newly included as subjects of 
protection under the Japanese Trademark Law.
    The Japanese Patent Office (JPO) has released filing statistics on 
applications for these types of trademarks filed between April 1 and 
10, 2015.  According to the JPO, there have already been 515 of these 
non-traditional trademark applications: 166 sound marks, 203 color 
marks, 106 position marks, 37 moving marks, and 3 hologram marks.  
On April 1 alone, 481 of these types of applications were filed with the 
JPO which reflects a great interest among companies in the expansion 
of the scope of the subjects of protection.

Chart 1: Number of non-traditional trademark applications filed

Some representative examples are as follows.
[Examples of Color Marks]

        

[Examples of Position Marks]

      

[Example of Hologram Marks]

Revision for Joining the Hague Agreement
    Under the recent revision to the 
Japanese Design Law, the “Geneva Act 
of the Hague Agreement Concerning the 
International Registration of Industrial 
Designs”, or the Hague Agreement, 
came into effect in Japan on May 13, 
2015.  In accordance with the Hague 
Agreement, applicants can file a single 

international design application designating multiple signatory 
countries. No basic application/registration is necessary when filing an 
international design application through the Hague System.

Practical Points
-  When Japan is designated, the international registration date will 

serve as the filing date in Japan.
-  A single international application can include up to 100 designs.  

However, the Design Law allows only one design per design 
application.  Therefore, a single international application including 
two or more designs will be treated as multiple Japanese design 
applications for their respective designs.

-  When an applied-for design is withdrawn or finally rejected, it will 
be possible to obtain a partial refund of the official fee, on request.

Advantages and Disadvantages Compared with Ordinary Japanese 
Design Applications
Advantages
-  Multiple designs can be included in one international application 

(however, the fee for designating Japan (582 Swiss francs) will be 
incurred for each design individually).

-  Management of designs is centralized.
Disadvantages
-  The Japanese Patent Office (JPO) conducts an examination only after 

the international publication (six months after the international 
registration date).  At present, some Japanese applications are 
registered before six months have elapsed after the filing date.  
Therefore, an international application generally requires a longer 
time to obtain a design right than a Japanese application.

-  In the case of an international application, it is unlikely that the 
formality requirements will be adjusted in consideration of Japanese 
practice.  Therefore, Office Actions are more likely to be issued for 
the international application in relation to differences in the 
formality requirements.

-  Deferment of publication leads to delays of entry into each national 
examination stage.

-  Since Office Actions are recorded in WIPO’s registry, a third party 
may obtain such information and use it when attempting to 
invalidate design registrations in the other designated countries 
(especially countries in which designs are registered without 
substantial examination).

Japanese Customs Clamping Down on 
Counterfeit Products
Statistics on Customs seizures in Japan (2014)
According to a March 2015 official government announcement, in 

2014, the number of seizures of imported goods which are alleged to 
infringe intellectual property rights exceeded 30,000 for the first time, 
and this number marks a consecutive increase over the past five years.  
In particular, there was a 14% increase as compared with 2013, and 
approximately 90% of those cases involved imports from China.  If 
these counterfeit products were to be sold on the market at regular 
retail prices, it is estimated that the amount of damages would be 1.8 
billion JPY.
    As you can see from the above statistics, one effective action against 
counterfeit goods is filing an application for Customs seizure.  You 
must file a detection guide along with the application in order to assist 
Customs officers in detecting the counterfeit products.

Extension of duration of registration for Customs seizures
From April 2015, the duration of a registration for Customs seizure has 
been extended by two years to four years.  This reduces the burden on 
IP right holders from filing renewals every two years.  However, since 
the duration of a registration is linked to the duration of a trademark 
registration, the extended period of four years cannot be obtained if the 
trademark registration is set to expire within that period.

JPO Launches New Patent 
Information Service

    The Japanese Patent Office (JPO) has terminated the intellectual property search 
platform service known as “IPDL (Industrial Property Digital Library)” and started 
offering “Japan Platform for Patent Information”, also called “J-PlatPat”, as of 
March 23, 2015.
    According to the JPO, J-PlatPat was designed to be user friendly, and the new 
interface was developed with the intent of being easy to use by a wide range of 
people from beginners to experts.
    Similar to the previous service (IPDL), J-PlatPat has functions for searching and 
displaying basic IP information, such as patents, utility models, designs, 
trademarks, publications for JPO appeal decisions, overseas patent publications, 
examination statuses, etc.  Furthermore, J-PlatPat can provide a brief summary of 
an application’s examination status as well as patent gazettes at the click of a 
button.  The service includes a comprehensive function combining text searches 
for publications containing non-patent documents provided by external agencies 
with machine translations of cited documents that are written in Chinese or 
Korean.  It is now possible to search for non-traditional trademarks, such as sounds 
or colors, which were recently added to the scope of protection through the 
addition of new functionality like audio playback.

The following items are available on the English website.
-  Patent & Utility Model Number Search
-  Patent Map Guidance (PMGS)
-  Design Number Search
-  Japanese Trademark Database
-  Searching Figures in Trademarks or Non-Traditional Marks
-  Table of Classifications of Figures or Other Elements of Marks
-  Searching Goods & Services
-  Well-Known Japanese Trademark Search

The following items are displayed in English.
-  PAJ (Patent Abstracts of Japan)
-  FI/F-Term Search
-  Design Classification Search

    Although services available on the English website are limited in comparison 
with the Japanese website, it is expected that non-Japanese speaking users will be 
able to access Japanese IP information more easily due to the new interface and 
the expanded services.

[Japan Platform for Patent Information (J-PlatPat) in English]
URL: https://www.j-platpat.inpit.go.jp/web/all/top/BTmTopEnglishPage
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