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Introduction
In Japan, it has now become possible to protect GUIs (Graphical User 
Interfaces) under the Japanese Design Law after repeated amendments 
to both the Design Law and the examination guidelines.  Japanese 
Patent Law can also provide protection for GUIs.  In this article, we 
describe in detail the protection of GUIs under the Design Law and 
Patent Law, since there has been a growing need for GUI protection in 
recent years.
    Firstly, we explain the scope of GUI protection under the Design 
Law and the effects of design registration in order to deepen an 
understanding of the purpose of GUI design applications, and we offer 
notes of caution.  Secondly, we illustrate the protection of GUIs 
accompanying changes under the Design Law.  Finally, we describe 
GUI protection from a technical standpoint under the Patent Law.

1. Protection under the Design Law
(1) Scope of Protection
Under the Design Law, GUIs are protected as a part of goods.  
Therefore, GUIs themselves cannot be protected.  For example, if 
you wish to register a GUI which is used for a personal digital 
assistant, the title of the design application has to be “personal 
digital assistant” and you have to pursue protection of the GUI as a 
part of the personal digital assistant.  Based on this principle, the 
following requirement is imposed for registration.
-      GUIs should be integrated into the goods when the goods are 

created, distributed, and used (hereinafter referred to as “unity 
requirement”), which means that GUIs should be created 
together with the goods and contained in the goods when 
distributed and used.

    Furthermore, GUIs need to meet the requirement shown below for 
protection under the Design Law.
-      A GUI must be either an image necessary for the goods to serve 

their function (e.g., maps of navigation systems), or an image 
which is operated to enable the goods to fulfill their function 
(e.g., search buttons of navigation systems).

    Nowadays, there is a large market for applications which users can 
freely install on mobile computers such as smartphones.  However, 
since such software was neither created with the goods nor included 

in the goods when distributed, GUIs do not meet the unity 
requirement.  Therefore, these GUIs are not protected under the 
Design Law.
    In addition, although operating systems for general-purpose 
machines, such as PCs and smartphones, and preinstalled 
applications are included in the goods when distributed and used, 
they are created separately from the goods.  Therefore, the GUIs of 
such software are also excluded from protection under the Design 
Law.
    In other words, the Design Law can protect only GUIs of 
embedded software for special-purpose machines.

(2) Effects of Design Registration
As explained above, the Design Law cannot directly protect GUIs of 
computer applications.  However, many companies register GUIs as 
a part of special-purpose machines, although they in fact use the 
GUIs for applications or operating systems of computers.  This is 
because the Design Law has the following advantages.

-      Monopolistic effect
Although the popularity of applications for mobile computers has 
been increasing, many companies still implement GUIs in 
special-purpose machines.  Therefore, companies need to prevent 
their GUIs from being used in competitors’ embedded software.  In 
particular, from the viewpoint of branding, GUI design registration is 
important not only to prevent economic loss due to imitation but 
also to protect the company’s image.

-      Making third parties wary of using your GUIs
Although GUIs of software for computers are not protected directly, 
it is generally thought that a third party would hesitate to use a GUI 
which is the same as or similar to that in a registered design even for 
computers in order to avoid an unnecessary dispute.
    Furthermore, the designer of a GUI is clearly specified in the 
design registration of the GUI, which means that it is easy to prove a 
third party’s imitation.  It is also more likely that a third party would 
hesitate to use a GUI which is the same as or similar to that in a 
registered design in order to avoid a bad reputation.
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-      Other IP laws do not sufficiently protect GUIs
The Patent Law is quite effective in protecting the technical aspects of 
GUIs.  However, if a third party’s embodiment which is similar in 
appearance does not infringe a patent right, a patent holder will not 
be able to deal with infringement by the third party’s embodiment 
without owning a design right since the Patent Law does not protect 
the appearance.
    Although GUIs can be protected under the Copyright Law, there is 
a risk of receiving a judgment stating that the Copyright Law does not 
apply.  In fact, there are cases in which it was judged that GUIs do 
not apply to copyrights, and infringement of the copyright was 
denied (Case Nos.: H13 (wa)-16440 and H24 (ne)-10027).
    The Trademark Law protects only GUIs such as icons which fulfill a 
function as a trademark, and operational GUIs are often not 
protected.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Numbers 1 and 2 protect only GUIs which show the product’s source 
and business.  In many cases, operational GUIs are not protected.  In 
addition, in order to address a third party’s use of your GUI based on 
Article 2, Paragraph 1, Number 1, it is necessary to prove that your 
GUI is famous at least locally, and that the opponent’s business will 
be confused with yours.  In the case of Article 2, Paragraph 1, 
Number 2, it is necessary to prove that your GUI is widely famous.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Number 3 applies to only a “dead copy” imitation including the form 
of the entire product in which a GUI is used.  Protection against 
“dead copy” infringement is in effect only for three years after the 
product release date.

-      Securing your design styles
When a number of GUIs which contain a specific design style are 
registered, other parties are unable to use or register that design style.  
Thus, companies are able to protect their design style via a design 
registration.

-      Advertising effect
Under design application procedures in Japan, an examination is 
conducted as to whether the design is novel and whether it could be 
easily created by those skilled in the art.  In other words, to register a 
design means to show that that design is novel and could not be 
easily created.  Therefore, registration of a GUI design produces an 
advertising effect which shows that the GUI design is superior.

-      High registration rate
The design registration rate in Japan is extremely high, more than 
approximately 80%.  Since it is unlikely that expenses for registration 
will go to waste, companies can aggressively file applications.

2. Moving GUIs
The design registration of a static GUI is not enough to sufficiently 
protect the “user experience”.  It is necessary to protect a GUI’s 
moving form including any screen transitions.  Registration of a 
moving GUI design is permitted under Japanese design practice. 
However, since the Design Law employs the principle of one design 
per application, applicants should meet the following two 
requirements in order for a moving GUI consisting of a number of 
screen images to be recognized as a single design:

(i)    Both screen images before and after a change relate to the 
same function of the goods.

(ii)   The screen image before the change is morphologically-related 
to that of the screen image after the change.

    The following examples illustrate the above requirements.

 　　　　 

Both of the above two images relate to an audio volume function and 
meet requirement (i).  Since the images are different only in the part 
depicting the volume level and are the same with regard to 
everything else, requirement (ii) is also satisfied.  Therefore, this GUI 
can be included in one application.

    For GUIs consisting of three or more screen images, the second 
requirement will be examined for each pair of images.  For example, 
in the case of the above GUI, image ① and image ② are examined 
first regarding the second requirement, and then image ② and image 
③ are examined regarding the second requirement.  All three images 
are used for the same function of setting up a game machine and 
they meet requirement (i).  The appearances of the four icons on the 
left side of images ① and ② are identical, and the four icons and 
pop-up window of images ② and ③ are similar.  Thus, they meet 
requirement (ii).

    Under design application procedures in Japan, the judgment on 
whether a moving design applied for is similar to a publicly-known 
design is conducted by comprehensively observing the moving 
design including embodiments before and after the change.  In 
addition, even if the appearance of a GUI can be created easily, the 
GUI design can be registered if embodiments showing the change 
are not based on a method common to those skilled in the art.  
Therefore, even a GUI focused on a change rather than a static 
appearance can be registered as a design.
 
3. Protection under the Patent Law
In this section, we explain GUI protection under the Patent Law as 
compared with the Design Law described above.  In particular, we 
explain in detail the range of protection under the Patent Law, the 
differences from the protection under the Design Law, and the effects 
of patent registration.

(1) Scope of Protection under the Patent Law
The subjects of protection under the Patent Law are the “advanced 
creations of technical ideas utilizing natural laws”.  On the other 
hand, the subjects of protection under the Design Law are “shapes, 
patterns, or colors of goods, or their combination which visually 
causes a sense of beauty”.

-      Technical features
In order to protect GUIs under the Patent Law, a sense of beauty is 
not relevant but technical features, such as internal processing to 
generate images, are essential.  GUIs may be protected under the 
Patent Law if the technical features thereof are closely related to 
images of the processing results.  Particularly, in the field of image 
processing, analytical and statistical processing, and games, we 
occasionally come across cases in which GUIs are protected via 
technical expressions.  Examples of technical expressions include: 
“to display comparably”; “to display a list”; “to display separately”; 
“to display side by side”; “to display A more clearly than B”; “to 
display by flashing”; and “to show in a bar graph”.

-      Technical effects
Technical effects are required in order to obtain a patent right.  For 
example, possible technical effects are “easily viewable” and “easily 
comprehensible”, or “to improve operability” for the case combining 
a GUI with an operation input part.

-      Differences from design applications
For design applications, applicants must indicate the shape or the 
like accompanied by drawings, and the scope of the design right 
covers a similar scope.  In contrast, for patent applications, it is 
common practice to attach drawings for reference, but the scope of 
the patent right covers only what is literally recited in words in the 
claims.  The scope of a claim recitation is usually broader than that 
of a similar design.  Therefore, in some cases, it may be said that a 
patent right is stronger than a design right only from the point of 
view of protecting a GUI design.

-      Finding of infringement
One of the points which patent holders highly value is the “ease of 
discovering an act of infringement”.  For example, if a patented 
invention in the field of software is described by internal processing, 

the patent holder would need to analyze the source code of an 
alleged infringing product’s program in order to discover or prove 
infringement, for example by reverse engineering.  Many patent 
holders would avoid reverse engineering since it costs time and 
money.  For an invention which includes a GUI, it is clear whether 
the goods infringe that patented invention by observing the operation 
of the device.  Therefore, an efficient strategy for easily discovering 
infringement would be to include an interface as part of an 
invention’s constituent elements.

(2) Examples
The following are some examples in which GUIs are protected by 
technical expressions in the field of image processing, analytical and 
statistical processing, and games.

-      Example using the expression “to display comparably”
“A first still image at the time of completion of radiation of a therapy 
laser beam and a second still image after passage of a predetermined 
time are filmed by an electronic camera, and the display section 
comparably displays the first image and the second image” (Japanese 
Patent No. 5443747, excerpt from claim 2).  No description of effects 
regarding a GUI.

-      Example using the expressions “to display a list” and “to display 
       separately”
“A candidate name corresponding to a candidate which is an 
institution nearest the current location and candidate names of a 
plurality of other candidates which are located in each direction as 
viewed from the candidate which is the institution nearest the 
current location are displayed in a list on a display section, when a 
move operation is received from an input section for the first time, 
the candidate name corresponding to the centrally-arranged 
candidate which is the institution nearest the current location is 
displayed as a choice separately on the display section” (Japanese 
Patent No. 5644847, excerpt from claim 1).

    The applicant claims the effect shown below.
    “It is possible to improve operability when a user selects 
candidates as a result of reducing inequalities in distance occurring 
between the candidate first displayed separately as a choice and a 
plurality of other candidates, and by moving among choices of 
candidates using fewer operations.”

-      Example using the expression “to display side by side”
“When a second function selection key is chosen from among 
multiple function selection keys other than a first function selection 
key corresponding to a first window, the order of the function 
selection keys in the array is changed such that the chosen second 
function selection key is displayed in line next to the first function 
selection key, and a window display section displays the first window 
and a second window corresponding to the chosen second function 
selection key in line within a window display region” (Japanese 
Patent No. 5648405, excerpt from claim 1)
 

    The applicant claims the effects shown below.
    “The chosen multiple operation keys and the multiple windows 
corresponding thereto are displayed on the same screen regardless of 
the scroll state of the multiple operation keys to be displayed with a 
scrolling display.  Therefore, users of imaging equipment are able to 
proceed with desired operations while multiple windows are 
displayed, and are able to see the operation keys corresponding to 
the windows in which the operations are to proceed.”

Conclusion
As described above, it is possible to protect GUIs under the current 
laws.  In addition, revisions of the Design Law and/or design 
examination guidelines are currently under discussion.  Specifically, 
there is a focus on whether to protect software GUIs for computers, 
to protect software GUIs which users themselves can install into 
goods, and so on.  Therefore, we will continue to provide further 
information regarding GUIs based on future revisions of the Design 
Law or examination guidelines.

 

Toyota’s Patent Strategy: 
Royalty-Free Patent Licenses Open 
Doors in FCV Market
Toyota, the world’s largest automobile manufacturer in sales for 
2014, has announced that their portfolio of 5,680 patents related to 
fuel cell vehicles (FCVs) will be made available to competitors 
and/or auto parts manufacturers without any royalties.  An FCV, also 
dubbed the “ultimate environmentally-friendly car”, creates power 
through a chemical reaction between oxygen and hydrogen and 
produces only water while the vehicle is being driven.  Toyota plans 
to release royalty-free patents related to FCV technology, but will 
exclude those owned by Toyota Group’s auto parts manufacturing 
companies.  Other automobile and auto parts manufacturers will be 
offered royalty-free use of 5,610 patents related to power-generating 
device stacks, fuel tanks, and system controls until 2020.
  In December 2014, Toyota launched sales of the “MIRAI”, the 
world’s first commercial FCV car.  However, the hurdles faced by 
FCVs, such as scarcity of hydrogen fueling stations, are a hindrance 
to the popularization of the MIRAI.  The Japanese government’s 
ongoing goal until 2020 for market penetration of FCVs is less than 
1%, prompting Toyota’s decision to boost future development of 
FCV technology across industrial boundaries.  Toyota’s royalty-free 
patent licensing strategy may just be the trigger that ignites the 
wide-spread commercialization of FCVs.
  Toyota is the undisputed leader of FCV technology and is 
revolutionizing this new field.  The MIRAI is sold for only 7.23 
million JPY (a bit more than 61,000 USD*1), despite initial claims 
that the price would reach 100 million JPY (almost 850,000 USD*1) 
per unit when R&D on FCVs began.  It is apparent that the FCV 
price is still expensive despite a government subsidy of 
approximately 2 million JPY (about 17,000 USD*1).  In addition, 
hydrogen for FCVs cannot be supplied at ordinary gas stations and 
there is therefore an urgent need to construct hydrogen fueling 
stations.  In fact, due to the complicated structure and high 
construction costs, there are only a few hydrogen fueling stations in 
Japan all of which are near large cities.  The Japanese government is 
encouraging development of FCVs through subsidies and relaxation 
of regulations.  It is neither reasonable nor plausible for Toyota 
alone to cover the nationwide facility and equipment costs for 
hydrogen fueling stations just for MIRAI.  Such initial investment 
would obviously be a great risk for Toyota since it will take 
considerable time and money to establish a feasible environment 
for FCVs.
  It is worth mentioning that Toyota will therefore also offer 70 
royalty-free patent licenses related to hydrogen fueling stations with 
no time limitation, while the remaining 5,610 patents will be 
royalty-free for a fixed term, i.e., until 2020, as described above.  
Ordinarily, companies would obtain patents for their new 
technologies in order to prevent competitors from reaping the 
benefits from those technologies.  However, Toyota might find 
themselves at a disadvantage if they were to wait for competitors to 
become active in the future development of FCVs.  For example, 

Revisions to Japanese IP Laws
As mentioned in SHIGA IP NEWS, Vol. 38 issued in May 2014, the 
following revisions to the Japanese IP laws will come into force on 
April 1, 2015.
Revisions to the Patent Law
Re-Introduction of the “Post-Grant Patent Opposition System”
In order to ensure stabilization of patent rights at an earlier stage, the 
“Post-Grant Patent Opposition System” will be re-introduced.  This 
revision encourages simple and prompt Opposition procedures at the JPO.

Chart 1   Post-Grant Patent Oppositions and Invalidation Trials

Expansion of Remedial Measures Concerning Patent Procedures
Remedial measures concerning patent procedures will be expanded 
in accordance with global IP legal systems.  For example, the 
expiration of a procedural period (due date) can be extended if 
unavoidable circumstances, such as severe weather conditions or 
natural disasters, prevent the applicant or representative from taking 
action related to the patent procedure.

Revisions to the Design Law
Participation in the Hague Agreement on Industrial Designs
Under the “Geneva Act of the Hague Agreement Concerning the 
International Registration of Industrial Designs”, applicants are able 
to file a single design application for multiple signatory countries.  

March 2015 marks our 50th year as an intellectual property 

law firm.  On this occasion, we would like to express our 

sincerest appreciation to all of our clients and overseas 

business partners.  Thanks to your long-standing patronage 

and consideration, we have the great pleasure to stand here 

today in celebration of our 50th anniversary.

   As we reflect on the past five decades, it is worth noting 

that the evolution of our firm has been closely intertwined 

with the steady and oftentimes rapid progress of industry as 

well as an ever-growing interest in the development of IP 

protection in Japan.  

   With an eye to the future, we shall continue providing 

you with the highest quality services, empowering your 

ideas for the years to come.

SHIGA International Patent Office Ranked Tier 1 in 2015 

MIP Patent Survey

We have the honor of being ranked in Tier 1 of Japanese 

Patent Prosecution Firms in the February edition of 

Managing Intellectual Property (MIP).

50th  Anniversary of 
SHIGA International 

Patent Office

Before 
April 1,
2015

Post-Grant Opposition

Who? How? When? Who? How? When?

Anyone Documentary 
and oral 
proceedings

After patent 
registration
(even after 
expiration 
of patent)

Interested 
parties

Documentary 
and oral 
proceedings

After patent 
registration
(even after 
expiration 
of patent)

Anyone Documentary
proceedings

Within 
6 months 
after 
issuance of 
patent 
publication

Invalidation Trial

On or 
after 
April 1, 
2015

The enforcement date will be May 13, 2015, which is the 
enforcement date of the Geneva Act in Japan.  This stipulation may 
reduce the financial burden on applicants and may encourage more 
aggressive filing strategies.

Revisions to the Trademark Law
Enlargement of the Scope of the Subject of Protection
Sound marks, color marks, hologram marks, moving marks, and 
position marks will be newly included as subjects of protection 
under the Japanese Trademark Law.

electric vehicles (EVs) might become the next generation of cars 
instead of FCVs or there may even be a breakthrough in alternative 
technology.  Therefore, Toyota has decided to make their patents 
free to others, thus fostering widespread participation in FCV 
development.  Toyota’s strategy is to establish sufficient 
infrastructure with competitors and then develop a new FCV market 
which would allow competition among companies.  That’s the 
reason why Toyota’s patents relating to hydrogen fueling stations are 
available as royalty-free licenses.  FCVs must remain cutting-edge 
technology in order to resolve environmental and energy shortage 
problems.  A great deal of attention will be focused on whether or 
not FCVs will indeed become the standard for next-generation 
vehicles. 
(*1: 1 USD = 118 JPY)
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Introduction
In Japan, it has now become possible to protect GUIs (Graphical User 
Interfaces) under the Japanese Design Law after repeated amendments 
to both the Design Law and the examination guidelines.  Japanese 
Patent Law can also provide protection for GUIs.  In this article, we 
describe in detail the protection of GUIs under the Design Law and 
Patent Law, since there has been a growing need for GUI protection in 
recent years.
    Firstly, we explain the scope of GUI protection under the Design 
Law and the effects of design registration in order to deepen an 
understanding of the purpose of GUI design applications, and we offer 
notes of caution.  Secondly, we illustrate the protection of GUIs 
accompanying changes under the Design Law.  Finally, we describe 
GUI protection from a technical standpoint under the Patent Law.

1. Protection under the Design Law
(1) Scope of Protection
Under the Design Law, GUIs are protected as a part of goods.  
Therefore, GUIs themselves cannot be protected.  For example, if 
you wish to register a GUI which is used for a personal digital 
assistant, the title of the design application has to be “personal 
digital assistant” and you have to pursue protection of the GUI as a 
part of the personal digital assistant.  Based on this principle, the 
following requirement is imposed for registration.
-      GUIs should be integrated into the goods when the goods are 

created, distributed, and used (hereinafter referred to as “unity 
requirement”), which means that GUIs should be created 
together with the goods and contained in the goods when 
distributed and used.

    Furthermore, GUIs need to meet the requirement shown below for 
protection under the Design Law.
-      A GUI must be either an image necessary for the goods to serve 

their function (e.g., maps of navigation systems), or an image 
which is operated to enable the goods to fulfill their function 
(e.g., search buttons of navigation systems).

    Nowadays, there is a large market for applications which users can 
freely install on mobile computers such as smartphones.  However, 
since such software was neither created with the goods nor included 

in the goods when distributed, GUIs do not meet the unity 
requirement.  Therefore, these GUIs are not protected under the 
Design Law.
    In addition, although operating systems for general-purpose 
machines, such as PCs and smartphones, and preinstalled 
applications are included in the goods when distributed and used, 
they are created separately from the goods.  Therefore, the GUIs of 
such software are also excluded from protection under the Design 
Law.
    In other words, the Design Law can protect only GUIs of 
embedded software for special-purpose machines.

(2) Effects of Design Registration
As explained above, the Design Law cannot directly protect GUIs of 
computer applications.  However, many companies register GUIs as 
a part of special-purpose machines, although they in fact use the 
GUIs for applications or operating systems of computers.  This is 
because the Design Law has the following advantages.

-      Monopolistic effect
Although the popularity of applications for mobile computers has 
been increasing, many companies still implement GUIs in 
special-purpose machines.  Therefore, companies need to prevent 
their GUIs from being used in competitors’ embedded software.  In 
particular, from the viewpoint of branding, GUI design registration is 
important not only to prevent economic loss due to imitation but 
also to protect the company’s image.

-      Making third parties wary of using your GUIs
Although GUIs of software for computers are not protected directly, 
it is generally thought that a third party would hesitate to use a GUI 
which is the same as or similar to that in a registered design even for 
computers in order to avoid an unnecessary dispute.
    Furthermore, the designer of a GUI is clearly specified in the 
design registration of the GUI, which means that it is easy to prove a 
third party’s imitation.  It is also more likely that a third party would 
hesitate to use a GUI which is the same as or similar to that in a 
registered design in order to avoid a bad reputation.

-      Other IP laws do not sufficiently protect GUIs
The Patent Law is quite effective in protecting the technical aspects of 
GUIs.  However, if a third party’s embodiment which is similar in 
appearance does not infringe a patent right, a patent holder will not 
be able to deal with infringement by the third party’s embodiment 
without owning a design right since the Patent Law does not protect 
the appearance.
    Although GUIs can be protected under the Copyright Law, there is 
a risk of receiving a judgment stating that the Copyright Law does not 
apply.  In fact, there are cases in which it was judged that GUIs do 
not apply to copyrights, and infringement of the copyright was 
denied (Case Nos.: H13 (wa)-16440 and H24 (ne)-10027).
    The Trademark Law protects only GUIs such as icons which fulfill a 
function as a trademark, and operational GUIs are often not 
protected.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Numbers 1 and 2 protect only GUIs which show the product’s source 
and business.  In many cases, operational GUIs are not protected.  In 
addition, in order to address a third party’s use of your GUI based on 
Article 2, Paragraph 1, Number 1, it is necessary to prove that your 
GUI is famous at least locally, and that the opponent’s business will 
be confused with yours.  In the case of Article 2, Paragraph 1, 
Number 2, it is necessary to prove that your GUI is widely famous.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Number 3 applies to only a “dead copy” imitation including the form 
of the entire product in which a GUI is used.  Protection against 
“dead copy” infringement is in effect only for three years after the 
product release date.

-      Securing your design styles
When a number of GUIs which contain a specific design style are 
registered, other parties are unable to use or register that design style.  
Thus, companies are able to protect their design style via a design 
registration.

-      Advertising effect
Under design application procedures in Japan, an examination is 
conducted as to whether the design is novel and whether it could be 
easily created by those skilled in the art.  In other words, to register a 
design means to show that that design is novel and could not be 
easily created.  Therefore, registration of a GUI design produces an 
advertising effect which shows that the GUI design is superior.

-      High registration rate
The design registration rate in Japan is extremely high, more than 
approximately 80%.  Since it is unlikely that expenses for registration 
will go to waste, companies can aggressively file applications.

2. Moving GUIs
The design registration of a static GUI is not enough to sufficiently 
protect the “user experience”.  It is necessary to protect a GUI’s 
moving form including any screen transitions.  Registration of a 
moving GUI design is permitted under Japanese design practice. 
However, since the Design Law employs the principle of one design 
per application, applicants should meet the following two 
requirements in order for a moving GUI consisting of a number of 
screen images to be recognized as a single design:

(i)    Both screen images before and after a change relate to the 
same function of the goods.

(ii)   The screen image before the change is morphologically-related 
to that of the screen image after the change.

    The following examples illustrate the above requirements.

 　　　　 

Both of the above two images relate to an audio volume function and 
meet requirement (i).  Since the images are different only in the part 
depicting the volume level and are the same with regard to 
everything else, requirement (ii) is also satisfied.  Therefore, this GUI 
can be included in one application.

    For GUIs consisting of three or more screen images, the second 
requirement will be examined for each pair of images.  For example, 
in the case of the above GUI, image ① and image ② are examined 
first regarding the second requirement, and then image ② and image 
③ are examined regarding the second requirement.  All three images 
are used for the same function of setting up a game machine and 
they meet requirement (i).  The appearances of the four icons on the 
left side of images ① and ② are identical, and the four icons and 
pop-up window of images ② and ③ are similar.  Thus, they meet 
requirement (ii).

    Under design application procedures in Japan, the judgment on 
whether a moving design applied for is similar to a publicly-known 
design is conducted by comprehensively observing the moving 
design including embodiments before and after the change.  In 
addition, even if the appearance of a GUI can be created easily, the 
GUI design can be registered if embodiments showing the change 
are not based on a method common to those skilled in the art.  
Therefore, even a GUI focused on a change rather than a static 
appearance can be registered as a design.
 
3. Protection under the Patent Law
In this section, we explain GUI protection under the Patent Law as 
compared with the Design Law described above.  In particular, we 
explain in detail the range of protection under the Patent Law, the 
differences from the protection under the Design Law, and the effects 
of patent registration.

(1) Scope of Protection under the Patent Law
The subjects of protection under the Patent Law are the “advanced 
creations of technical ideas utilizing natural laws”.  On the other 
hand, the subjects of protection under the Design Law are “shapes, 
patterns, or colors of goods, or their combination which visually 
causes a sense of beauty”.

-      Technical features
In order to protect GUIs under the Patent Law, a sense of beauty is 
not relevant but technical features, such as internal processing to 
generate images, are essential.  GUIs may be protected under the 
Patent Law if the technical features thereof are closely related to 
images of the processing results.  Particularly, in the field of image 
processing, analytical and statistical processing, and games, we 
occasionally come across cases in which GUIs are protected via 
technical expressions.  Examples of technical expressions include: 
“to display comparably”; “to display a list”; “to display separately”; 
“to display side by side”; “to display A more clearly than B”; “to 
display by flashing”; and “to show in a bar graph”.

-      Technical effects
Technical effects are required in order to obtain a patent right.  For 
example, possible technical effects are “easily viewable” and “easily 
comprehensible”, or “to improve operability” for the case combining 
a GUI with an operation input part.

-      Differences from design applications
For design applications, applicants must indicate the shape or the 
like accompanied by drawings, and the scope of the design right 
covers a similar scope.  In contrast, for patent applications, it is 
common practice to attach drawings for reference, but the scope of 
the patent right covers only what is literally recited in words in the 
claims.  The scope of a claim recitation is usually broader than that 
of a similar design.  Therefore, in some cases, it may be said that a 
patent right is stronger than a design right only from the point of 
view of protecting a GUI design.

-      Finding of infringement
One of the points which patent holders highly value is the “ease of 
discovering an act of infringement”.  For example, if a patented 
invention in the field of software is described by internal processing, 

the patent holder would need to analyze the source code of an 
alleged infringing product’s program in order to discover or prove 
infringement, for example by reverse engineering.  Many patent 
holders would avoid reverse engineering since it costs time and 
money.  For an invention which includes a GUI, it is clear whether 
the goods infringe that patented invention by observing the operation 
of the device.  Therefore, an efficient strategy for easily discovering 
infringement would be to include an interface as part of an 
invention’s constituent elements.

(2) Examples
The following are some examples in which GUIs are protected by 
technical expressions in the field of image processing, analytical and 
statistical processing, and games.

-      Example using the expression “to display comparably”
“A first still image at the time of completion of radiation of a therapy 
laser beam and a second still image after passage of a predetermined 
time are filmed by an electronic camera, and the display section 
comparably displays the first image and the second image” (Japanese 
Patent No. 5443747, excerpt from claim 2).  No description of effects 
regarding a GUI.

-      Example using the expressions “to display a list” and “to display 
       separately”
“A candidate name corresponding to a candidate which is an 
institution nearest the current location and candidate names of a 
plurality of other candidates which are located in each direction as 
viewed from the candidate which is the institution nearest the 
current location are displayed in a list on a display section, when a 
move operation is received from an input section for the first time, 
the candidate name corresponding to the centrally-arranged 
candidate which is the institution nearest the current location is 
displayed as a choice separately on the display section” (Japanese 
Patent No. 5644847, excerpt from claim 1).

    The applicant claims the effect shown below.
    “It is possible to improve operability when a user selects 
candidates as a result of reducing inequalities in distance occurring 
between the candidate first displayed separately as a choice and a 
plurality of other candidates, and by moving among choices of 
candidates using fewer operations.”

-      Example using the expression “to display side by side”
“When a second function selection key is chosen from among 
multiple function selection keys other than a first function selection 
key corresponding to a first window, the order of the function 
selection keys in the array is changed such that the chosen second 
function selection key is displayed in line next to the first function 
selection key, and a window display section displays the first window 
and a second window corresponding to the chosen second function 
selection key in line within a window display region” (Japanese 
Patent No. 5648405, excerpt from claim 1)
 

    The applicant claims the effects shown below.
    “The chosen multiple operation keys and the multiple windows 
corresponding thereto are displayed on the same screen regardless of 
the scroll state of the multiple operation keys to be displayed with a 
scrolling display.  Therefore, users of imaging equipment are able to 
proceed with desired operations while multiple windows are 
displayed, and are able to see the operation keys corresponding to 
the windows in which the operations are to proceed.”

Conclusion
As described above, it is possible to protect GUIs under the current 
laws.  In addition, revisions of the Design Law and/or design 
examination guidelines are currently under discussion.  Specifically, 
there is a focus on whether to protect software GUIs for computers, 
to protect software GUIs which users themselves can install into 
goods, and so on.  Therefore, we will continue to provide further 
information regarding GUIs based on future revisions of the Design 
Law or examination guidelines.

 

Toyota’s Patent Strategy: 
Royalty-Free Patent Licenses Open 
Doors in FCV Market
Toyota, the world’s largest automobile manufacturer in sales for 
2014, has announced that their portfolio of 5,680 patents related to 
fuel cell vehicles (FCVs) will be made available to competitors 
and/or auto parts manufacturers without any royalties.  An FCV, also 
dubbed the “ultimate environmentally-friendly car”, creates power 
through a chemical reaction between oxygen and hydrogen and 
produces only water while the vehicle is being driven.  Toyota plans 
to release royalty-free patents related to FCV technology, but will 
exclude those owned by Toyota Group’s auto parts manufacturing 
companies.  Other automobile and auto parts manufacturers will be 
offered royalty-free use of 5,610 patents related to power-generating 
device stacks, fuel tanks, and system controls until 2020.
  In December 2014, Toyota launched sales of the “MIRAI”, the 
world’s first commercial FCV car.  However, the hurdles faced by 
FCVs, such as scarcity of hydrogen fueling stations, are a hindrance 
to the popularization of the MIRAI.  The Japanese government’s 
ongoing goal until 2020 for market penetration of FCVs is less than 
1%, prompting Toyota’s decision to boost future development of 
FCV technology across industrial boundaries.  Toyota’s royalty-free 
patent licensing strategy may just be the trigger that ignites the 
wide-spread commercialization of FCVs.
  Toyota is the undisputed leader of FCV technology and is 
revolutionizing this new field.  The MIRAI is sold for only 7.23 
million JPY (a bit more than 61,000 USD*1), despite initial claims 
that the price would reach 100 million JPY (almost 850,000 USD*1) 
per unit when R&D on FCVs began.  It is apparent that the FCV 
price is still expensive despite a government subsidy of 
approximately 2 million JPY (about 17,000 USD*1).  In addition, 
hydrogen for FCVs cannot be supplied at ordinary gas stations and 
there is therefore an urgent need to construct hydrogen fueling 
stations.  In fact, due to the complicated structure and high 
construction costs, there are only a few hydrogen fueling stations in 
Japan all of which are near large cities.  The Japanese government is 
encouraging development of FCVs through subsidies and relaxation 
of regulations.  It is neither reasonable nor plausible for Toyota 
alone to cover the nationwide facility and equipment costs for 
hydrogen fueling stations just for MIRAI.  Such initial investment 
would obviously be a great risk for Toyota since it will take 
considerable time and money to establish a feasible environment 
for FCVs.
  It is worth mentioning that Toyota will therefore also offer 70 
royalty-free patent licenses related to hydrogen fueling stations with 
no time limitation, while the remaining 5,610 patents will be 
royalty-free for a fixed term, i.e., until 2020, as described above.  
Ordinarily, companies would obtain patents for their new 
technologies in order to prevent competitors from reaping the 
benefits from those technologies.  However, Toyota might find 
themselves at a disadvantage if they were to wait for competitors to 
become active in the future development of FCVs.  For example, 

① ② ③

electric vehicles (EVs) might become the next generation of cars 
instead of FCVs or there may even be a breakthrough in alternative 
technology.  Therefore, Toyota has decided to make their patents 
free to others, thus fostering widespread participation in FCV 
development.  Toyota’s strategy is to establish sufficient 
infrastructure with competitors and then develop a new FCV market 
which would allow competition among companies.  That’s the 
reason why Toyota’s patents relating to hydrogen fueling stations are 
available as royalty-free licenses.  FCVs must remain cutting-edge 
technology in order to resolve environmental and energy shortage 
problems.  A great deal of attention will be focused on whether or 
not FCVs will indeed become the standard for next-generation 
vehicles. 
(*1: 1 USD = 118 JPY)



Introduction
In Japan, it has now become possible to protect GUIs (Graphical User 
Interfaces) under the Japanese Design Law after repeated amendments 
to both the Design Law and the examination guidelines.  Japanese 
Patent Law can also provide protection for GUIs.  In this article, we 
describe in detail the protection of GUIs under the Design Law and 
Patent Law, since there has been a growing need for GUI protection in 
recent years.
    Firstly, we explain the scope of GUI protection under the Design 
Law and the effects of design registration in order to deepen an 
understanding of the purpose of GUI design applications, and we offer 
notes of caution.  Secondly, we illustrate the protection of GUIs 
accompanying changes under the Design Law.  Finally, we describe 
GUI protection from a technical standpoint under the Patent Law.

1. Protection under the Design Law
(1) Scope of Protection
Under the Design Law, GUIs are protected as a part of goods.  
Therefore, GUIs themselves cannot be protected.  For example, if 
you wish to register a GUI which is used for a personal digital 
assistant, the title of the design application has to be “personal 
digital assistant” and you have to pursue protection of the GUI as a 
part of the personal digital assistant.  Based on this principle, the 
following requirement is imposed for registration.
-      GUIs should be integrated into the goods when the goods are 

created, distributed, and used (hereinafter referred to as “unity 
requirement”), which means that GUIs should be created 
together with the goods and contained in the goods when 
distributed and used.

    Furthermore, GUIs need to meet the requirement shown below for 
protection under the Design Law.
-      A GUI must be either an image necessary for the goods to serve 

their function (e.g., maps of navigation systems), or an image 
which is operated to enable the goods to fulfill their function 
(e.g., search buttons of navigation systems).

    Nowadays, there is a large market for applications which users can 
freely install on mobile computers such as smartphones.  However, 
since such software was neither created with the goods nor included 

in the goods when distributed, GUIs do not meet the unity 
requirement.  Therefore, these GUIs are not protected under the 
Design Law.
    In addition, although operating systems for general-purpose 
machines, such as PCs and smartphones, and preinstalled 
applications are included in the goods when distributed and used, 
they are created separately from the goods.  Therefore, the GUIs of 
such software are also excluded from protection under the Design 
Law.
    In other words, the Design Law can protect only GUIs of 
embedded software for special-purpose machines.

(2) Effects of Design Registration
As explained above, the Design Law cannot directly protect GUIs of 
computer applications.  However, many companies register GUIs as 
a part of special-purpose machines, although they in fact use the 
GUIs for applications or operating systems of computers.  This is 
because the Design Law has the following advantages.

-      Monopolistic effect
Although the popularity of applications for mobile computers has 
been increasing, many companies still implement GUIs in 
special-purpose machines.  Therefore, companies need to prevent 
their GUIs from being used in competitors’ embedded software.  In 
particular, from the viewpoint of branding, GUI design registration is 
important not only to prevent economic loss due to imitation but 
also to protect the company’s image.

-      Making third parties wary of using your GUIs
Although GUIs of software for computers are not protected directly, 
it is generally thought that a third party would hesitate to use a GUI 
which is the same as or similar to that in a registered design even for 
computers in order to avoid an unnecessary dispute.
    Furthermore, the designer of a GUI is clearly specified in the 
design registration of the GUI, which means that it is easy to prove a 
third party’s imitation.  It is also more likely that a third party would 
hesitate to use a GUI which is the same as or similar to that in a 
registered design in order to avoid a bad reputation.

-      Other IP laws do not sufficiently protect GUIs
The Patent Law is quite effective in protecting the technical aspects of 
GUIs.  However, if a third party’s embodiment which is similar in 
appearance does not infringe a patent right, a patent holder will not 
be able to deal with infringement by the third party’s embodiment 
without owning a design right since the Patent Law does not protect 
the appearance.
    Although GUIs can be protected under the Copyright Law, there is 
a risk of receiving a judgment stating that the Copyright Law does not 
apply.  In fact, there are cases in which it was judged that GUIs do 
not apply to copyrights, and infringement of the copyright was 
denied (Case Nos.: H13 (wa)-16440 and H24 (ne)-10027).
    The Trademark Law protects only GUIs such as icons which fulfill a 
function as a trademark, and operational GUIs are often not 
protected.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Numbers 1 and 2 protect only GUIs which show the product’s source 
and business.  In many cases, operational GUIs are not protected.  In 
addition, in order to address a third party’s use of your GUI based on 
Article 2, Paragraph 1, Number 1, it is necessary to prove that your 
GUI is famous at least locally, and that the opponent’s business will 
be confused with yours.  In the case of Article 2, Paragraph 1, 
Number 2, it is necessary to prove that your GUI is widely famous.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Number 3 applies to only a “dead copy” imitation including the form 
of the entire product in which a GUI is used.  Protection against 
“dead copy” infringement is in effect only for three years after the 
product release date.

-      Securing your design styles
When a number of GUIs which contain a specific design style are 
registered, other parties are unable to use or register that design style.  
Thus, companies are able to protect their design style via a design 
registration.

-      Advertising effect
Under design application procedures in Japan, an examination is 
conducted as to whether the design is novel and whether it could be 
easily created by those skilled in the art.  In other words, to register a 
design means to show that that design is novel and could not be 
easily created.  Therefore, registration of a GUI design produces an 
advertising effect which shows that the GUI design is superior.

-      High registration rate
The design registration rate in Japan is extremely high, more than 
approximately 80%.  Since it is unlikely that expenses for registration 
will go to waste, companies can aggressively file applications.

2. Moving GUIs
The design registration of a static GUI is not enough to sufficiently 
protect the “user experience”.  It is necessary to protect a GUI’s 
moving form including any screen transitions.  Registration of a 
moving GUI design is permitted under Japanese design practice. 
However, since the Design Law employs the principle of one design 
per application, applicants should meet the following two 
requirements in order for a moving GUI consisting of a number of 
screen images to be recognized as a single design:

(i)    Both screen images before and after a change relate to the 
same function of the goods.

(ii)   The screen image before the change is morphologically-related 
to that of the screen image after the change.

    The following examples illustrate the above requirements.

 　　　　 

Both of the above two images relate to an audio volume function and 
meet requirement (i).  Since the images are different only in the part 
depicting the volume level and are the same with regard to 
everything else, requirement (ii) is also satisfied.  Therefore, this GUI 
can be included in one application.

    For GUIs consisting of three or more screen images, the second 
requirement will be examined for each pair of images.  For example, 
in the case of the above GUI, image ① and image ② are examined 
first regarding the second requirement, and then image ② and image 
③ are examined regarding the second requirement.  All three images 
are used for the same function of setting up a game machine and 
they meet requirement (i).  The appearances of the four icons on the 
left side of images ① and ② are identical, and the four icons and 
pop-up window of images ② and ③ are similar.  Thus, they meet 
requirement (ii).

    Under design application procedures in Japan, the judgment on 
whether a moving design applied for is similar to a publicly-known 
design is conducted by comprehensively observing the moving 
design including embodiments before and after the change.  In 
addition, even if the appearance of a GUI can be created easily, the 
GUI design can be registered if embodiments showing the change 
are not based on a method common to those skilled in the art.  
Therefore, even a GUI focused on a change rather than a static 
appearance can be registered as a design.
 
3. Protection under the Patent Law
In this section, we explain GUI protection under the Patent Law as 
compared with the Design Law described above.  In particular, we 
explain in detail the range of protection under the Patent Law, the 
differences from the protection under the Design Law, and the effects 
of patent registration.

(1) Scope of Protection under the Patent Law
The subjects of protection under the Patent Law are the “advanced 
creations of technical ideas utilizing natural laws”.  On the other 
hand, the subjects of protection under the Design Law are “shapes, 
patterns, or colors of goods, or their combination which visually 
causes a sense of beauty”.

-      Technical features
In order to protect GUIs under the Patent Law, a sense of beauty is 
not relevant but technical features, such as internal processing to 
generate images, are essential.  GUIs may be protected under the 
Patent Law if the technical features thereof are closely related to 
images of the processing results.  Particularly, in the field of image 
processing, analytical and statistical processing, and games, we 
occasionally come across cases in which GUIs are protected via 
technical expressions.  Examples of technical expressions include: 
“to display comparably”; “to display a list”; “to display separately”; 
“to display side by side”; “to display A more clearly than B”; “to 
display by flashing”; and “to show in a bar graph”.

-      Technical effects
Technical effects are required in order to obtain a patent right.  For 
example, possible technical effects are “easily viewable” and “easily 
comprehensible”, or “to improve operability” for the case combining 
a GUI with an operation input part.

-      Differences from design applications
For design applications, applicants must indicate the shape or the 
like accompanied by drawings, and the scope of the design right 
covers a similar scope.  In contrast, for patent applications, it is 
common practice to attach drawings for reference, but the scope of 
the patent right covers only what is literally recited in words in the 
claims.  The scope of a claim recitation is usually broader than that 
of a similar design.  Therefore, in some cases, it may be said that a 
patent right is stronger than a design right only from the point of 
view of protecting a GUI design.

-      Finding of infringement
One of the points which patent holders highly value is the “ease of 
discovering an act of infringement”.  For example, if a patented 
invention in the field of software is described by internal processing, 

the patent holder would need to analyze the source code of an 
alleged infringing product’s program in order to discover or prove 
infringement, for example by reverse engineering.  Many patent 
holders would avoid reverse engineering since it costs time and 
money.  For an invention which includes a GUI, it is clear whether 
the goods infringe that patented invention by observing the operation 
of the device.  Therefore, an efficient strategy for easily discovering 
infringement would be to include an interface as part of an 
invention’s constituent elements.

(2) Examples
The following are some examples in which GUIs are protected by 
technical expressions in the field of image processing, analytical and 
statistical processing, and games.

-      Example using the expression “to display comparably”
“A first still image at the time of completion of radiation of a therapy 
laser beam and a second still image after passage of a predetermined 
time are filmed by an electronic camera, and the display section 
comparably displays the first image and the second image” (Japanese 
Patent No. 5443747, excerpt from claim 2).  No description of effects 
regarding a GUI.

-      Example using the expressions “to display a list” and “to display 
       separately”
“A candidate name corresponding to a candidate which is an 
institution nearest the current location and candidate names of a 
plurality of other candidates which are located in each direction as 
viewed from the candidate which is the institution nearest the 
current location are displayed in a list on a display section, when a 
move operation is received from an input section for the first time, 
the candidate name corresponding to the centrally-arranged 
candidate which is the institution nearest the current location is 
displayed as a choice separately on the display section” (Japanese 
Patent No. 5644847, excerpt from claim 1).

    The applicant claims the effect shown below.
    “It is possible to improve operability when a user selects 
candidates as a result of reducing inequalities in distance occurring 
between the candidate first displayed separately as a choice and a 
plurality of other candidates, and by moving among choices of 
candidates using fewer operations.”

-      Example using the expression “to display side by side”
“When a second function selection key is chosen from among 
multiple function selection keys other than a first function selection 
key corresponding to a first window, the order of the function 
selection keys in the array is changed such that the chosen second 
function selection key is displayed in line next to the first function 
selection key, and a window display section displays the first window 
and a second window corresponding to the chosen second function 
selection key in line within a window display region” (Japanese 
Patent No. 5648405, excerpt from claim 1)
 

    The applicant claims the effects shown below.
    “The chosen multiple operation keys and the multiple windows 
corresponding thereto are displayed on the same screen regardless of 
the scroll state of the multiple operation keys to be displayed with a 
scrolling display.  Therefore, users of imaging equipment are able to 
proceed with desired operations while multiple windows are 
displayed, and are able to see the operation keys corresponding to 
the windows in which the operations are to proceed.”

Conclusion
As described above, it is possible to protect GUIs under the current 
laws.  In addition, revisions of the Design Law and/or design 
examination guidelines are currently under discussion.  Specifically, 
there is a focus on whether to protect software GUIs for computers, 
to protect software GUIs which users themselves can install into 
goods, and so on.  Therefore, we will continue to provide further 
information regarding GUIs based on future revisions of the Design 
Law or examination guidelines.

 

Toyota’s Patent Strategy: 
Royalty-Free Patent Licenses Open 
Doors in FCV Market
Toyota, the world’s largest automobile manufacturer in sales for 
2014, has announced that their portfolio of 5,680 patents related to 
fuel cell vehicles (FCVs) will be made available to competitors 
and/or auto parts manufacturers without any royalties.  An FCV, also 
dubbed the “ultimate environmentally-friendly car”, creates power 
through a chemical reaction between oxygen and hydrogen and 
produces only water while the vehicle is being driven.  Toyota plans 
to release royalty-free patents related to FCV technology, but will 
exclude those owned by Toyota Group’s auto parts manufacturing 
companies.  Other automobile and auto parts manufacturers will be 
offered royalty-free use of 5,610 patents related to power-generating 
device stacks, fuel tanks, and system controls until 2020.
  In December 2014, Toyota launched sales of the “MIRAI”, the 
world’s first commercial FCV car.  However, the hurdles faced by 
FCVs, such as scarcity of hydrogen fueling stations, are a hindrance 
to the popularization of the MIRAI.  The Japanese government’s 
ongoing goal until 2020 for market penetration of FCVs is less than 
1%, prompting Toyota’s decision to boost future development of 
FCV technology across industrial boundaries.  Toyota’s royalty-free 
patent licensing strategy may just be the trigger that ignites the 
wide-spread commercialization of FCVs.
  Toyota is the undisputed leader of FCV technology and is 
revolutionizing this new field.  The MIRAI is sold for only 7.23 
million JPY (a bit more than 61,000 USD*1), despite initial claims 
that the price would reach 100 million JPY (almost 850,000 USD*1) 
per unit when R&D on FCVs began.  It is apparent that the FCV 
price is still expensive despite a government subsidy of 
approximately 2 million JPY (about 17,000 USD*1).  In addition, 
hydrogen for FCVs cannot be supplied at ordinary gas stations and 
there is therefore an urgent need to construct hydrogen fueling 
stations.  In fact, due to the complicated structure and high 
construction costs, there are only a few hydrogen fueling stations in 
Japan all of which are near large cities.  The Japanese government is 
encouraging development of FCVs through subsidies and relaxation 
of regulations.  It is neither reasonable nor plausible for Toyota 
alone to cover the nationwide facility and equipment costs for 
hydrogen fueling stations just for MIRAI.  Such initial investment 
would obviously be a great risk for Toyota since it will take 
considerable time and money to establish a feasible environment 
for FCVs.
  It is worth mentioning that Toyota will therefore also offer 70 
royalty-free patent licenses related to hydrogen fueling stations with 
no time limitation, while the remaining 5,610 patents will be 
royalty-free for a fixed term, i.e., until 2020, as described above.  
Ordinarily, companies would obtain patents for their new 
technologies in order to prevent competitors from reaping the 
benefits from those technologies.  However, Toyota might find 
themselves at a disadvantage if they were to wait for competitors to 
become active in the future development of FCVs.  For example, 

① ② ③

electric vehicles (EVs) might become the next generation of cars 
instead of FCVs or there may even be a breakthrough in alternative 
technology.  Therefore, Toyota has decided to make their patents 
free to others, thus fostering widespread participation in FCV 
development.  Toyota’s strategy is to establish sufficient 
infrastructure with competitors and then develop a new FCV market 
which would allow competition among companies.  That’s the 
reason why Toyota’s patents relating to hydrogen fueling stations are 
available as royalty-free licenses.  FCVs must remain cutting-edge 
technology in order to resolve environmental and energy shortage 
problems.  A great deal of attention will be focused on whether or 
not FCVs will indeed become the standard for next-generation 
vehicles. 
(*1: 1 USD = 118 JPY)
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Introduction
In Japan, it has now become possible to protect GUIs (Graphical User 
Interfaces) under the Japanese Design Law after repeated amendments 
to both the Design Law and the examination guidelines.  Japanese 
Patent Law can also provide protection for GUIs.  In this article, we 
describe in detail the protection of GUIs under the Design Law and 
Patent Law, since there has been a growing need for GUI protection in 
recent years.
    Firstly, we explain the scope of GUI protection under the Design 
Law and the effects of design registration in order to deepen an 
understanding of the purpose of GUI design applications, and we offer 
notes of caution.  Secondly, we illustrate the protection of GUIs 
accompanying changes under the Design Law.  Finally, we describe 
GUI protection from a technical standpoint under the Patent Law.

1. Protection under the Design Law
(1) Scope of Protection
Under the Design Law, GUIs are protected as a part of goods.  
Therefore, GUIs themselves cannot be protected.  For example, if 
you wish to register a GUI which is used for a personal digital 
assistant, the title of the design application has to be “personal 
digital assistant” and you have to pursue protection of the GUI as a 
part of the personal digital assistant.  Based on this principle, the 
following requirement is imposed for registration.
-      GUIs should be integrated into the goods when the goods are 

created, distributed, and used (hereinafter referred to as “unity 
requirement”), which means that GUIs should be created 
together with the goods and contained in the goods when 
distributed and used.

    Furthermore, GUIs need to meet the requirement shown below for 
protection under the Design Law.
-      A GUI must be either an image necessary for the goods to serve 

their function (e.g., maps of navigation systems), or an image 
which is operated to enable the goods to fulfill their function 
(e.g., search buttons of navigation systems).

    Nowadays, there is a large market for applications which users can 
freely install on mobile computers such as smartphones.  However, 
since such software was neither created with the goods nor included 

in the goods when distributed, GUIs do not meet the unity 
requirement.  Therefore, these GUIs are not protected under the 
Design Law.
    In addition, although operating systems for general-purpose 
machines, such as PCs and smartphones, and preinstalled 
applications are included in the goods when distributed and used, 
they are created separately from the goods.  Therefore, the GUIs of 
such software are also excluded from protection under the Design 
Law.
    In other words, the Design Law can protect only GUIs of 
embedded software for special-purpose machines.

(2) Effects of Design Registration
As explained above, the Design Law cannot directly protect GUIs of 
computer applications.  However, many companies register GUIs as 
a part of special-purpose machines, although they in fact use the 
GUIs for applications or operating systems of computers.  This is 
because the Design Law has the following advantages.

-      Monopolistic effect
Although the popularity of applications for mobile computers has 
been increasing, many companies still implement GUIs in 
special-purpose machines.  Therefore, companies need to prevent 
their GUIs from being used in competitors’ embedded software.  In 
particular, from the viewpoint of branding, GUI design registration is 
important not only to prevent economic loss due to imitation but 
also to protect the company’s image.

-      Making third parties wary of using your GUIs
Although GUIs of software for computers are not protected directly, 
it is generally thought that a third party would hesitate to use a GUI 
which is the same as or similar to that in a registered design even for 
computers in order to avoid an unnecessary dispute.
    Furthermore, the designer of a GUI is clearly specified in the 
design registration of the GUI, which means that it is easy to prove a 
third party’s imitation.  It is also more likely that a third party would 
hesitate to use a GUI which is the same as or similar to that in a 
registered design in order to avoid a bad reputation.

Protection of GUIs in Japan

-      Other IP laws do not sufficiently protect GUIs
The Patent Law is quite effective in protecting the technical aspects of 
GUIs.  However, if a third party’s embodiment which is similar in 
appearance does not infringe a patent right, a patent holder will not 
be able to deal with infringement by the third party’s embodiment 
without owning a design right since the Patent Law does not protect 
the appearance.
    Although GUIs can be protected under the Copyright Law, there is 
a risk of receiving a judgment stating that the Copyright Law does not 
apply.  In fact, there are cases in which it was judged that GUIs do 
not apply to copyrights, and infringement of the copyright was 
denied (Case Nos.: H13 (wa)-16440 and H24 (ne)-10027).
    The Trademark Law protects only GUIs such as icons which fulfill a 
function as a trademark, and operational GUIs are often not 
protected.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Numbers 1 and 2 protect only GUIs which show the product’s source 
and business.  In many cases, operational GUIs are not protected.  In 
addition, in order to address a third party’s use of your GUI based on 
Article 2, Paragraph 1, Number 1, it is necessary to prove that your 
GUI is famous at least locally, and that the opponent’s business will 
be confused with yours.  In the case of Article 2, Paragraph 1, 
Number 2, it is necessary to prove that your GUI is widely famous.
    Unfair Competition Prevention Law, Article 2, Paragraph 1, 
Number 3 applies to only a “dead copy” imitation including the form 
of the entire product in which a GUI is used.  Protection against 
“dead copy” infringement is in effect only for three years after the 
product release date.

-      Securing your design styles
When a number of GUIs which contain a specific design style are 
registered, other parties are unable to use or register that design style.  
Thus, companies are able to protect their design style via a design 
registration.

-      Advertising effect
Under design application procedures in Japan, an examination is 
conducted as to whether the design is novel and whether it could be 
easily created by those skilled in the art.  In other words, to register a 
design means to show that that design is novel and could not be 
easily created.  Therefore, registration of a GUI design produces an 
advertising effect which shows that the GUI design is superior.

-      High registration rate
The design registration rate in Japan is extremely high, more than 
approximately 80%.  Since it is unlikely that expenses for registration 
will go to waste, companies can aggressively file applications.

2. Moving GUIs
The design registration of a static GUI is not enough to sufficiently 
protect the “user experience”.  It is necessary to protect a GUI’s 
moving form including any screen transitions.  Registration of a 
moving GUI design is permitted under Japanese design practice. 
However, since the Design Law employs the principle of one design 
per application, applicants should meet the following two 
requirements in order for a moving GUI consisting of a number of 
screen images to be recognized as a single design:

(i)    Both screen images before and after a change relate to the 
same function of the goods.

(ii)   The screen image before the change is morphologically-related 
to that of the screen image after the change.

    The following examples illustrate the above requirements.

 　　　　 

Both of the above two images relate to an audio volume function and 
meet requirement (i).  Since the images are different only in the part 
depicting the volume level and are the same with regard to 
everything else, requirement (ii) is also satisfied.  Therefore, this GUI 
can be included in one application.

    For GUIs consisting of three or more screen images, the second 
requirement will be examined for each pair of images.  For example, 
in the case of the above GUI, image ① and image ② are examined 
first regarding the second requirement, and then image ② and image 
③ are examined regarding the second requirement.  All three images 
are used for the same function of setting up a game machine and 
they meet requirement (i).  The appearances of the four icons on the 
left side of images ① and ② are identical, and the four icons and 
pop-up window of images ② and ③ are similar.  Thus, they meet 
requirement (ii).

    Under design application procedures in Japan, the judgment on 
whether a moving design applied for is similar to a publicly-known 
design is conducted by comprehensively observing the moving 
design including embodiments before and after the change.  In 
addition, even if the appearance of a GUI can be created easily, the 
GUI design can be registered if embodiments showing the change 
are not based on a method common to those skilled in the art.  
Therefore, even a GUI focused on a change rather than a static 
appearance can be registered as a design.
 
3. Protection under the Patent Law
In this section, we explain GUI protection under the Patent Law as 
compared with the Design Law described above.  In particular, we 
explain in detail the range of protection under the Patent Law, the 
differences from the protection under the Design Law, and the effects 
of patent registration.

(1) Scope of Protection under the Patent Law
The subjects of protection under the Patent Law are the “advanced 
creations of technical ideas utilizing natural laws”.  On the other 
hand, the subjects of protection under the Design Law are “shapes, 
patterns, or colors of goods, or their combination which visually 
causes a sense of beauty”.

-      Technical features
In order to protect GUIs under the Patent Law, a sense of beauty is 
not relevant but technical features, such as internal processing to 
generate images, are essential.  GUIs may be protected under the 
Patent Law if the technical features thereof are closely related to 
images of the processing results.  Particularly, in the field of image 
processing, analytical and statistical processing, and games, we 
occasionally come across cases in which GUIs are protected via 
technical expressions.  Examples of technical expressions include: 
“to display comparably”; “to display a list”; “to display separately”; 
“to display side by side”; “to display A more clearly than B”; “to 
display by flashing”; and “to show in a bar graph”.

-      Technical effects
Technical effects are required in order to obtain a patent right.  For 
example, possible technical effects are “easily viewable” and “easily 
comprehensible”, or “to improve operability” for the case combining 
a GUI with an operation input part.

-      Differences from design applications
For design applications, applicants must indicate the shape or the 
like accompanied by drawings, and the scope of the design right 
covers a similar scope.  In contrast, for patent applications, it is 
common practice to attach drawings for reference, but the scope of 
the patent right covers only what is literally recited in words in the 
claims.  The scope of a claim recitation is usually broader than that 
of a similar design.  Therefore, in some cases, it may be said that a 
patent right is stronger than a design right only from the point of 
view of protecting a GUI design.

-      Finding of infringement
One of the points which patent holders highly value is the “ease of 
discovering an act of infringement”.  For example, if a patented 
invention in the field of software is described by internal processing, 

the patent holder would need to analyze the source code of an 
alleged infringing product’s program in order to discover or prove 
infringement, for example by reverse engineering.  Many patent 
holders would avoid reverse engineering since it costs time and 
money.  For an invention which includes a GUI, it is clear whether 
the goods infringe that patented invention by observing the operation 
of the device.  Therefore, an efficient strategy for easily discovering 
infringement would be to include an interface as part of an 
invention’s constituent elements.

(2) Examples
The following are some examples in which GUIs are protected by 
technical expressions in the field of image processing, analytical and 
statistical processing, and games.

-      Example using the expression “to display comparably”
“A first still image at the time of completion of radiation of a therapy 
laser beam and a second still image after passage of a predetermined 
time are filmed by an electronic camera, and the display section 
comparably displays the first image and the second image” (Japanese 
Patent No. 5443747, excerpt from claim 2).  No description of effects 
regarding a GUI.

-      Example using the expressions “to display a list” and “to display 
       separately”
“A candidate name corresponding to a candidate which is an 
institution nearest the current location and candidate names of a 
plurality of other candidates which are located in each direction as 
viewed from the candidate which is the institution nearest the 
current location are displayed in a list on a display section, when a 
move operation is received from an input section for the first time, 
the candidate name corresponding to the centrally-arranged 
candidate which is the institution nearest the current location is 
displayed as a choice separately on the display section” (Japanese 
Patent No. 5644847, excerpt from claim 1).

    The applicant claims the effect shown below.
    “It is possible to improve operability when a user selects 
candidates as a result of reducing inequalities in distance occurring 
between the candidate first displayed separately as a choice and a 
plurality of other candidates, and by moving among choices of 
candidates using fewer operations.”

-      Example using the expression “to display side by side”
“When a second function selection key is chosen from among 
multiple function selection keys other than a first function selection 
key corresponding to a first window, the order of the function 
selection keys in the array is changed such that the chosen second 
function selection key is displayed in line next to the first function 
selection key, and a window display section displays the first window 
and a second window corresponding to the chosen second function 
selection key in line within a window display region” (Japanese 
Patent No. 5648405, excerpt from claim 1)
 

    The applicant claims the effects shown below.
    “The chosen multiple operation keys and the multiple windows 
corresponding thereto are displayed on the same screen regardless of 
the scroll state of the multiple operation keys to be displayed with a 
scrolling display.  Therefore, users of imaging equipment are able to 
proceed with desired operations while multiple windows are 
displayed, and are able to see the operation keys corresponding to 
the windows in which the operations are to proceed.”

Conclusion
As described above, it is possible to protect GUIs under the current 
laws.  In addition, revisions of the Design Law and/or design 
examination guidelines are currently under discussion.  Specifically, 
there is a focus on whether to protect software GUIs for computers, 
to protect software GUIs which users themselves can install into 
goods, and so on.  Therefore, we will continue to provide further 
information regarding GUIs based on future revisions of the Design 
Law or examination guidelines.

 

Toyota’s Patent Strategy: 
Royalty-Free Patent Licenses Open 
Doors in FCV Market
Toyota, the world’s largest automobile manufacturer in sales for 
2014, has announced that their portfolio of 5,680 patents related to 
fuel cell vehicles (FCVs) will be made available to competitors 
and/or auto parts manufacturers without any royalties.  An FCV, also 
dubbed the “ultimate environmentally-friendly car”, creates power 
through a chemical reaction between oxygen and hydrogen and 
produces only water while the vehicle is being driven.  Toyota plans 
to release royalty-free patents related to FCV technology, but will 
exclude those owned by Toyota Group’s auto parts manufacturing 
companies.  Other automobile and auto parts manufacturers will be 
offered royalty-free use of 5,610 patents related to power-generating 
device stacks, fuel tanks, and system controls until 2020.
  In December 2014, Toyota launched sales of the “MIRAI”, the 
world’s first commercial FCV car.  However, the hurdles faced by 
FCVs, such as scarcity of hydrogen fueling stations, are a hindrance 
to the popularization of the MIRAI.  The Japanese government’s 
ongoing goal until 2020 for market penetration of FCVs is less than 
1%, prompting Toyota’s decision to boost future development of 
FCV technology across industrial boundaries.  Toyota’s royalty-free 
patent licensing strategy may just be the trigger that ignites the 
wide-spread commercialization of FCVs.
  Toyota is the undisputed leader of FCV technology and is 
revolutionizing this new field.  The MIRAI is sold for only 7.23 
million JPY (a bit more than 61,000 USD*1), despite initial claims 
that the price would reach 100 million JPY (almost 850,000 USD*1) 
per unit when R&D on FCVs began.  It is apparent that the FCV 
price is still expensive despite a government subsidy of 
approximately 2 million JPY (about 17,000 USD*1).  In addition, 
hydrogen for FCVs cannot be supplied at ordinary gas stations and 
there is therefore an urgent need to construct hydrogen fueling 
stations.  In fact, due to the complicated structure and high 
construction costs, there are only a few hydrogen fueling stations in 
Japan all of which are near large cities.  The Japanese government is 
encouraging development of FCVs through subsidies and relaxation 
of regulations.  It is neither reasonable nor plausible for Toyota 
alone to cover the nationwide facility and equipment costs for 
hydrogen fueling stations just for MIRAI.  Such initial investment 
would obviously be a great risk for Toyota since it will take 
considerable time and money to establish a feasible environment 
for FCVs.
  It is worth mentioning that Toyota will therefore also offer 70 
royalty-free patent licenses related to hydrogen fueling stations with 
no time limitation, while the remaining 5,610 patents will be 
royalty-free for a fixed term, i.e., until 2020, as described above.  
Ordinarily, companies would obtain patents for their new 
technologies in order to prevent competitors from reaping the 
benefits from those technologies.  However, Toyota might find 
themselves at a disadvantage if they were to wait for competitors to 
become active in the future development of FCVs.  For example, 

Revisions to Japanese IP Laws
As mentioned in SHIGA IP NEWS, Vol. 38 issued in May 2014, the 
following revisions to the Japanese IP laws will come into force on 
April 1, 2015.
Revisions to the Patent Law
Re-Introduction of the “Post-Grant Patent Opposition System”
In order to ensure stabilization of patent rights at an earlier stage, the 
“Post-Grant Patent Opposition System” will be re-introduced.  This 
revision encourages simple and prompt Opposition procedures at the JPO.

Chart 1   Post-Grant Patent Oppositions and Invalidation Trials

Expansion of Remedial Measures Concerning Patent Procedures
Remedial measures concerning patent procedures will be expanded 
in accordance with global IP legal systems.  For example, the 
expiration of a procedural period (due date) can be extended if 
unavoidable circumstances, such as severe weather conditions or 
natural disasters, prevent the applicant or representative from taking 
action related to the patent procedure.

Revisions to the Design Law
Participation in the Hague Agreement on Industrial Designs
Under the “Geneva Act of the Hague Agreement Concerning the 
International Registration of Industrial Designs”, applicants are able 
to file a single design application for multiple signatory countries.  

March 2015 marks our 50th year as an intellectual property 

law firm.  On this occasion, we would like to express our 

sincerest appreciation to all of our clients and overseas 

business partners.  Thanks to your long-standing patronage 

and consideration, we have the great pleasure to stand here 

today in celebration of our 50th anniversary.

   As we reflect on the past five decades, it is worth noting 

that the evolution of our firm has been closely intertwined 

with the steady and oftentimes rapid progress of industry as 

well as an ever-growing interest in the development of IP 

protection in Japan.  

   With an eye to the future, we shall continue providing 

you with the highest quality services, empowering your 

ideas for the years to come.

SHIGA International Patent Office Ranked Tier 1 in 2015 

MIP Patent Survey

We have the honor of being ranked in Tier 1 of Japanese 

Patent Prosecution Firms in the February edition of 

Managing Intellectual Property (MIP).

50th  Anniversary of 
SHIGA International 

Patent Office

Before 
April 1,
2015

Post-Grant Opposition

Who? How? When? Who? How? When?

Anyone Documentary 
and oral 
proceedings

After patent 
registration
(even after 
expiration 
of patent)

Interested 
parties

Documentary 
and oral 
proceedings

After patent 
registration
(even after 
expiration 
of patent)

Anyone Documentary
proceedings

Within 
6 months 
after 
issuance of 
patent 
publication

Invalidation Trial

On or 
after 
April 1, 
2015

The enforcement date will be May 13, 2015, which is the 
enforcement date of the Geneva Act in Japan.  This stipulation may 
reduce the financial burden on applicants and may encourage more 
aggressive filing strategies.

Revisions to the Trademark Law
Enlargement of the Scope of the Subject of Protection
Sound marks, color marks, hologram marks, moving marks, and 
position marks will be newly included as subjects of protection 
under the Japanese Trademark Law.

electric vehicles (EVs) might become the next generation of cars 
instead of FCVs or there may even be a breakthrough in alternative 
technology.  Therefore, Toyota has decided to make their patents 
free to others, thus fostering widespread participation in FCV 
development.  Toyota’s strategy is to establish sufficient 
infrastructure with competitors and then develop a new FCV market 
which would allow competition among companies.  That’s the 
reason why Toyota’s patents relating to hydrogen fueling stations are 
available as royalty-free licenses.  FCVs must remain cutting-edge 
technology in order to resolve environmental and energy shortage 
problems.  A great deal of attention will be focused on whether or 
not FCVs will indeed become the standard for next-generation 
vehicles. 
(*1: 1 USD = 118 JPY)

Masatake Shiga Sumio Tanai Yasuhiko Murayama Yoshifumi Saeki Mitsuo Teramoto Shinya Jitsuhiro  Tadao Takashiba Tatsuhiko Abe 

Masayuki Ogura Ryuichiro Mori Norio Takahashi Masao Miki Yasushi Matsunuma Takashi Watabe  Osamu Mikuni  Hiroyuki Hashimoto 

Yuichiro Shimizu Hirohisa Suzuki Ryuichiro Mashima Yohko Mashimoto Kentaro Horie Shimpei Kuroda Yunjin Choi Susumu Nomura 

Keiji Kiuchi Sumiko Watabe Naoki Matsuo Ryota Tsuchiya Masahiro Genda Yoshio Akai Hidenori Hamai  Daisuke Kusuda 

Tomotoshi Shimano Yasunori Sakai Kazuhiro Shiojiri Rieko Kogure Satoko Kubo Tomohiro Gyoda Taichi Okamura Hiroyuki Kato 

Koji Kakuta Naoko Hatae Arata Iwasaki Naoki Okamoto Takashi Hashimoto Takeo Okita Ryu Miyamoto Takanobu Saito 

Naoyuki Takata Naoyuki Sakai Ryo Tsuchiya Naoshi Fukuhara Myeong-Cheol Woo Hideo Katori Tetsuya Kimizuka Takao Fukui  

Ryohei Saito Taisei Koide Maiko Ide Shu Oikawa Shingo Suzuki  Tomoo Katsumata Ganji Tabe Norihiko Ara 

Kazuyoshi Nishizawa Eisuke Ito Taichi Sakai Masato Iida Shiro Suzuki Kenichi Kawabuchi Kazunori Ohnami Koei Igarashi 

Mitsuyoshi Suzuki Hiroki Niuchi Fumihiro Hosokawa Noriko Yanai  Shunsuke Fushimi Makiko Otsuki Tetsuo Yamasaki  Yuichiro Kawagoe 

Tomoyuki Sadahiro Masakuni Hirano Toshio Komuro Akira Tazaki Takehisa Toyoda Hisanori Takahashi Ikuichiro Kinoshita Mariko Doi  

Junichi Kobayashi Hiroyuki Matsumoto Mika Tsunoda Masanao Matsumoto Satoshi Furuichi Yuki Narita Yoh Yamaguchi Shigenori Tanaka 

Shinichi Watanabe Hirotaka Haruta Koji Hayashi Akio Sato Koichiro Kamata Tetsuya Sakai Motoharu Yasui Yoshikuni Kajii 

Takuto Tanno Naoki Toyoda Akihiko Tanaka Satoshi Abe Takahiro Kuga Takashi Minawa Teruo Morimoto Hajime Matsumura 

Jun Wang Hongmei Li Hironori Tsukamoto Gregory Furr

SHIGA INTERNATIONAL PATENT OFFICE
GranTokyo South Tower, 1-9-2 Marunouchi, Chiyoda-ku, Tokyo 100-6620 JAPAN Tel: +81-3-5288-5811　Fax: +81-3-5288-5831 and -5832　info@shigapatent.com     www.shigapatent.com

�2�0�1�5

Chairman President Executive Vice President Executive Vice President Senior Vice President Senior Vice President Vice President Vice President 

Vice President Senior Counsel Counsel 

     Attorney-at-Law Attorney-at-Law Attorney-at-Law

Chinese Patent Attorney Chinese Patent Attorney U.S. Patent Agent U.S. Patent Agent


