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1. Introduction

The Japanese Diet enacted the Bill for the Act for the Partial Revision 
of the Patent Act, etc. on April 25, 2014, which was then 
promulgated on May 14, 2014.  The bill covers a revision of the 
Japanese Trademark Law.  The revised Trademark Law expands the 
scope of protection so that non-traditional trademarks such as sound 
marks and color marks can be protected.  The revised Trademark Law 
will be put into effect within one year from the promulgation date.
  In this article, we provide information on non-traditional 
trademarks in Japan for each of the following four stages in 
trademark prosecution and enforcement: pre-application stage; 
application stage; examination stage; and post-registration stage.

2. New Types of Trademarks:  What kinds of trademarks can you 
apply for? 

The revised Trademark Law will allow you to apply for the types of 
marks shown in the table below.
  Currently, there are no plans to provide means for protection of 
other types of marks such as olfactory marks, touch marks, and taste 
marks.  However, according to the revised Trademark Law, all marks 
specified by Cabinet Order as being recognizable by human 
perception can be protected.  Therefore, it would be possible to file 

applications for some of the marks shown in the table in the future, if 
the Cabinet Order were to be accordingly revised.

3. Applications: How can you file applications for non-traditional 
trademarks?

Applications for non-traditional trademarks must contain the 
following sections or items:
(1) Trademark Specimen
In the case of sound marks, the specimen would be a score or 
graphical representation using musical notation.  If a motion mark is 
applied for, the specimen would consist of multiple drawings 
illustrating the motion.

(2) Statement of the Trademark Type
It is necessary to state which type of trademark you are applying for.

(3) Detailed Description of the Trademark
If you apply for a sound mark, it is not necessary for the application 
to include a detailed description of the trademark.  Instead, you must 
attach, to the application, materials specified by Cabinet Order, such 
as sound data.
  In the case of a Madrid Protocol application, the Japanese Patent 
Office (JPO) regards the description of the trademark in the Madrid 
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Protocol application as being equivalent to what is described in the 
Detailed Description of the Trademark, which is a required section in 
Japanese trademark applications.
  The detailed description of the trademark can be amended at any 
time as long as the application is pending at the JPO.  This applies 
even to Madrid Protocol applications.

4. Examination: How will your application for a non-traditional 
trademark be examined?

The main reasons for rejecting applications for non-traditional 
trademarks during examination are as follows:
(1) Distinctiveness
There is a strong likelihood that non-traditional trademarks will be 
rejected due to lack of distinctiveness.
  An effective measure for overcoming such a rejection is to prove 
that the trademark applied for is famous in Japan and has acquired 
distinctiveness.  The trademark applied for and the designated goods 
or services thereof have to be identical to the trademark used and the 
goods or services for which the trademark has been used.
  It is also possible to avoid a rejection based on lack of 
distinctiveness by applying for a non-traditional mark combined with 
a word mark, for example.

(2) Similarity
For trademarks in general, if at least one of the appearance, 
pronunciation, or concept of a trademark is identical or similar to 
that of another mark, the two marks will be deemed to be similar to 
each other.
  However, in the case of non-traditional trademarks, the judgment 
on similarity will put weight on features specific to the type of 
non-traditional trademark.  For example, the appearance is the most 
important feature in the case of color marks, and the pronunciation 
or sound is the most important feature for sound marks.  Therefore, 
even if the appearance and concept of a word mark are the same as 
those of a sound mark combined with the same word as the word 
mark, they can be considered to be dissimilar to each other, as long 
as the sound mark has a unique pronunciation or sound.  For 
example, a sound mark that has a unique melody combined with the 
word “JPO” can be deemed to be dissimilar to the word mark “JPO”, 
but a sound mark having a non-unique melody combined with the 
word “JPO” may be considered to be similar to the word mark 
“JPO”.

(3) Unregistrable trademarks
A trademark consisting only of features that are inherent in the 
goods, the packaging thereof, or the services and that are specified 
by Cabinet Order can be rejected, even if the trademark has acquired 
distinctiveness.  For example, an application for a famous sound 
mark consisting only of the sound of a bowling ball hitting bowling 
pins can be rejected with regard to the service “Providing bowling 
alleys” in spite of the fame of the sound mark.
  In addition, a trademark that is likely to contravene public order 
and morality cannot be registered regardless of its fame.  For 
example, a sound mark consisting of the sound of a siren or the 
melody of a national anthem cannot be registered.

(4) Formalities
If a detailed description of the trademark is not provided or materials 
as described above are not attached to the application, the 
application will be rejected.

5. Enforcement: What can you do with registered non-traditional 
trademarks?

When determining the scope of a trademark right, the detailed 
description of the trademark and/or the materials attached to the 
application will also be considered.
  For trademarks in general, if a third party uses a trademark identical 
or similar to a registered trademark in connection with goods or 
services identical or similar to the designated goods or services of the 
registered trademark, it will be deemed that the third party infringes 
the trademark right.  The revised Trademark Law adds the following 
definition as the “use of a sound mark”:
- Emitting the sound of a sound mark for providing goods or services
- Recording the sound of a sound mark on a recording medium   
  attached to the goods, articles used for providing services, or 

  advertising relating to the goods or services
  Therefore, if you discover an instance of any one of the above uses 
of one of your registered sound marks, you can argue infringement of 
the trademark right.  For example, if a third party sells a product 
without attaching your mark to the product but the pronunciation is 
the same as that of your mark, it would be difficult to stop them from 
selling the product without a sound mark registration.  However, if 
your mark is registered as a sound mark, you can prevent them from 
selling products having the same sound as your mark.

6. Conclusion

Since Japan adopts a first-to-file system, we recommend applying for 
non-traditional trademarks as soon as possible after the revised 
Trademark Law is put into effect.
  If you wish to file applications for trademarks that are likely to be 
rejected due to lack of distinctiveness (e.g., color marks), it would be 
necessary to prepare materials in advance to prove the fame of the 
trademarks.
  The above information may change before the revised Trademark 
Law is put into effect.  A revision to the Examination Guidelines for 
Trademarks is expected.  We will provide more details on 
non-traditional trademarks if the Examination Guidelines are revised.

Recent Trends Concerning the 
Patent Prosecution Highway (PPH)
In Volume 37 of Shiga IP News, we gave an overview of the Patent 
Prosecution Highway (PPH) and described some advantages thereof 
including an introduction of the Global PPH (GPPH) which 
commenced in January 2014.  This article focuses on statistical data 
relating to the PPH program and proposes effective strategies for 
applicants wishing to obtain patent rights at an earlier stage, 
comparing data relating to the filing of conventional patent 
applications with data for filing via the PPH program.
  The PPH test program began in 2006 between the USPTO and the 
Japanese Patent Office (JPO).  As of June 2014, the total number of 
PPH requests filed at the JPO since 2006 is 8,663 (PCT-PPH: 4,245 
cases; Conventional PPH: 4,418 cases).  The number of PPH requests 
is gradually increasing each year, and 1,456 PPH requests were filed 
at the JPO in the first half of 2014 (PCT-PPH: 837 cases; 
Conventional PPH: 619 cases).
  The likelihood of a patent being granted is higher when the PPH is 
requested.  According to recent statistics, the grant rate of PPH-based 
applications filed at the JPO is 74.7%, which is higher than the 
average of 69.8% for all applications including non-PPH 
applications.  The grant rate of PCT-PPH applications filed at the JPO 
is 83.0% which is higher than the grant rate of PPH-based 
applications (74.7%).  However, keep in mind that approximately 
73% of the PCT-PPH applications were filed by Japanese applicants, 
and a large portion of those applications were examined by the JPO 
which served as the International Searching Authority (WO/ISA) 
and/or the International Preliminary Examining Authority (WO/IPEA).  
If the ISA and/or IPEA is the same patent office as that which 
examines the corresponding national applications, the grant rate of 
PCT-PPH applications is certainly expected to be higher.  On the 
other hand, the grant rate of the Conventional PPH applications 
(74.7%) can be considered to reflect the results for foreign applicants 
requesting the PPH for Japanese applications, since Japanese patent 
applications filed with the JPO as the Office of First Filing are never 
filed with a request for the PPH.  It should be noted that the JPO 
does not publish statistical data for PCT-PPH applications in cases 
where the JPO does not act as the ISA and/or the IPEA.
  Regarding applications for which the First Office Action is a Notice 
of Allowance, on average, for patent applications requesting the 
PPH, the rate is higher than that for all applications, including both 
PPH and non-PPH applications.  The significantly higher First Office 
Action allowance rate for PCT-PPH applications can be attributed to 
the same reason described above, i.e., that PCT-PPH applications 
were filed by Japanese applicants, and a large portion of those 
applications were examined by the JPO which served as the WO/ISA 
and/or WO/IPEA.
  Furthermore, it is worthy to note that when the PPH is requested, 
the period from filing a request for patent examination to the 
issuance of a final decision is greatly shortened (the average is 7.0 
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Introducing Mr. Masayuki Ogura, 
Our Newest Vice President
Shiga International Patent Office is pleased to announce that on 
August 16, 2014, Mr. Masayuki Ogura joined our firm as a Vice 
President who will supervise post-grant matters and litigation cases.  
Mr. Ogura dedicated thirty-four years of his career to conducting 
examinations and trials of patent applications at the Japanese Patent 
Office (JPO) including several years handling litigation cases at the IP 
High Court (IPHC) as a technical investigator.  Below, we present his 
remarks on recent patentability judgments made by the JPO and the 
IPHC, looking back at the abundant experience he gained over his 
prestigious career.

 

-  34 years’ experience at the JPO, 1977-2011
Examiner, Chief Examiner, Appeal Examiner, Chief Appeal 
Examiner
Improving trial proceedings at the appeal stage as a Chief Appeal 
Examiner, and instructing about court lawsuits to revoke JPO trial 
decisions where the JPO was the defendant.

-  Information Processing Promotion Division, Machinery and 
Information Industries Bureau, Ministry of International Trade and 
Industry, 1982-1984
Involved in legislating the Act on Layout-Design of 
Semiconductor Integrated Circuits.

-  The Industrial Property Cooperation Center, 1998-2000
Assisting the JPO in conducting prior art searches.

-  Chief Technical Investigator at the IPHC, 2006-2009
Conducting investigations concerning technical matters relating 
to patent litigation cases and judicial appeals against JPO trial 
decisions.

After leaving the JPO, Mr. Ogura has been engaged as a patent 
attorney concentrating on patent litigation cases.

Current activities and trends relating to IP in Japan
The Japanese government has been actively promoting the Strategic 
Program for the Creation, Protection, and Exploitation of Intellectual 
Property since the official announcement in 2002 of the “Intellectual 
Property-Based Nation Declaration” and the enactment of the 
Intellectual Property Basic Act.  Boosted by such pro-IP policies, the 
JPO achieved the goal of the “FA11” plan that was aimed at reducing 
the period from the filing of a request for examination of a patent 
application until the issuance of the first Office Action (OA) to eleven 
months [*1].  Patent obtainment at the JPO has become markedly 
faster.  In addition, the JPO’s patent grant rate in 2013 was 75%.
*1: The period was 11 months in 2013, as compared with 29.3 

months in 2008.

Below, Mr. Ogura answers some questions and offers his insights 
about current IP trends in Japan as they pertain to the global 
scenario.

What actions did the JPO take in order to shorten the duration of 
patent examinations?  And how were you involved?
The JPO tackled this by utilizing outside patent prior art search 
agencies and recruiting new Examiners, in addition to the 
mechanization of examinations via paperless procedures.  At that 
time, I supervised patent examinations and concentrated on 
improving the quality of examinations.  Recruiting and tutoring 
highly capable Examiners were my main duties.  I created an 
environment which fostered smooth communication between 
Examiners, and proposed a new examination system in which cases 
involving the same technical field were handled by multiple 
Examiners in order to unify judgments among them.

  In 2005, the IPHC was established having functions similar to those 
of the United States Court of Appeals for the Federal Circuit (CAFC); 
this improved the court system for IP cases.  For example, unification 
of judgments in a specific jurisdiction which leads to increases in 
predictability concerning patent obtainment and patent enforcement; 
increasing the number of technical investigators in order to more 
accurately analyze technical matters of IP cases; unification of 
judgments by means of the Grand Panel which is composed of five 
judges at the IPHC and which handles important and/or complicated 
cases.  The establishment of the IPHC has shortened the duration of 
examination and implements a new judicial approach—a so-called 
“problem-solution” approach.

What does it imply that the “problem-solution” approach is applied 
at the IPHC?
The IPHC assesses inventive step by identifying differences between 
a claimed invention and the principal cited invention, and by 
discussing the differences in constitution in reference to the 
subordinate cited reference(s), in terms of whether or not the claimed 
invention in the application in question could have been easily made 
by combination of the cited inventions, and whether or not elements 
of the claimed invention could have been easily substituted for other 
elements.  This judicial tactic is the so-called “problem-solution” 
approach mentioned above, and it places importance on examining 
whether or not the problems of the cited invention and the 
motivation to solve those problems are described in the cited prior 
art document.  This approach is similar to the TSM (Teaching-
Suggestion-Modification) test adopted by the CAFC in the U.S. and 
the “Could-Would” approach adopted by the EPO.
  For example, the following noteworthy court decision of January 
2008 [Case No.: H20 (Ke)-10096, Title of the Invention: Xylitol 
preparation for the treatment of upper respiratory conditions] is 
representative of a judgment on whether or not a claimed invention 
could have been easily conceived of.

"Furthermore, the characteristic features of the invention 
claimed in the application (the differences in constitution from 
the prior art) are usually derived from the attempt to solve the 
problem targeted by the invention.  Accordingly, in order to 
determine, objectively, whether or not a person ordinarily skilled 
in the art could have easily conceived of the invention, it is 
essentially necessary to identify the characteristic features of the 
invention accurately, or, to identify the problem targeted by the 
invention accurately."

  As a result, the “problem-solution” approach at the IPHC has come 
to influence the JPO in its assessment of inventive step.  In the past, 
most JPO trial decisions had been rescinded by the Courts.  
However, after the establishment of the IPHC, perspectives toward 
the judgment regarding inventive step have became similar in the 
JPO’s decisions and the IPHC’s judgments.

What were your duties as a technical investigator at the IPHC?  
Did you have any particularly difficult cases?
Technical investigators conduct investigations regarding technical 
matters in IP cases which are required during pending trial 

proceedings at the orders of Judges, and assist the Judges in handing 
down judgments.  In addition, starting in April 2004, technical 
investigators are permitted to question the parties during oral 
arguments in order to clarify the facts of the case with the Chief 
Judge’s permission (Code of Civil Procedure, Article 92-8).  In 
particular, in trials to revoke JPO decisions, technical investigators 
play a role in explaining to the judges the subject matter of the 
claimed invention, the subject matter of the cited inventions, the 
grounds for decisions by Appeal Examiners at the JPO, and the 
technical matters which should be points of issue between the 
parties.  In addition, they are sometimes required to explain about 
JPO examination and appeal practice.  Depending on the content of 
the cases, technical investigators may be required to give thorough 
explanations about the cases, for example, based on the technical 
background of the claimed invention or based on the claimed 
invention in the application.
  In my opinion, IPHC judges place importance on the affirmations 
made by the parties through the defendant’s and plaintiff’s Written 
Replies and Briefs.  On the other hand, technical investigators 
thoroughly review the cited documents, examination history, and 
documents relevant to the claimed invention.  Therefore, they place 
importance on supporting the judges in deepening their 
understanding of the invention based on such technical 
investigations.  Due to its efficient organization, the IPHC precisely 
analyzes and evaluates JPO trial decisions and Tokyo and Osaka 
District Court judgments, and then hands down accurate and correct 
judgments on both technical and legal matters concerning the case.  
Since IPHC judges have a strong interest in technology and are 
highly competent in understanding the technical points of 
inventions, I have never had any difficulty in working together with 
them.  On the contrary, I learned a great deal from the judges about 
judicial approaches to cases and how to summarize them.

How do you plan to use what you have learned at the IPHC?
I am confident that I will be able to accommodate clients’ needs if 
they are ever dissatisfied with JPO examination results or appeal 
decisions, and will assist them in responding to any misguided 
judgments of the JPO arising due to a lack of understanding of the 
claimed invention.  More importantly, I would like to assist our 
clients in making arguments against Examiner’s findings via the filing 
of appropriate responses at the examination or appeal stage in order 
to avoid inappropriate judgments by the JPO.  As mentioned above 
regarding JPO examinations and trials at the IPHC, I wish to assure 
our clients that the Japanese IP system is well developed and would 
like to stress that foreign applicants should find the Japanese market 
attractive.  We endeavor to promote our clients’ IP activities and 
prompt attainment of their patent rights.

With extensive experience as a technical investigator, Mr. Ogura, as a 
member of our litigation department, will focus primarily on litigation 
work.  With the addition of Mr. Ogura, Shiga reinforces its litigation 
team making us even better prepared and more capable in enforcing 
our clients’ IP rights.

months for Conventional PPH applications).  The average period from 
the PPH request (or examination request) to a final decision is about 
one fourth of the average period for all applications from the 
examination request to the issuance of a final decision.  It is obvious 
that the PPH program is the most effective way for an applicant to 
obtain a patent at an earlier stage.  Generally, a request for the PPH 
is filed simultaneously with the request for examination.
  According to statistics, approximately 165,000 new patent 
applications were filed during the first six months of this year, and 
approximately 20% of these applications were filed by foreign 
applicants.  Assuming that examination is requested for all 
applications filed by foreign applicants and all conventional PPH 
requests (619 requests) and 27% of PCT-PPH requests (211 requests) 
are filed by foreign applicants in the first half of this year, the foreign 
applicant PPH request rate is 2.5% {= (619 + 211) / (165,000 * 
0.20)}.  Although the current PPH request rate by foreign applicants 
does not seem to be high, use of the PPH program is advantageous to 
applicants’ business activities if the applicants wish to obtain patent 
rights for applications which are, for example, related to products 
having a short life-cycle or to licensing.  We expect that more PPH 
requests would be filed by foreign applicants for their applications.  
If applicants wish to obtain patent rights at an earlier stage for the 
following situations as well, they should consider filing a request for 
the PPH:

- when the results from the ISA and/or IPEA show patentability of 
PCT applications; or

-  when corresponding patent applications have been allowed.

Statistics

The above data shows statistics from January to June 2014
*1: Patent grant rate data is for the examination stage, not the 

appeal stage.
*2: Statistics include all types of PPH, such as the Conventional 

PPH and PPH-MOTTAINAI (PCT-PPH is excluded).

The following website provides more details about the above data.
   http://www.jpo.go.jp/ppph-portal/statistics.htm

NOTE:
-  Patent Prosecution Highway (PPH): The Conventional PPH enables an 

application whose claims have been determined to be patentable at the Office 
of First Filing (OFF) (for example, the USPTO) to undergo accelerated 
examination at the Office of Second Filing (OSF) (for example, the JPO) for a 
corresponding application claiming priority of the application filed with the 
OFF, by means of a simple procedure upon request from the applicant on the 
basis of bilateral office agreements.  The PPH was established in 2006, and has 
expanded its framework to cover 148 countries and regions worldwide as of 
May 2014.

-  Global Patent Prosecution Highway (GPPH): Applicants who file applications 
with IP offices participating in the GPPH framework are able to enjoy all of the 
PPH programs, including the PPH (Conventional), PCT-PPH, and PPH 
MOTTAINAI.  The GPPH was implemented on January 6, 2014.  Participating 
countries/regions and organizations include the U.S., South Korea, the U.K., 
Denmark, Finland, Russia, Canada, Spain, the Nordic Patent Institute (NPI), 
Norway, Portugal, and Australia.

-  PCT-PPH: PPH program for PCT applications.
-  PPH-MOTTAINAI: Regardless of the status of the application filed with the OFF, 

applicants are able to file a request for accelerated examination on the basis of 
allowance for a corresponding application determined in any participating 
country.
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1. Introduction

The Japanese Diet enacted the Bill for the Act for the Partial Revision 
of the Patent Act, etc. on April 25, 2014, which was then 
promulgated on May 14, 2014.  The bill covers a revision of the 
Japanese Trademark Law.  The revised Trademark Law expands the 
scope of protection so that non-traditional trademarks such as sound 
marks and color marks can be protected.  The revised Trademark Law 
will be put into effect within one year from the promulgation date.
  In this article, we provide information on non-traditional 
trademarks in Japan for each of the following four stages in 
trademark prosecution and enforcement: pre-application stage; 
application stage; examination stage; and post-registration stage.

2. New Types of Trademarks:  What kinds of trademarks can you 
apply for? 

The revised Trademark Law will allow you to apply for the types of 
marks shown in the table below.
  Currently, there are no plans to provide means for protection of 
other types of marks such as olfactory marks, touch marks, and taste 
marks.  However, according to the revised Trademark Law, all marks 
specified by Cabinet Order as being recognizable by human 
perception can be protected.  Therefore, it would be possible to file 

applications for some of the marks shown in the table in the future, if 
the Cabinet Order were to be accordingly revised.

3. Applications: How can you file applications for non-traditional 
trademarks?

Applications for non-traditional trademarks must contain the 
following sections or items:
(1) Trademark Specimen
In the case of sound marks, the specimen would be a score or 
graphical representation using musical notation.  If a motion mark is 
applied for, the specimen would consist of multiple drawings 
illustrating the motion.

(2) Statement of the Trademark Type
It is necessary to state which type of trademark you are applying for.

(3) Detailed Description of the Trademark
If you apply for a sound mark, it is not necessary for the application 
to include a detailed description of the trademark.  Instead, you must 
attach, to the application, materials specified by Cabinet Order, such 
as sound data.
  In the case of a Madrid Protocol application, the Japanese Patent 
Office (JPO) regards the description of the trademark in the Madrid 

Protocol application as being equivalent to what is described in the 
Detailed Description of the Trademark, which is a required section in 
Japanese trademark applications.
  The detailed description of the trademark can be amended at any 
time as long as the application is pending at the JPO.  This applies 
even to Madrid Protocol applications.

4. Examination: How will your application for a non-traditional 
trademark be examined?

The main reasons for rejecting applications for non-traditional 
trademarks during examination are as follows:
(1) Distinctiveness
There is a strong likelihood that non-traditional trademarks will be 
rejected due to lack of distinctiveness.
  An effective measure for overcoming such a rejection is to prove 
that the trademark applied for is famous in Japan and has acquired 
distinctiveness.  The trademark applied for and the designated goods 
or services thereof have to be identical to the trademark used and the 
goods or services for which the trademark has been used.
  It is also possible to avoid a rejection based on lack of 
distinctiveness by applying for a non-traditional mark combined with 
a word mark, for example.

(2) Similarity
For trademarks in general, if at least one of the appearance, 
pronunciation, or concept of a trademark is identical or similar to 
that of another mark, the two marks will be deemed to be similar to 
each other.
  However, in the case of non-traditional trademarks, the judgment 
on similarity will put weight on features specific to the type of 
non-traditional trademark.  For example, the appearance is the most 
important feature in the case of color marks, and the pronunciation 
or sound is the most important feature for sound marks.  Therefore, 
even if the appearance and concept of a word mark are the same as 
those of a sound mark combined with the same word as the word 
mark, they can be considered to be dissimilar to each other, as long 
as the sound mark has a unique pronunciation or sound.  For 
example, a sound mark that has a unique melody combined with the 
word “JPO” can be deemed to be dissimilar to the word mark “JPO”, 
but a sound mark having a non-unique melody combined with the 
word “JPO” may be considered to be similar to the word mark 
“JPO”.

(3) Unregistrable trademarks
A trademark consisting only of features that are inherent in the 
goods, the packaging thereof, or the services and that are specified 
by Cabinet Order can be rejected, even if the trademark has acquired 
distinctiveness.  For example, an application for a famous sound 
mark consisting only of the sound of a bowling ball hitting bowling 
pins can be rejected with regard to the service “Providing bowling 
alleys” in spite of the fame of the sound mark.
  In addition, a trademark that is likely to contravene public order 
and morality cannot be registered regardless of its fame.  For 
example, a sound mark consisting of the sound of a siren or the 
melody of a national anthem cannot be registered.

(4) Formalities
If a detailed description of the trademark is not provided or materials 
as described above are not attached to the application, the 
application will be rejected.

5. Enforcement: What can you do with registered non-traditional 
trademarks?

When determining the scope of a trademark right, the detailed 
description of the trademark and/or the materials attached to the 
application will also be considered.
  For trademarks in general, if a third party uses a trademark identical 
or similar to a registered trademark in connection with goods or 
services identical or similar to the designated goods or services of the 
registered trademark, it will be deemed that the third party infringes 
the trademark right.  The revised Trademark Law adds the following 
definition as the “use of a sound mark”:
- Emitting the sound of a sound mark for providing goods or services
- Recording the sound of a sound mark on a recording medium   
  attached to the goods, articles used for providing services, or 

  advertising relating to the goods or services
  Therefore, if you discover an instance of any one of the above uses 
of one of your registered sound marks, you can argue infringement of 
the trademark right.  For example, if a third party sells a product 
without attaching your mark to the product but the pronunciation is 
the same as that of your mark, it would be difficult to stop them from 
selling the product without a sound mark registration.  However, if 
your mark is registered as a sound mark, you can prevent them from 
selling products having the same sound as your mark.

6. Conclusion

Since Japan adopts a first-to-file system, we recommend applying for 
non-traditional trademarks as soon as possible after the revised 
Trademark Law is put into effect.
  If you wish to file applications for trademarks that are likely to be 
rejected due to lack of distinctiveness (e.g., color marks), it would be 
necessary to prepare materials in advance to prove the fame of the 
trademarks.
  The above information may change before the revised Trademark 
Law is put into effect.  A revision to the Examination Guidelines for 
Trademarks is expected.  We will provide more details on 
non-traditional trademarks if the Examination Guidelines are revised.

Recent Trends Concerning the 
Patent Prosecution Highway (PPH)
In Volume 37 of Shiga IP News, we gave an overview of the Patent 
Prosecution Highway (PPH) and described some advantages thereof 
including an introduction of the Global PPH (GPPH) which 
commenced in January 2014.  This article focuses on statistical data 
relating to the PPH program and proposes effective strategies for 
applicants wishing to obtain patent rights at an earlier stage, 
comparing data relating to the filing of conventional patent 
applications with data for filing via the PPH program.
  The PPH test program began in 2006 between the USPTO and the 
Japanese Patent Office (JPO).  As of June 2014, the total number of 
PPH requests filed at the JPO since 2006 is 8,663 (PCT-PPH: 4,245 
cases; Conventional PPH: 4,418 cases).  The number of PPH requests 
is gradually increasing each year, and 1,456 PPH requests were filed 
at the JPO in the first half of 2014 (PCT-PPH: 837 cases; 
Conventional PPH: 619 cases).
  The likelihood of a patent being granted is higher when the PPH is 
requested.  According to recent statistics, the grant rate of PPH-based 
applications filed at the JPO is 74.7%, which is higher than the 
average of 69.8% for all applications including non-PPH 
applications.  The grant rate of PCT-PPH applications filed at the JPO 
is 83.0% which is higher than the grant rate of PPH-based 
applications (74.7%).  However, keep in mind that approximately 
73% of the PCT-PPH applications were filed by Japanese applicants, 
and a large portion of those applications were examined by the JPO 
which served as the International Searching Authority (WO/ISA) 
and/or the International Preliminary Examining Authority (WO/IPEA).  
If the ISA and/or IPEA is the same patent office as that which 
examines the corresponding national applications, the grant rate of 
PCT-PPH applications is certainly expected to be higher.  On the 
other hand, the grant rate of the Conventional PPH applications 
(74.7%) can be considered to reflect the results for foreign applicants 
requesting the PPH for Japanese applications, since Japanese patent 
applications filed with the JPO as the Office of First Filing are never 
filed with a request for the PPH.  It should be noted that the JPO 
does not publish statistical data for PCT-PPH applications in cases 
where the JPO does not act as the ISA and/or the IPEA.
  Regarding applications for which the First Office Action is a Notice 
of Allowance, on average, for patent applications requesting the 
PPH, the rate is higher than that for all applications, including both 
PPH and non-PPH applications.  The significantly higher First Office 
Action allowance rate for PCT-PPH applications can be attributed to 
the same reason described above, i.e., that PCT-PPH applications 
were filed by Japanese applicants, and a large portion of those 
applications were examined by the JPO which served as the WO/ISA 
and/or WO/IPEA.
  Furthermore, it is worthy to note that when the PPH is requested, 
the period from filing a request for patent examination to the 
issuance of a final decision is greatly shortened (the average is 7.0 
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Introducing Mr. Masayuki Ogura, 
Our Newest Vice President
Shiga International Patent Office is pleased to announce that on 
August 16, 2014, Mr. Masayuki Ogura joined our firm as a Vice 
President who will supervise post-grant matters and litigation cases.  
Mr. Ogura dedicated thirty-four years of his career to conducting 
examinations and trials of patent applications at the Japanese Patent 
Office (JPO) including several years handling litigation cases at the IP 
High Court (IPHC) as a technical investigator.  Below, we present his 
remarks on recent patentability judgments made by the JPO and the 
IPHC, looking back at the abundant experience he gained over his 
prestigious career.

 

-  34 years’ experience at the JPO, 1977-2011
Examiner, Chief Examiner, Appeal Examiner, Chief Appeal 
Examiner
Improving trial proceedings at the appeal stage as a Chief Appeal 
Examiner, and instructing about court lawsuits to revoke JPO trial 
decisions where the JPO was the defendant.

-  Information Processing Promotion Division, Machinery and 
Information Industries Bureau, Ministry of International Trade and 
Industry, 1982-1984
Involved in legislating the Act on Layout-Design of 
Semiconductor Integrated Circuits.

-  The Industrial Property Cooperation Center, 1998-2000
Assisting the JPO in conducting prior art searches.

-  Chief Technical Investigator at the IPHC, 2006-2009
Conducting investigations concerning technical matters relating 
to patent litigation cases and judicial appeals against JPO trial 
decisions.

After leaving the JPO, Mr. Ogura has been engaged as a patent 
attorney concentrating on patent litigation cases.

Current activities and trends relating to IP in Japan
The Japanese government has been actively promoting the Strategic 
Program for the Creation, Protection, and Exploitation of Intellectual 
Property since the official announcement in 2002 of the “Intellectual 
Property-Based Nation Declaration” and the enactment of the 
Intellectual Property Basic Act.  Boosted by such pro-IP policies, the 
JPO achieved the goal of the “FA11” plan that was aimed at reducing 
the period from the filing of a request for examination of a patent 
application until the issuance of the first Office Action (OA) to eleven 
months [*1].  Patent obtainment at the JPO has become markedly 
faster.  In addition, the JPO’s patent grant rate in 2013 was 75%.
*1: The period was 11 months in 2013, as compared with 29.3 

months in 2008.

Below, Mr. Ogura answers some questions and offers his insights 
about current IP trends in Japan as they pertain to the global 
scenario.

What actions did the JPO take in order to shorten the duration of 
patent examinations?  And how were you involved?
The JPO tackled this by utilizing outside patent prior art search 
agencies and recruiting new Examiners, in addition to the 
mechanization of examinations via paperless procedures.  At that 
time, I supervised patent examinations and concentrated on 
improving the quality of examinations.  Recruiting and tutoring 
highly capable Examiners were my main duties.  I created an 
environment which fostered smooth communication between 
Examiners, and proposed a new examination system in which cases 
involving the same technical field were handled by multiple 
Examiners in order to unify judgments among them.

  In 2005, the IPHC was established having functions similar to those 
of the United States Court of Appeals for the Federal Circuit (CAFC); 
this improved the court system for IP cases.  For example, unification 
of judgments in a specific jurisdiction which leads to increases in 
predictability concerning patent obtainment and patent enforcement; 
increasing the number of technical investigators in order to more 
accurately analyze technical matters of IP cases; unification of 
judgments by means of the Grand Panel which is composed of five 
judges at the IPHC and which handles important and/or complicated 
cases.  The establishment of the IPHC has shortened the duration of 
examination and implements a new judicial approach—a so-called 
“problem-solution” approach.

What does it imply that the “problem-solution” approach is applied 
at the IPHC?
The IPHC assesses inventive step by identifying differences between 
a claimed invention and the principal cited invention, and by 
discussing the differences in constitution in reference to the 
subordinate cited reference(s), in terms of whether or not the claimed 
invention in the application in question could have been easily made 
by combination of the cited inventions, and whether or not elements 
of the claimed invention could have been easily substituted for other 
elements.  This judicial tactic is the so-called “problem-solution” 
approach mentioned above, and it places importance on examining 
whether or not the problems of the cited invention and the 
motivation to solve those problems are described in the cited prior 
art document.  This approach is similar to the TSM (Teaching-
Suggestion-Modification) test adopted by the CAFC in the U.S. and 
the “Could-Would” approach adopted by the EPO.
  For example, the following noteworthy court decision of January 
2008 [Case No.: H20 (Ke)-10096, Title of the Invention: Xylitol 
preparation for the treatment of upper respiratory conditions] is 
representative of a judgment on whether or not a claimed invention 
could have been easily conceived of.

"Furthermore, the characteristic features of the invention 
claimed in the application (the differences in constitution from 
the prior art) are usually derived from the attempt to solve the 
problem targeted by the invention.  Accordingly, in order to 
determine, objectively, whether or not a person ordinarily skilled 
in the art could have easily conceived of the invention, it is 
essentially necessary to identify the characteristic features of the 
invention accurately, or, to identify the problem targeted by the 
invention accurately."

  As a result, the “problem-solution” approach at the IPHC has come 
to influence the JPO in its assessment of inventive step.  In the past, 
most JPO trial decisions had been rescinded by the Courts.  
However, after the establishment of the IPHC, perspectives toward 
the judgment regarding inventive step have became similar in the 
JPO’s decisions and the IPHC’s judgments.

What were your duties as a technical investigator at the IPHC?  
Did you have any particularly difficult cases?
Technical investigators conduct investigations regarding technical 
matters in IP cases which are required during pending trial 

proceedings at the orders of Judges, and assist the Judges in handing 
down judgments.  In addition, starting in April 2004, technical 
investigators are permitted to question the parties during oral 
arguments in order to clarify the facts of the case with the Chief 
Judge’s permission (Code of Civil Procedure, Article 92-8).  In 
particular, in trials to revoke JPO decisions, technical investigators 
play a role in explaining to the judges the subject matter of the 
claimed invention, the subject matter of the cited inventions, the 
grounds for decisions by Appeal Examiners at the JPO, and the 
technical matters which should be points of issue between the 
parties.  In addition, they are sometimes required to explain about 
JPO examination and appeal practice.  Depending on the content of 
the cases, technical investigators may be required to give thorough 
explanations about the cases, for example, based on the technical 
background of the claimed invention or based on the claimed 
invention in the application.
  In my opinion, IPHC judges place importance on the affirmations 
made by the parties through the defendant’s and plaintiff’s Written 
Replies and Briefs.  On the other hand, technical investigators 
thoroughly review the cited documents, examination history, and 
documents relevant to the claimed invention.  Therefore, they place 
importance on supporting the judges in deepening their 
understanding of the invention based on such technical 
investigations.  Due to its efficient organization, the IPHC precisely 
analyzes and evaluates JPO trial decisions and Tokyo and Osaka 
District Court judgments, and then hands down accurate and correct 
judgments on both technical and legal matters concerning the case.  
Since IPHC judges have a strong interest in technology and are 
highly competent in understanding the technical points of 
inventions, I have never had any difficulty in working together with 
them.  On the contrary, I learned a great deal from the judges about 
judicial approaches to cases and how to summarize them.

How do you plan to use what you have learned at the IPHC?
I am confident that I will be able to accommodate clients’ needs if 
they are ever dissatisfied with JPO examination results or appeal 
decisions, and will assist them in responding to any misguided 
judgments of the JPO arising due to a lack of understanding of the 
claimed invention.  More importantly, I would like to assist our 
clients in making arguments against Examiner’s findings via the filing 
of appropriate responses at the examination or appeal stage in order 
to avoid inappropriate judgments by the JPO.  As mentioned above 
regarding JPO examinations and trials at the IPHC, I wish to assure 
our clients that the Japanese IP system is well developed and would 
like to stress that foreign applicants should find the Japanese market 
attractive.  We endeavor to promote our clients’ IP activities and 
prompt attainment of their patent rights.

With extensive experience as a technical investigator, Mr. Ogura, as a 
member of our litigation department, will focus primarily on litigation 
work.  With the addition of Mr. Ogura, Shiga reinforces its litigation 
team making us even better prepared and more capable in enforcing 
our clients’ IP rights.
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months for Conventional PPH applications).  The average period from 
the PPH request (or examination request) to a final decision is about 
one fourth of the average period for all applications from the 
examination request to the issuance of a final decision.  It is obvious 
that the PPH program is the most effective way for an applicant to 
obtain a patent at an earlier stage.  Generally, a request for the PPH 
is filed simultaneously with the request for examination.
  According to statistics, approximately 165,000 new patent 
applications were filed during the first six months of this year, and 
approximately 20% of these applications were filed by foreign 
applicants.  Assuming that examination is requested for all 
applications filed by foreign applicants and all conventional PPH 
requests (619 requests) and 27% of PCT-PPH requests (211 requests) 
are filed by foreign applicants in the first half of this year, the foreign 
applicant PPH request rate is 2.5% {= (619 + 211) / (165,000 * 
0.20)}.  Although the current PPH request rate by foreign applicants 
does not seem to be high, use of the PPH program is advantageous to 
applicants’ business activities if the applicants wish to obtain patent 
rights for applications which are, for example, related to products 
having a short life-cycle or to licensing.  We expect that more PPH 
requests would be filed by foreign applicants for their applications.  
If applicants wish to obtain patent rights at an earlier stage for the 
following situations as well, they should consider filing a request for 
the PPH:

- when the results from the ISA and/or IPEA show patentability of 
PCT applications; or

-  when corresponding patent applications have been allowed.

Statistics

The above data shows statistics from January to June 2014
*1: Patent grant rate data is for the examination stage, not the 

appeal stage.
*2: Statistics include all types of PPH, such as the Conventional 

PPH and PPH-MOTTAINAI (PCT-PPH is excluded).

The following website provides more details about the above data.
   http://www.jpo.go.jp/ppph-portal/statistics.htm

NOTE:
-  Patent Prosecution Highway (PPH): The Conventional PPH enables an 

application whose claims have been determined to be patentable at the Office 
of First Filing (OFF) (for example, the USPTO) to undergo accelerated 
examination at the Office of Second Filing (OSF) (for example, the JPO) for a 
corresponding application claiming priority of the application filed with the 
OFF, by means of a simple procedure upon request from the applicant on the 
basis of bilateral office agreements.  The PPH was established in 2006, and has 
expanded its framework to cover 148 countries and regions worldwide as of 
May 2014.

-  Global Patent Prosecution Highway (GPPH): Applicants who file applications 
with IP offices participating in the GPPH framework are able to enjoy all of the 
PPH programs, including the PPH (Conventional), PCT-PPH, and PPH 
MOTTAINAI.  The GPPH was implemented on January 6, 2014.  Participating 
countries/regions and organizations include the U.S., South Korea, the U.K., 
Denmark, Finland, Russia, Canada, Spain, the Nordic Patent Institute (NPI), 
Norway, Portugal, and Australia.

-  PCT-PPH: PPH program for PCT applications.
-  PPH-MOTTAINAI: Regardless of the status of the application filed with the OFF, 

applicants are able to file a request for accelerated examination on the basis of 
allowance for a corresponding application determined in any participating 
country.



1. Introduction

The Japanese Diet enacted the Bill for the Act for the Partial Revision 
of the Patent Act, etc. on April 25, 2014, which was then 
promulgated on May 14, 2014.  The bill covers a revision of the 
Japanese Trademark Law.  The revised Trademark Law expands the 
scope of protection so that non-traditional trademarks such as sound 
marks and color marks can be protected.  The revised Trademark Law 
will be put into effect within one year from the promulgation date.
  In this article, we provide information on non-traditional 
trademarks in Japan for each of the following four stages in 
trademark prosecution and enforcement: pre-application stage; 
application stage; examination stage; and post-registration stage.

2. New Types of Trademarks:  What kinds of trademarks can you 
apply for? 

The revised Trademark Law will allow you to apply for the types of 
marks shown in the table below.
  Currently, there are no plans to provide means for protection of 
other types of marks such as olfactory marks, touch marks, and taste 
marks.  However, according to the revised Trademark Law, all marks 
specified by Cabinet Order as being recognizable by human 
perception can be protected.  Therefore, it would be possible to file 

applications for some of the marks shown in the table in the future, if 
the Cabinet Order were to be accordingly revised.

3. Applications: How can you file applications for non-traditional 
trademarks?

Applications for non-traditional trademarks must contain the 
following sections or items:
(1) Trademark Specimen
In the case of sound marks, the specimen would be a score or 
graphical representation using musical notation.  If a motion mark is 
applied for, the specimen would consist of multiple drawings 
illustrating the motion.

(2) Statement of the Trademark Type
It is necessary to state which type of trademark you are applying for.

(3) Detailed Description of the Trademark
If you apply for a sound mark, it is not necessary for the application 
to include a detailed description of the trademark.  Instead, you must 
attach, to the application, materials specified by Cabinet Order, such 
as sound data.
  In the case of a Madrid Protocol application, the Japanese Patent 
Office (JPO) regards the description of the trademark in the Madrid 

Protocol application as being equivalent to what is described in the 
Detailed Description of the Trademark, which is a required section in 
Japanese trademark applications.
  The detailed description of the trademark can be amended at any 
time as long as the application is pending at the JPO.  This applies 
even to Madrid Protocol applications.

4. Examination: How will your application for a non-traditional 
trademark be examined?

The main reasons for rejecting applications for non-traditional 
trademarks during examination are as follows:
(1) Distinctiveness
There is a strong likelihood that non-traditional trademarks will be 
rejected due to lack of distinctiveness.
  An effective measure for overcoming such a rejection is to prove 
that the trademark applied for is famous in Japan and has acquired 
distinctiveness.  The trademark applied for and the designated goods 
or services thereof have to be identical to the trademark used and the 
goods or services for which the trademark has been used.
  It is also possible to avoid a rejection based on lack of 
distinctiveness by applying for a non-traditional mark combined with 
a word mark, for example.

(2) Similarity
For trademarks in general, if at least one of the appearance, 
pronunciation, or concept of a trademark is identical or similar to 
that of another mark, the two marks will be deemed to be similar to 
each other.
  However, in the case of non-traditional trademarks, the judgment 
on similarity will put weight on features specific to the type of 
non-traditional trademark.  For example, the appearance is the most 
important feature in the case of color marks, and the pronunciation 
or sound is the most important feature for sound marks.  Therefore, 
even if the appearance and concept of a word mark are the same as 
those of a sound mark combined with the same word as the word 
mark, they can be considered to be dissimilar to each other, as long 
as the sound mark has a unique pronunciation or sound.  For 
example, a sound mark that has a unique melody combined with the 
word “JPO” can be deemed to be dissimilar to the word mark “JPO”, 
but a sound mark having a non-unique melody combined with the 
word “JPO” may be considered to be similar to the word mark 
“JPO”.

(3) Unregistrable trademarks
A trademark consisting only of features that are inherent in the 
goods, the packaging thereof, or the services and that are specified 
by Cabinet Order can be rejected, even if the trademark has acquired 
distinctiveness.  For example, an application for a famous sound 
mark consisting only of the sound of a bowling ball hitting bowling 
pins can be rejected with regard to the service “Providing bowling 
alleys” in spite of the fame of the sound mark.
  In addition, a trademark that is likely to contravene public order 
and morality cannot be registered regardless of its fame.  For 
example, a sound mark consisting of the sound of a siren or the 
melody of a national anthem cannot be registered.

(4) Formalities
If a detailed description of the trademark is not provided or materials 
as described above are not attached to the application, the 
application will be rejected.

5. Enforcement: What can you do with registered non-traditional 
trademarks?

When determining the scope of a trademark right, the detailed 
description of the trademark and/or the materials attached to the 
application will also be considered.
  For trademarks in general, if a third party uses a trademark identical 
or similar to a registered trademark in connection with goods or 
services identical or similar to the designated goods or services of the 
registered trademark, it will be deemed that the third party infringes 
the trademark right.  The revised Trademark Law adds the following 
definition as the “use of a sound mark”:
- Emitting the sound of a sound mark for providing goods or services
- Recording the sound of a sound mark on a recording medium   
  attached to the goods, articles used for providing services, or 

  advertising relating to the goods or services
  Therefore, if you discover an instance of any one of the above uses 
of one of your registered sound marks, you can argue infringement of 
the trademark right.  For example, if a third party sells a product 
without attaching your mark to the product but the pronunciation is 
the same as that of your mark, it would be difficult to stop them from 
selling the product without a sound mark registration.  However, if 
your mark is registered as a sound mark, you can prevent them from 
selling products having the same sound as your mark.

6. Conclusion

Since Japan adopts a first-to-file system, we recommend applying for 
non-traditional trademarks as soon as possible after the revised 
Trademark Law is put into effect.
  If you wish to file applications for trademarks that are likely to be 
rejected due to lack of distinctiveness (e.g., color marks), it would be 
necessary to prepare materials in advance to prove the fame of the 
trademarks.
  The above information may change before the revised Trademark 
Law is put into effect.  A revision to the Examination Guidelines for 
Trademarks is expected.  We will provide more details on 
non-traditional trademarks if the Examination Guidelines are revised.

Recent Trends Concerning the 
Patent Prosecution Highway (PPH)
In Volume 37 of Shiga IP News, we gave an overview of the Patent 
Prosecution Highway (PPH) and described some advantages thereof 
including an introduction of the Global PPH (GPPH) which 
commenced in January 2014.  This article focuses on statistical data 
relating to the PPH program and proposes effective strategies for 
applicants wishing to obtain patent rights at an earlier stage, 
comparing data relating to the filing of conventional patent 
applications with data for filing via the PPH program.
  The PPH test program began in 2006 between the USPTO and the 
Japanese Patent Office (JPO).  As of June 2014, the total number of 
PPH requests filed at the JPO since 2006 is 8,663 (PCT-PPH: 4,245 
cases; Conventional PPH: 4,418 cases).  The number of PPH requests 
is gradually increasing each year, and 1,456 PPH requests were filed 
at the JPO in the first half of 2014 (PCT-PPH: 837 cases; 
Conventional PPH: 619 cases).
  The likelihood of a patent being granted is higher when the PPH is 
requested.  According to recent statistics, the grant rate of PPH-based 
applications filed at the JPO is 74.7%, which is higher than the 
average of 69.8% for all applications including non-PPH 
applications.  The grant rate of PCT-PPH applications filed at the JPO 
is 83.0% which is higher than the grant rate of PPH-based 
applications (74.7%).  However, keep in mind that approximately 
73% of the PCT-PPH applications were filed by Japanese applicants, 
and a large portion of those applications were examined by the JPO 
which served as the International Searching Authority (WO/ISA) 
and/or the International Preliminary Examining Authority (WO/IPEA).  
If the ISA and/or IPEA is the same patent office as that which 
examines the corresponding national applications, the grant rate of 
PCT-PPH applications is certainly expected to be higher.  On the 
other hand, the grant rate of the Conventional PPH applications 
(74.7%) can be considered to reflect the results for foreign applicants 
requesting the PPH for Japanese applications, since Japanese patent 
applications filed with the JPO as the Office of First Filing are never 
filed with a request for the PPH.  It should be noted that the JPO 
does not publish statistical data for PCT-PPH applications in cases 
where the JPO does not act as the ISA and/or the IPEA.
  Regarding applications for which the First Office Action is a Notice 
of Allowance, on average, for patent applications requesting the 
PPH, the rate is higher than that for all applications, including both 
PPH and non-PPH applications.  The significantly higher First Office 
Action allowance rate for PCT-PPH applications can be attributed to 
the same reason described above, i.e., that PCT-PPH applications 
were filed by Japanese applicants, and a large portion of those 
applications were examined by the JPO which served as the WO/ISA 
and/or WO/IPEA.
  Furthermore, it is worthy to note that when the PPH is requested, 
the period from filing a request for patent examination to the 
issuance of a final decision is greatly shortened (the average is 7.0 
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Examiner, Chief Examiner, Appeal Examiner, Chief Appeal 
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Improving trial proceedings at the appeal stage as a Chief Appeal 
Examiner, and instructing about court lawsuits to revoke JPO trial 
decisions where the JPO was the defendant.

-  Information Processing Promotion Division, Machinery and 
Information Industries Bureau, Ministry of International Trade and 
Industry, 1982-1984
Involved in legislating the Act on Layout-Design of 
Semiconductor Integrated Circuits.

-  The Industrial Property Cooperation Center, 1998-2000
Assisting the JPO in conducting prior art searches.

-  Chief Technical Investigator at the IPHC, 2006-2009
Conducting investigations concerning technical matters relating 
to patent litigation cases and judicial appeals against JPO trial 
decisions.

After leaving the JPO, Mr. Ogura has been engaged as a patent 
attorney concentrating on patent litigation cases.

Current activities and trends relating to IP in Japan
The Japanese government has been actively promoting the Strategic 
Program for the Creation, Protection, and Exploitation of Intellectual 
Property since the official announcement in 2002 of the “Intellectual 
Property-Based Nation Declaration” and the enactment of the 
Intellectual Property Basic Act.  Boosted by such pro-IP policies, the 
JPO achieved the goal of the “FA11” plan that was aimed at reducing 
the period from the filing of a request for examination of a patent 
application until the issuance of the first Office Action (OA) to eleven 
months [*1].  Patent obtainment at the JPO has become markedly 
faster.  In addition, the JPO’s patent grant rate in 2013 was 75%.
*1: The period was 11 months in 2013, as compared with 29.3 

months in 2008.
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What actions did the JPO take in order to shorten the duration of 
patent examinations?  And how were you involved?
The JPO tackled this by utilizing outside patent prior art search 
agencies and recruiting new Examiners, in addition to the 
mechanization of examinations via paperless procedures.  At that 
time, I supervised patent examinations and concentrated on 
improving the quality of examinations.  Recruiting and tutoring 
highly capable Examiners were my main duties.  I created an 
environment which fostered smooth communication between 
Examiners, and proposed a new examination system in which cases 
involving the same technical field were handled by multiple 
Examiners in order to unify judgments among them.

  In 2005, the IPHC was established having functions similar to those 
of the United States Court of Appeals for the Federal Circuit (CAFC); 
this improved the court system for IP cases.  For example, unification 
of judgments in a specific jurisdiction which leads to increases in 
predictability concerning patent obtainment and patent enforcement; 
increasing the number of technical investigators in order to more 
accurately analyze technical matters of IP cases; unification of 
judgments by means of the Grand Panel which is composed of five 
judges at the IPHC and which handles important and/or complicated 
cases.  The establishment of the IPHC has shortened the duration of 
examination and implements a new judicial approach—a so-called 
“problem-solution” approach.

What does it imply that the “problem-solution” approach is applied 
at the IPHC?
The IPHC assesses inventive step by identifying differences between 
a claimed invention and the principal cited invention, and by 
discussing the differences in constitution in reference to the 
subordinate cited reference(s), in terms of whether or not the claimed 
invention in the application in question could have been easily made 
by combination of the cited inventions, and whether or not elements 
of the claimed invention could have been easily substituted for other 
elements.  This judicial tactic is the so-called “problem-solution” 
approach mentioned above, and it places importance on examining 
whether or not the problems of the cited invention and the 
motivation to solve those problems are described in the cited prior 
art document.  This approach is similar to the TSM (Teaching-
Suggestion-Modification) test adopted by the CAFC in the U.S. and 
the “Could-Would” approach adopted by the EPO.
  For example, the following noteworthy court decision of January 
2008 [Case No.: H20 (Ke)-10096, Title of the Invention: Xylitol 
preparation for the treatment of upper respiratory conditions] is 
representative of a judgment on whether or not a claimed invention 
could have been easily conceived of.

"Furthermore, the characteristic features of the invention 
claimed in the application (the differences in constitution from 
the prior art) are usually derived from the attempt to solve the 
problem targeted by the invention.  Accordingly, in order to 
determine, objectively, whether or not a person ordinarily skilled 
in the art could have easily conceived of the invention, it is 
essentially necessary to identify the characteristic features of the 
invention accurately, or, to identify the problem targeted by the 
invention accurately."

  As a result, the “problem-solution” approach at the IPHC has come 
to influence the JPO in its assessment of inventive step.  In the past, 
most JPO trial decisions had been rescinded by the Courts.  
However, after the establishment of the IPHC, perspectives toward 
the judgment regarding inventive step have became similar in the 
JPO’s decisions and the IPHC’s judgments.

What were your duties as a technical investigator at the IPHC?  
Did you have any particularly difficult cases?
Technical investigators conduct investigations regarding technical 
matters in IP cases which are required during pending trial 

proceedings at the orders of Judges, and assist the Judges in handing 
down judgments.  In addition, starting in April 2004, technical 
investigators are permitted to question the parties during oral 
arguments in order to clarify the facts of the case with the Chief 
Judge’s permission (Code of Civil Procedure, Article 92-8).  In 
particular, in trials to revoke JPO decisions, technical investigators 
play a role in explaining to the judges the subject matter of the 
claimed invention, the subject matter of the cited inventions, the 
grounds for decisions by Appeal Examiners at the JPO, and the 
technical matters which should be points of issue between the 
parties.  In addition, they are sometimes required to explain about 
JPO examination and appeal practice.  Depending on the content of 
the cases, technical investigators may be required to give thorough 
explanations about the cases, for example, based on the technical 
background of the claimed invention or based on the claimed 
invention in the application.
  In my opinion, IPHC judges place importance on the affirmations 
made by the parties through the defendant’s and plaintiff’s Written 
Replies and Briefs.  On the other hand, technical investigators 
thoroughly review the cited documents, examination history, and 
documents relevant to the claimed invention.  Therefore, they place 
importance on supporting the judges in deepening their 
understanding of the invention based on such technical 
investigations.  Due to its efficient organization, the IPHC precisely 
analyzes and evaluates JPO trial decisions and Tokyo and Osaka 
District Court judgments, and then hands down accurate and correct 
judgments on both technical and legal matters concerning the case.  
Since IPHC judges have a strong interest in technology and are 
highly competent in understanding the technical points of 
inventions, I have never had any difficulty in working together with 
them.  On the contrary, I learned a great deal from the judges about 
judicial approaches to cases and how to summarize them.

How do you plan to use what you have learned at the IPHC?
I am confident that I will be able to accommodate clients’ needs if 
they are ever dissatisfied with JPO examination results or appeal 
decisions, and will assist them in responding to any misguided 
judgments of the JPO arising due to a lack of understanding of the 
claimed invention.  More importantly, I would like to assist our 
clients in making arguments against Examiner’s findings via the filing 
of appropriate responses at the examination or appeal stage in order 
to avoid inappropriate judgments by the JPO.  As mentioned above 
regarding JPO examinations and trials at the IPHC, I wish to assure 
our clients that the Japanese IP system is well developed and would 
like to stress that foreign applicants should find the Japanese market 
attractive.  We endeavor to promote our clients’ IP activities and 
prompt attainment of their patent rights.

With extensive experience as a technical investigator, Mr. Ogura, as a 
member of our litigation department, will focus primarily on litigation 
work.  With the addition of Mr. Ogura, Shiga reinforces its litigation 
team making us even better prepared and more capable in enforcing 
our clients’ IP rights.
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months for Conventional PPH applications).  The average period from 
the PPH request (or examination request) to a final decision is about 
one fourth of the average period for all applications from the 
examination request to the issuance of a final decision.  It is obvious 
that the PPH program is the most effective way for an applicant to 
obtain a patent at an earlier stage.  Generally, a request for the PPH 
is filed simultaneously with the request for examination.
  According to statistics, approximately 165,000 new patent 
applications were filed during the first six months of this year, and 
approximately 20% of these applications were filed by foreign 
applicants.  Assuming that examination is requested for all 
applications filed by foreign applicants and all conventional PPH 
requests (619 requests) and 27% of PCT-PPH requests (211 requests) 
are filed by foreign applicants in the first half of this year, the foreign 
applicant PPH request rate is 2.5% {= (619 + 211) / (165,000 * 
0.20)}.  Although the current PPH request rate by foreign applicants 
does not seem to be high, use of the PPH program is advantageous to 
applicants’ business activities if the applicants wish to obtain patent 
rights for applications which are, for example, related to products 
having a short life-cycle or to licensing.  We expect that more PPH 
requests would be filed by foreign applicants for their applications.  
If applicants wish to obtain patent rights at an earlier stage for the 
following situations as well, they should consider filing a request for 
the PPH:

- when the results from the ISA and/or IPEA show patentability of 
PCT applications; or

-  when corresponding patent applications have been allowed.

Statistics

The above data shows statistics from January to June 2014
*1: Patent grant rate data is for the examination stage, not the 

appeal stage.
*2: Statistics include all types of PPH, such as the Conventional 

PPH and PPH-MOTTAINAI (PCT-PPH is excluded).

The following website provides more details about the above data.
   http://www.jpo.go.jp/ppph-portal/statistics.htm

NOTE:
-  Patent Prosecution Highway (PPH): The Conventional PPH enables an 

application whose claims have been determined to be patentable at the Office 
of First Filing (OFF) (for example, the USPTO) to undergo accelerated 
examination at the Office of Second Filing (OSF) (for example, the JPO) for a 
corresponding application claiming priority of the application filed with the 
OFF, by means of a simple procedure upon request from the applicant on the 
basis of bilateral office agreements.  The PPH was established in 2006, and has 
expanded its framework to cover 148 countries and regions worldwide as of 
May 2014.

-  Global Patent Prosecution Highway (GPPH): Applicants who file applications 
with IP offices participating in the GPPH framework are able to enjoy all of the 
PPH programs, including the PPH (Conventional), PCT-PPH, and PPH 
MOTTAINAI.  The GPPH was implemented on January 6, 2014.  Participating 
countries/regions and organizations include the U.S., South Korea, the U.K., 
Denmark, Finland, Russia, Canada, Spain, the Nordic Patent Institute (NPI), 
Norway, Portugal, and Australia.

-  PCT-PPH: PPH program for PCT applications.
-  PPH-MOTTAINAI: Regardless of the status of the application filed with the OFF, 

applicants are able to file a request for accelerated examination on the basis of 
allowance for a corresponding application determined in any participating 
country.
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1. Introduction

The Japanese Diet enacted the Bill for the Act for the Partial Revision 
of the Patent Act, etc. on April 25, 2014, which was then 
promulgated on May 14, 2014.  The bill covers a revision of the 
Japanese Trademark Law.  The revised Trademark Law expands the 
scope of protection so that non-traditional trademarks such as sound 
marks and color marks can be protected.  The revised Trademark Law 
will be put into effect within one year from the promulgation date.
  In this article, we provide information on non-traditional 
trademarks in Japan for each of the following four stages in 
trademark prosecution and enforcement: pre-application stage; 
application stage; examination stage; and post-registration stage.

2. New Types of Trademarks:  What kinds of trademarks can you 
apply for? 

The revised Trademark Law will allow you to apply for the types of 
marks shown in the table below.
  Currently, there are no plans to provide means for protection of 
other types of marks such as olfactory marks, touch marks, and taste 
marks.  However, according to the revised Trademark Law, all marks 
specified by Cabinet Order as being recognizable by human 
perception can be protected.  Therefore, it would be possible to file 

applications for some of the marks shown in the table in the future, if 
the Cabinet Order were to be accordingly revised.

3. Applications: How can you file applications for non-traditional 
trademarks?

Applications for non-traditional trademarks must contain the 
following sections or items:
(1) Trademark Specimen
In the case of sound marks, the specimen would be a score or 
graphical representation using musical notation.  If a motion mark is 
applied for, the specimen would consist of multiple drawings 
illustrating the motion.

(2) Statement of the Trademark Type
It is necessary to state which type of trademark you are applying for.

(3) Detailed Description of the Trademark
If you apply for a sound mark, it is not necessary for the application 
to include a detailed description of the trademark.  Instead, you must 
attach, to the application, materials specified by Cabinet Order, such 
as sound data.
  In the case of a Madrid Protocol application, the Japanese Patent 
Office (JPO) regards the description of the trademark in the Madrid 
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Protocol application as being equivalent to what is described in the 
Detailed Description of the Trademark, which is a required section in 
Japanese trademark applications.
  The detailed description of the trademark can be amended at any 
time as long as the application is pending at the JPO.  This applies 
even to Madrid Protocol applications.

4. Examination: How will your application for a non-traditional 
trademark be examined?

The main reasons for rejecting applications for non-traditional 
trademarks during examination are as follows:
(1) Distinctiveness
There is a strong likelihood that non-traditional trademarks will be 
rejected due to lack of distinctiveness.
  An effective measure for overcoming such a rejection is to prove 
that the trademark applied for is famous in Japan and has acquired 
distinctiveness.  The trademark applied for and the designated goods 
or services thereof have to be identical to the trademark used and the 
goods or services for which the trademark has been used.
  It is also possible to avoid a rejection based on lack of 
distinctiveness by applying for a non-traditional mark combined with 
a word mark, for example.

(2) Similarity
For trademarks in general, if at least one of the appearance, 
pronunciation, or concept of a trademark is identical or similar to 
that of another mark, the two marks will be deemed to be similar to 
each other.
  However, in the case of non-traditional trademarks, the judgment 
on similarity will put weight on features specific to the type of 
non-traditional trademark.  For example, the appearance is the most 
important feature in the case of color marks, and the pronunciation 
or sound is the most important feature for sound marks.  Therefore, 
even if the appearance and concept of a word mark are the same as 
those of a sound mark combined with the same word as the word 
mark, they can be considered to be dissimilar to each other, as long 
as the sound mark has a unique pronunciation or sound.  For 
example, a sound mark that has a unique melody combined with the 
word “JPO” can be deemed to be dissimilar to the word mark “JPO”, 
but a sound mark having a non-unique melody combined with the 
word “JPO” may be considered to be similar to the word mark 
“JPO”.

(3) Unregistrable trademarks
A trademark consisting only of features that are inherent in the 
goods, the packaging thereof, or the services and that are specified 
by Cabinet Order can be rejected, even if the trademark has acquired 
distinctiveness.  For example, an application for a famous sound 
mark consisting only of the sound of a bowling ball hitting bowling 
pins can be rejected with regard to the service “Providing bowling 
alleys” in spite of the fame of the sound mark.
  In addition, a trademark that is likely to contravene public order 
and morality cannot be registered regardless of its fame.  For 
example, a sound mark consisting of the sound of a siren or the 
melody of a national anthem cannot be registered.

(4) Formalities
If a detailed description of the trademark is not provided or materials 
as described above are not attached to the application, the 
application will be rejected.

5. Enforcement: What can you do with registered non-traditional 
trademarks?

When determining the scope of a trademark right, the detailed 
description of the trademark and/or the materials attached to the 
application will also be considered.
  For trademarks in general, if a third party uses a trademark identical 
or similar to a registered trademark in connection with goods or 
services identical or similar to the designated goods or services of the 
registered trademark, it will be deemed that the third party infringes 
the trademark right.  The revised Trademark Law adds the following 
definition as the “use of a sound mark”:
- Emitting the sound of a sound mark for providing goods or services
- Recording the sound of a sound mark on a recording medium   
  attached to the goods, articles used for providing services, or 

  advertising relating to the goods or services
  Therefore, if you discover an instance of any one of the above uses 
of one of your registered sound marks, you can argue infringement of 
the trademark right.  For example, if a third party sells a product 
without attaching your mark to the product but the pronunciation is 
the same as that of your mark, it would be difficult to stop them from 
selling the product without a sound mark registration.  However, if 
your mark is registered as a sound mark, you can prevent them from 
selling products having the same sound as your mark.

6. Conclusion

Since Japan adopts a first-to-file system, we recommend applying for 
non-traditional trademarks as soon as possible after the revised 
Trademark Law is put into effect.
  If you wish to file applications for trademarks that are likely to be 
rejected due to lack of distinctiveness (e.g., color marks), it would be 
necessary to prepare materials in advance to prove the fame of the 
trademarks.
  The above information may change before the revised Trademark 
Law is put into effect.  A revision to the Examination Guidelines for 
Trademarks is expected.  We will provide more details on 
non-traditional trademarks if the Examination Guidelines are revised.

Recent Trends Concerning the 
Patent Prosecution Highway (PPH)
In Volume 37 of Shiga IP News, we gave an overview of the Patent 
Prosecution Highway (PPH) and described some advantages thereof 
including an introduction of the Global PPH (GPPH) which 
commenced in January 2014.  This article focuses on statistical data 
relating to the PPH program and proposes effective strategies for 
applicants wishing to obtain patent rights at an earlier stage, 
comparing data relating to the filing of conventional patent 
applications with data for filing via the PPH program.
  The PPH test program began in 2006 between the USPTO and the 
Japanese Patent Office (JPO).  As of June 2014, the total number of 
PPH requests filed at the JPO since 2006 is 8,663 (PCT-PPH: 4,245 
cases; Conventional PPH: 4,418 cases).  The number of PPH requests 
is gradually increasing each year, and 1,456 PPH requests were filed 
at the JPO in the first half of 2014 (PCT-PPH: 837 cases; 
Conventional PPH: 619 cases).
  The likelihood of a patent being granted is higher when the PPH is 
requested.  According to recent statistics, the grant rate of PPH-based 
applications filed at the JPO is 74.7%, which is higher than the 
average of 69.8% for all applications including non-PPH 
applications.  The grant rate of PCT-PPH applications filed at the JPO 
is 83.0% which is higher than the grant rate of PPH-based 
applications (74.7%).  However, keep in mind that approximately 
73% of the PCT-PPH applications were filed by Japanese applicants, 
and a large portion of those applications were examined by the JPO 
which served as the International Searching Authority (WO/ISA) 
and/or the International Preliminary Examining Authority (WO/IPEA).  
If the ISA and/or IPEA is the same patent office as that which 
examines the corresponding national applications, the grant rate of 
PCT-PPH applications is certainly expected to be higher.  On the 
other hand, the grant rate of the Conventional PPH applications 
(74.7%) can be considered to reflect the results for foreign applicants 
requesting the PPH for Japanese applications, since Japanese patent 
applications filed with the JPO as the Office of First Filing are never 
filed with a request for the PPH.  It should be noted that the JPO 
does not publish statistical data for PCT-PPH applications in cases 
where the JPO does not act as the ISA and/or the IPEA.
  Regarding applications for which the First Office Action is a Notice 
of Allowance, on average, for patent applications requesting the 
PPH, the rate is higher than that for all applications, including both 
PPH and non-PPH applications.  The significantly higher First Office 
Action allowance rate for PCT-PPH applications can be attributed to 
the same reason described above, i.e., that PCT-PPH applications 
were filed by Japanese applicants, and a large portion of those 
applications were examined by the JPO which served as the WO/ISA 
and/or WO/IPEA.
  Furthermore, it is worthy to note that when the PPH is requested, 
the period from filing a request for patent examination to the 
issuance of a final decision is greatly shortened (the average is 7.0 
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Introducing Mr. Masayuki Ogura, 
Our Newest Vice President
Shiga International Patent Office is pleased to announce that on 
August 16, 2014, Mr. Masayuki Ogura joined our firm as a Vice 
President who will supervise post-grant matters and litigation cases.  
Mr. Ogura dedicated thirty-four years of his career to conducting 
examinations and trials of patent applications at the Japanese Patent 
Office (JPO) including several years handling litigation cases at the IP 
High Court (IPHC) as a technical investigator.  Below, we present his 
remarks on recent patentability judgments made by the JPO and the 
IPHC, looking back at the abundant experience he gained over his 
prestigious career.

 

-  34 years’ experience at the JPO, 1977-2011
Examiner, Chief Examiner, Appeal Examiner, Chief Appeal 
Examiner
Improving trial proceedings at the appeal stage as a Chief Appeal 
Examiner, and instructing about court lawsuits to revoke JPO trial 
decisions where the JPO was the defendant.

-  Information Processing Promotion Division, Machinery and 
Information Industries Bureau, Ministry of International Trade and 
Industry, 1982-1984
Involved in legislating the Act on Layout-Design of 
Semiconductor Integrated Circuits.

-  The Industrial Property Cooperation Center, 1998-2000
Assisting the JPO in conducting prior art searches.

-  Chief Technical Investigator at the IPHC, 2006-2009
Conducting investigations concerning technical matters relating 
to patent litigation cases and judicial appeals against JPO trial 
decisions.

After leaving the JPO, Mr. Ogura has been engaged as a patent 
attorney concentrating on patent litigation cases.

Current activities and trends relating to IP in Japan
The Japanese government has been actively promoting the Strategic 
Program for the Creation, Protection, and Exploitation of Intellectual 
Property since the official announcement in 2002 of the “Intellectual 
Property-Based Nation Declaration” and the enactment of the 
Intellectual Property Basic Act.  Boosted by such pro-IP policies, the 
JPO achieved the goal of the “FA11” plan that was aimed at reducing 
the period from the filing of a request for examination of a patent 
application until the issuance of the first Office Action (OA) to eleven 
months [*1].  Patent obtainment at the JPO has become markedly 
faster.  In addition, the JPO’s patent grant rate in 2013 was 75%.
*1: The period was 11 months in 2013, as compared with 29.3 

months in 2008.

Below, Mr. Ogura answers some questions and offers his insights 
about current IP trends in Japan as they pertain to the global 
scenario.

What actions did the JPO take in order to shorten the duration of 
patent examinations?  And how were you involved?
The JPO tackled this by utilizing outside patent prior art search 
agencies and recruiting new Examiners, in addition to the 
mechanization of examinations via paperless procedures.  At that 
time, I supervised patent examinations and concentrated on 
improving the quality of examinations.  Recruiting and tutoring 
highly capable Examiners were my main duties.  I created an 
environment which fostered smooth communication between 
Examiners, and proposed a new examination system in which cases 
involving the same technical field were handled by multiple 
Examiners in order to unify judgments among them.

  In 2005, the IPHC was established having functions similar to those 
of the United States Court of Appeals for the Federal Circuit (CAFC); 
this improved the court system for IP cases.  For example, unification 
of judgments in a specific jurisdiction which leads to increases in 
predictability concerning patent obtainment and patent enforcement; 
increasing the number of technical investigators in order to more 
accurately analyze technical matters of IP cases; unification of 
judgments by means of the Grand Panel which is composed of five 
judges at the IPHC and which handles important and/or complicated 
cases.  The establishment of the IPHC has shortened the duration of 
examination and implements a new judicial approach—a so-called 
“problem-solution” approach.

What does it imply that the “problem-solution” approach is applied 
at the IPHC?
The IPHC assesses inventive step by identifying differences between 
a claimed invention and the principal cited invention, and by 
discussing the differences in constitution in reference to the 
subordinate cited reference(s), in terms of whether or not the claimed 
invention in the application in question could have been easily made 
by combination of the cited inventions, and whether or not elements 
of the claimed invention could have been easily substituted for other 
elements.  This judicial tactic is the so-called “problem-solution” 
approach mentioned above, and it places importance on examining 
whether or not the problems of the cited invention and the 
motivation to solve those problems are described in the cited prior 
art document.  This approach is similar to the TSM (Teaching-
Suggestion-Modification) test adopted by the CAFC in the U.S. and 
the “Could-Would” approach adopted by the EPO.
  For example, the following noteworthy court decision of January 
2008 [Case No.: H20 (Ke)-10096, Title of the Invention: Xylitol 
preparation for the treatment of upper respiratory conditions] is 
representative of a judgment on whether or not a claimed invention 
could have been easily conceived of.

"Furthermore, the characteristic features of the invention 
claimed in the application (the differences in constitution from 
the prior art) are usually derived from the attempt to solve the 
problem targeted by the invention.  Accordingly, in order to 
determine, objectively, whether or not a person ordinarily skilled 
in the art could have easily conceived of the invention, it is 
essentially necessary to identify the characteristic features of the 
invention accurately, or, to identify the problem targeted by the 
invention accurately."

  As a result, the “problem-solution” approach at the IPHC has come 
to influence the JPO in its assessment of inventive step.  In the past, 
most JPO trial decisions had been rescinded by the Courts.  
However, after the establishment of the IPHC, perspectives toward 
the judgment regarding inventive step have became similar in the 
JPO’s decisions and the IPHC’s judgments.

What were your duties as a technical investigator at the IPHC?  
Did you have any particularly difficult cases?
Technical investigators conduct investigations regarding technical 
matters in IP cases which are required during pending trial 

proceedings at the orders of Judges, and assist the Judges in handing 
down judgments.  In addition, starting in April 2004, technical 
investigators are permitted to question the parties during oral 
arguments in order to clarify the facts of the case with the Chief 
Judge’s permission (Code of Civil Procedure, Article 92-8).  In 
particular, in trials to revoke JPO decisions, technical investigators 
play a role in explaining to the judges the subject matter of the 
claimed invention, the subject matter of the cited inventions, the 
grounds for decisions by Appeal Examiners at the JPO, and the 
technical matters which should be points of issue between the 
parties.  In addition, they are sometimes required to explain about 
JPO examination and appeal practice.  Depending on the content of 
the cases, technical investigators may be required to give thorough 
explanations about the cases, for example, based on the technical 
background of the claimed invention or based on the claimed 
invention in the application.
  In my opinion, IPHC judges place importance on the affirmations 
made by the parties through the defendant’s and plaintiff’s Written 
Replies and Briefs.  On the other hand, technical investigators 
thoroughly review the cited documents, examination history, and 
documents relevant to the claimed invention.  Therefore, they place 
importance on supporting the judges in deepening their 
understanding of the invention based on such technical 
investigations.  Due to its efficient organization, the IPHC precisely 
analyzes and evaluates JPO trial decisions and Tokyo and Osaka 
District Court judgments, and then hands down accurate and correct 
judgments on both technical and legal matters concerning the case.  
Since IPHC judges have a strong interest in technology and are 
highly competent in understanding the technical points of 
inventions, I have never had any difficulty in working together with 
them.  On the contrary, I learned a great deal from the judges about 
judicial approaches to cases and how to summarize them.

How do you plan to use what you have learned at the IPHC?
I am confident that I will be able to accommodate clients’ needs if 
they are ever dissatisfied with JPO examination results or appeal 
decisions, and will assist them in responding to any misguided 
judgments of the JPO arising due to a lack of understanding of the 
claimed invention.  More importantly, I would like to assist our 
clients in making arguments against Examiner’s findings via the filing 
of appropriate responses at the examination or appeal stage in order 
to avoid inappropriate judgments by the JPO.  As mentioned above 
regarding JPO examinations and trials at the IPHC, I wish to assure 
our clients that the Japanese IP system is well developed and would 
like to stress that foreign applicants should find the Japanese market 
attractive.  We endeavor to promote our clients’ IP activities and 
prompt attainment of their patent rights.

With extensive experience as a technical investigator, Mr. Ogura, as a 
member of our litigation department, will focus primarily on litigation 
work.  With the addition of Mr. Ogura, Shiga reinforces its litigation 
team making us even better prepared and more capable in enforcing 
our clients’ IP rights.

months for Conventional PPH applications).  The average period from 
the PPH request (or examination request) to a final decision is about 
one fourth of the average period for all applications from the 
examination request to the issuance of a final decision.  It is obvious 
that the PPH program is the most effective way for an applicant to 
obtain a patent at an earlier stage.  Generally, a request for the PPH 
is filed simultaneously with the request for examination.
  According to statistics, approximately 165,000 new patent 
applications were filed during the first six months of this year, and 
approximately 20% of these applications were filed by foreign 
applicants.  Assuming that examination is requested for all 
applications filed by foreign applicants and all conventional PPH 
requests (619 requests) and 27% of PCT-PPH requests (211 requests) 
are filed by foreign applicants in the first half of this year, the foreign 
applicant PPH request rate is 2.5% {= (619 + 211) / (165,000 * 
0.20)}.  Although the current PPH request rate by foreign applicants 
does not seem to be high, use of the PPH program is advantageous to 
applicants’ business activities if the applicants wish to obtain patent 
rights for applications which are, for example, related to products 
having a short life-cycle or to licensing.  We expect that more PPH 
requests would be filed by foreign applicants for their applications.  
If applicants wish to obtain patent rights at an earlier stage for the 
following situations as well, they should consider filing a request for 
the PPH:

- when the results from the ISA and/or IPEA show patentability of 
PCT applications; or

-  when corresponding patent applications have been allowed.

Statistics

The above data shows statistics from January to June 2014
*1: Patent grant rate data is for the examination stage, not the 

appeal stage.
*2: Statistics include all types of PPH, such as the Conventional 

PPH and PPH-MOTTAINAI (PCT-PPH is excluded).

The following website provides more details about the above data.
   http://www.jpo.go.jp/ppph-portal/statistics.htm

NOTE:
-  Patent Prosecution Highway (PPH): The Conventional PPH enables an 

application whose claims have been determined to be patentable at the Office 
of First Filing (OFF) (for example, the USPTO) to undergo accelerated 
examination at the Office of Second Filing (OSF) (for example, the JPO) for a 
corresponding application claiming priority of the application filed with the 
OFF, by means of a simple procedure upon request from the applicant on the 
basis of bilateral office agreements.  The PPH was established in 2006, and has 
expanded its framework to cover 148 countries and regions worldwide as of 
May 2014.

-  Global Patent Prosecution Highway (GPPH): Applicants who file applications 
with IP offices participating in the GPPH framework are able to enjoy all of the 
PPH programs, including the PPH (Conventional), PCT-PPH, and PPH 
MOTTAINAI.  The GPPH was implemented on January 6, 2014.  Participating 
countries/regions and organizations include the U.S., South Korea, the U.K., 
Denmark, Finland, Russia, Canada, Spain, the Nordic Patent Institute (NPI), 
Norway, Portugal, and Australia.

-  PCT-PPH: PPH program for PCT applications.
-  PPH-MOTTAINAI: Regardless of the status of the application filed with the OFF, 

applicants are able to file a request for accelerated examination on the basis of 
allowance for a corresponding application determined in any participating 
country.
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