
1. Introduction
　　Generally, patent infringement litigation, where the court 
judges whether or not patent infringement has occurred, tends to 
run in parallel with a patent invalidation trial, where the 
Japanese Patent Office (JPO) determines the validity of a patent.  
It often takes a great deal of time until completion of an 
invalidation trial since a party will usually appeal to the IPHC 
against an invalidation trial decision issued by the JPO.  
According to JPO statistics, the average trial length of 
invalidation trials for patents and utility models which run 
alongside infringement litigation was 15.7 months in 2012.

　　As is common for patent infringement litigation cases in 
Japan and for this case as well, the JPO and the IPHC interacted 
repeatedly over the course of the invalidation trial.  During the 
infringement litigation at the Tokyo District Court, disputes 
concerning invalidation were heard, thus increasing the 
complexity as the litigation proceeded.  Since a decision of 

invalidity was made on two occasions during the invalidation 
trial, it took approximately six years to conclude the invalidation 
trial and infringement litigation.  The reason for the two decisions 
stems from an appeal to the IPHC against the first decision and 
the IPHC remanding the case back to the JPO, and then a 
subsequent appeal to the IPHC against the JPO’s second 
decision.  Although placed in an arduous situation, the patent 
holder prevailed in both the infringement litigation and the 
invalidation trial.  How the patent holder overcame such 
difficulties will become evident upon a review of the 
proceedings of this case.

2. Overview of the Case
Plaintiff (patent holder): Synova S.A.
Defendant (alleged infringer): Sugino Machine Limited
Case No.: H22 (ne)-10023
Patent No.: Japanese Patent No. 3680864
Title of Invention: Device for Machining Materials with a Laser

Recent IP High Court Case: Patent Infringement Litigation regarding 

“Device for Machining Materials with a Laser” (Case No.: H24 (ne)-10023)

A Game-Winning Grand Slam Home Run in the Ninth Inning

In this article, we introduce a patent infringement litigation case that illustrates the trial proceedings at the Tokyo District Court and 

the Intellectual Property High Court (IPHC) as well as exemplifies some characteristics of patent infringement litigation in Japan.  It is 

worthy to note that it took six years to bring this case to a close due to peculiarities of the Japanese legal system.  Shiga International 

Patent Office represented the patent holder (plaintiff) for this case.  We believe this will provide an enlightening glimpse into patent 

infringement litigation in Japan.

Bill to Revise Japanese IP Laws Approved in Cabinet Meeting

Practical Points to Keep in Mind After this Revision
When there are multiple designs included in an application 
under the Hague Agreement, the filing fees and registration fees 
should be paid for each of the designs included in the 
application.  However, if some of the designs are rejected or 
withdrawn after commencement of the examination in Japan, a 
certain portion of the fees for those designs will be refunded.

Regarding the drawings in design applications, it is expected that 
the current strict drawing requirements might be relaxed after 
joining the Hague Agreement.

In addition, after the international publication of a design filed 
under the Hague Agreement, a right to claim compensation after 
the design is published internationally will be accepted in Japan.

3.　Revision to the Trademark Law
Enlargement of the Scope of the Subject of Protection
Trademarks for colors, sounds, and the like, which have already been 
recognized to be the subject of protection in many other countries, 
will be included as the subject of protection in Japan as well.

In particular, sound marks, color marks, hologram marks, moving 
marks, and position marks will be included as the subject of 
protection under the Japanese Trademark Law.  Regarding other 
marks such as olfactory marks and taste marks, protection will be 
considered and may be introduced in the future via stipulations 
in the Examination Guidelines.  The criteria for judging the 
similarity of non-traditional marks are yet to be determined.

In addition to the above revisions, the Japanese government has 
set a new goal for the duration of patent examinations conducted 
at the Japanese Patent Office (JPO).  The prior goal for patent 
examinations was called “FA11”, and was an attempt to shorten 
the period until a First Action (FA: issuance of a first Office 
Action) to within 11 months from the date of filing a request for 
examination.  It is expected that this goal will be achieved by the 
end of this fiscal year.  In order to further accelerate patent 
examinations at the JPO, the government has set a new goal for 
shortening the period up to patent allowance to within 14 
months and the period until the FA to within 10 months by 2024.  
This will make it possible to cut the period up to patent 
allowance in half in comparison with the period of 29.6 months 
as of 2012, making it the fastest examination in the world.

The bill will soon be submitted to the ordinary session of the 
Diet.  We expect that these revisions to the Japanese IP laws will 
come into force in 2015.

A bill revising the Japanese intellectual property laws was 
approved in a Cabinet meeting on March 11, 2014.  Details of 
the revisions are given below.

1.　Revision to the Patent Law
Re-Introduction of the “Post-Grant Patent Opposition System”
The patent opposition system, which was abolished once in 
2004, will be re-introduced.  This will help ensure stabilization 
of patent rights at an early stage after the granting of patents.

Since the proceedings of Post-Grant Patent Oppositions are 
carried out ex parte, the attorney fees will be lower than those 
for Invalidation Trials which are carried out inter partes, and the 
procedures will be simpler than those for Invalidation Trials.

Practical Points to Keep in Mind After this Revision
Careful monitoring of competitors’ patent applications will be 
very important since a Post Grant Patent Opposition must be 
filed within 6 months after the publication date of a 
newly-granted patent.

How to Utilize the Post-Grant Patent Opposition System
One effective method for monitoring the status of competitors’ 
patent applications is as follows:
i. Select competitors’ patent applications to be monitored
ii. Periodically monitor the status of the applications
iii. When a patent is granted, confirm the granted claims
iv. Evaluate the impact of the granted claims on the Japanese market
v. Decide whether an Opposition should be filed

Shiga International Patent Office can provide a Status Watch of 
your competitors’ Japanese patent applications if you provide us 
with your competitors’ names and technical fields of interest (for 
instance, IPC categories).

2.　Revision to the Design Law
Stipulations that enable the simultaneous filing of an application 
to multiple countries will be drafted based on the “Geneva Act of 
the Hague Agreement Concerning the International Registration 
of Industrial Designs” (Japan will participate in this agreement).  
This may reduce the financial burden on applicants.
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In May 2008, Synova (a laser processing equipment 
manufacturer based in Switzerland) brought an action to the 
Tokyo District Court against the defendant, Sugino (a Japanese 
manufacturer of machine tools and industrial machines), alleging 
that Sugino’s product infringes the patent right of the “Device for 
Machining Materials with a Laser” invented by Synova.  The 
plaintiff was put in a difficult situation due to the complexities in 
proving the allegation, which was a critical point at the court.  
The main factors are described below.

- Point of dispute: translation of an expression in the 
specification
In the first decision for the invalidation trial, the patent right 
was deemed invalid for violation of the requirements for 
definiteness concerning an expression in the specification.  An 
ambiguous description came under attack by the alleged 
infringer (defendant).  There was a variety of circumstances that 
led to the inclusion of the ambiguous description in question.  
Firstly, there was the fact that this was a revolutionary invention 
and it was hard to describe the concept behind it.  In addition, 
when the plaintiff filed this application in Japan, it was 
necessary to translate the original application, which was filed 
in Switzerland, from German into Japanese.  Therefore, the 
content translated into Japanese was inevitably difficult to 
understand.

- Protective order filed by the alleged infringer
The design drawings of the allegedly infringing product which 
the defendant submitted to the Tokyo District Court were the 
subject of a protective order filed by the defendant which 
resulted in the design drawings not being disclosed to the 
patent holder.  Therefore, we were unable to convey detailed 
information about the structure of the allegedly infringing 
product to the patent holder thus obstructing our efforts to 
prove infringement.
* In Japan, a protective order can be issued against a party, the 

party’s counsel, the opposing party, the opposing party’s 
president, agent, employees, counsels, and assistants in court 
in order to prohibit use of the protected content for purposes 
other than the litigation in question and to disclose the 
protected content only to persons to whom the order has not 
been issued in cases where briefs and evidence submitted by 
the party contain trade secrets.  In other words, a protective 
order is a means which limits the use and disclosure of the 
party’s trade secrets without disclosing the trade secrets to 
persons of the opposing party falling within a certain definite 
range.

In this litigation, disclosure was permitted only to the counsels 
(attorneys-at-law and patent attorneys), although, in general, 
the scope of disclosure will vary case by case.

Each case at the JPO, the Tokyo District Court, and the IPHC is 
described below in further detail in chronological order.  Please 
also refer to Chart 1 for a visual timeline of the proceedings.

I. At the JPO
　　The patent in question (Japanese Patent No. 3680864) 
relates to a revolutionary invention and only two relevant 
publicly-known technologies were substantially in existence at 
the time of filing, making it difficult to describe the technology.  
Moreover, it was necessary to translate the specification from 
German into Japanese.  As it turns out, the imprecise descriptions 
in the specification, especially the scope of the claims, were 
targeted by the defendant.  At the JPO, trial decisions finding the 
patent to be invalid were issued twice, putting the patent holder 
on the defensive.

II. At the courts
i. At the Tokyo District Court
　　The defendant was required to submit the design drawings 
of the allegedly infringing product to the Tokyo District Court.  
The defendant filed a motion for a protective order to protect the 
design drawings.  The protective order was imposed on the 
patent holder and the presidents of Synova Japan and Synova 
S.A. whereby the design drawings were disclosed only to the 
counsels.  Therefore, we had to exercise the utmost caution in 
communicating with the patent holder since we were prohibited 
from pointing out specific structures, thus disturbing our strategy 
for proving infringement such as through simulations and 
experiments.
　　Furthermore, when a patent holder resides overseas, there 
are barriers such as in technology, time difference, and language 
when communicating to ask questions concerning technology, 
proving allegations, etc.  In this case, thanks to the dedicated 
support of the staff at the patent holder’s local office in Japan, we 
deepened our technical understanding, which not only made 
communications with the patent holder in Switzerland smoother, 
but also enabled us to take actions in Japan to establish proof of 
infringement despite being hindered by the protective order.  This 
was a key point in our success.
　　Incidentally, after the ruling on infringement, a field survey 
on protective orders prepared by judges who preside over 
invalidation trials and infringement litigation cases at the IPHC 
reported that the protective order filed by the defendant at the 
Tokyo District Court “would be considered an abuse by the 
defendant”. 

ii. At the IPHC
　　The patent holder appealed to the IPHC against the Tokyo 
District Court’s ruling.  A third litigation case appealing an 
invalidation trial decision issued by the JPO was already pending 
at the IPHC.  In cases where infringement litigation and an 
invalidation trial concerning the same patent are pending at the 
IPHC at the same time, the cases are processed by the same 
judges at the court.  Therefore, in this case, the third litigation 
case appealing the invalidation trial decision and the 
infringement litigation case were conducted by the same judges 
at the court.
　　Before that point in time, the invalidation trial and the 
infringement litigation were processed separately at different 
stages.  In other words, during the invalidation trial, there was 
repeated interaction between the JPO and the IPHC while the 
infringement litigation was being judged at the Tokyo District 
Court.

　　It was expected that the infringement litigation would be 
judged at the IPHC via preparatory proceedings.  However, a 
judgment was handed down after only a few appearances at the 
court after which we lost the opportunity to establish proof.  The 
announced judgment day was the same as that for the 
invalidation trial.  Although we were relatively optimistic for the 
litigation concerning the invalidation decision, we were less 
hopeful about the results of the infringement litigation.  There 
was no point in winning the invalidation trial without also 
winning the infringement litigation.  
　　However, we unexpectedly won both the invalidation trial 
and the infringement litigation, where a judgment of 
infringement was made.  It was like winning the game by hitting 
a home run when behind with two outs at the bottom of the 
ninth inning.  Despite the fact that we did not have the 
opportunity to submit further proof of infringement of the patent 
right to the IPHC, we received a ruling in favor of the patent 
holder, which means that the ruling at the Tokyo District Court 
was in error. Although the defendant appealed to the Supreme 
Court against both rulings, fact-finding proceedings are usually 
not undertaken at the Supreme Court and the above two rulings 
of the IPHC were effectively the final judgments.  “A 
Game-Winning Grand Slam Home Run in the Ninth Inning” 
mentioned in the title of this article is truly representative of this 
situation.

　　In the end, the invalidation trial and the infringement 
litigation came up at the same stage at the IPHC.  The main point 
of dispute was “invalid for violation of the requirements for 
definiteness”.  Although it is usually less common for a decision 
of a District Court to be overturned after appeal at the IPHC, this 
decision was overturned.  According to JPO statistics, the rate at 
which trial decisions are upheld at the IPHC was approximately 
80% in 2012, which conversely means that about 20% of 
decisions are overturned.

3. Conclusion
　　We reaffirmed the importance of teamwork between patent 
holders and their patent attorneys, attorneys-at-law, and support 
staff in Japan, especially in patent infringement litigation where 
the patent holder resides overseas.  Furthermore, in recent years, 
the IPHC has had a tendency to overturn judgments of the JPO 
and the District or High Courts to rule in favor of patent holders.
 
　　There were three instances of repeated interaction between 
the JPO and the IPHC during this case.  Since the revisions to the 
Japanese Patent Law enacted April 1, 2012, the JPO no longer 
has such interaction with the IPHC during invalidation trials.
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In May 2008, Synova (a laser processing equipment 
manufacturer based in Switzerland) brought an action to the 
Tokyo District Court against the defendant, Sugino (a Japanese 
manufacturer of machine tools and industrial machines), alleging 
that Sugino’s product infringes the patent right of the “Device for 
Machining Materials with a Laser” invented by Synova.  The 
plaintiff was put in a difficult situation due to the complexities in 
proving the allegation, which was a critical point at the court.  
The main factors are described below.

- Point of dispute: translation of an expression in the 
specification
In the first decision for the invalidation trial, the patent right 
was deemed invalid for violation of the requirements for 
definiteness concerning an expression in the specification.  An 
ambiguous description came under attack by the alleged 
infringer (defendant).  There was a variety of circumstances that 
led to the inclusion of the ambiguous description in question.  
Firstly, there was the fact that this was a revolutionary invention 
and it was hard to describe the concept behind it.  In addition, 
when the plaintiff filed this application in Japan, it was 
necessary to translate the original application, which was filed 
in Switzerland, from German into Japanese.  Therefore, the 
content translated into Japanese was inevitably difficult to 
understand.

- Protective order filed by the alleged infringer
The design drawings of the allegedly infringing product which 
the defendant submitted to the Tokyo District Court were the 
subject of a protective order filed by the defendant which 
resulted in the design drawings not being disclosed to the 
patent holder.  Therefore, we were unable to convey detailed 
information about the structure of the allegedly infringing 
product to the patent holder thus obstructing our efforts to 
prove infringement.
* In Japan, a protective order can be issued against a party, the 

party’s counsel, the opposing party, the opposing party’s 
president, agent, employees, counsels, and assistants in court 
in order to prohibit use of the protected content for purposes 
other than the litigation in question and to disclose the 
protected content only to persons to whom the order has not 
been issued in cases where briefs and evidence submitted by 
the party contain trade secrets.  In other words, a protective 
order is a means which limits the use and disclosure of the 
party’s trade secrets without disclosing the trade secrets to 
persons of the opposing party falling within a certain definite 
range.

In this litigation, disclosure was permitted only to the counsels 
(attorneys-at-law and patent attorneys), although, in general, 
the scope of disclosure will vary case by case.

Each case at the JPO, the Tokyo District Court, and the IPHC is 
described below in further detail in chronological order.  Please 
also refer to Chart 1 for a visual timeline of the proceedings.
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Moreover, it was necessary to translate the specification from 
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in the specification, especially the scope of the claims, were 
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1. Introduction
　　Generally, patent infringement litigation, where the court 
judges whether or not patent infringement has occurred, tends to 
run in parallel with a patent invalidation trial, where the 
Japanese Patent Office (JPO) determines the validity of a patent.  
It often takes a great deal of time until completion of an 
invalidation trial since a party will usually appeal to the IPHC 
against an invalidation trial decision issued by the JPO.  
According to JPO statistics, the average trial length of 
invalidation trials for patents and utility models which run 
alongside infringement litigation was 15.7 months in 2012.

　　As is common for patent infringement litigation cases in 
Japan and for this case as well, the JPO and the IPHC interacted 
repeatedly over the course of the invalidation trial.  During the 
infringement litigation at the Tokyo District Court, disputes 
concerning invalidation were heard, thus increasing the 
complexity as the litigation proceeded.  Since a decision of 

invalidity was made on two occasions during the invalidation 
trial, it took approximately six years to conclude the invalidation 
trial and infringement litigation.  The reason for the two decisions 
stems from an appeal to the IPHC against the first decision and 
the IPHC remanding the case back to the JPO, and then a 
subsequent appeal to the IPHC against the JPO’s second 
decision.  Although placed in an arduous situation, the patent 
holder prevailed in both the infringement litigation and the 
invalidation trial.  How the patent holder overcame such 
difficulties will become evident upon a review of the 
proceedings of this case.

2. Overview of the Case
Plaintiff (patent holder): Synova S.A.
Defendant (alleged infringer): Sugino Machine Limited
Case No.: H22 (ne)-10023
Patent No.: Japanese Patent No. 3680864
Title of Invention: Device for Machining Materials with a Laser

Recent IP High Court Case: Patent Infringement Litigation regarding 

“Device for Machining Materials with a Laser” (Case No.: H24 (ne)-10023)

A Game-Winning Grand Slam Home Run in the Ninth Inning

In this article, we introduce a patent infringement litigation case that illustrates the trial proceedings at the Tokyo District Court and 

the Intellectual Property High Court (IPHC) as well as exemplifies some characteristics of patent infringement litigation in Japan.  It is 

worthy to note that it took six years to bring this case to a close due to peculiarities of the Japanese legal system.  Shiga International 

Patent Office represented the patent holder (plaintiff) for this case.  We believe this will provide an enlightening glimpse into patent 

infringement litigation in Japan.

Bill to Revise Japanese IP Laws Approved in Cabinet Meeting

Practical Points to Keep in Mind After this Revision
When there are multiple designs included in an application 
under the Hague Agreement, the filing fees and registration fees 
should be paid for each of the designs included in the 
application.  However, if some of the designs are rejected or 
withdrawn after commencement of the examination in Japan, a 
certain portion of the fees for those designs will be refunded.

Regarding the drawings in design applications, it is expected that 
the current strict drawing requirements might be relaxed after 
joining the Hague Agreement.

In addition, after the international publication of a design filed 
under the Hague Agreement, a right to claim compensation after 
the design is published internationally will be accepted in Japan.

3.　Revision to the Trademark Law
Enlargement of the Scope of the Subject of Protection
Trademarks for colors, sounds, and the like, which have already been 
recognized to be the subject of protection in many other countries, 
will be included as the subject of protection in Japan as well.

In particular, sound marks, color marks, hologram marks, moving 
marks, and position marks will be included as the subject of 
protection under the Japanese Trademark Law.  Regarding other 
marks such as olfactory marks and taste marks, protection will be 
considered and may be introduced in the future via stipulations 
in the Examination Guidelines.  The criteria for judging the 
similarity of non-traditional marks are yet to be determined.

In addition to the above revisions, the Japanese government has 
set a new goal for the duration of patent examinations conducted 
at the Japanese Patent Office (JPO).  The prior goal for patent 
examinations was called “FA11”, and was an attempt to shorten 
the period until a First Action (FA: issuance of a first Office 
Action) to within 11 months from the date of filing a request for 
examination.  It is expected that this goal will be achieved by the 
end of this fiscal year.  In order to further accelerate patent 
examinations at the JPO, the government has set a new goal for 
shortening the period up to patent allowance to within 14 
months and the period until the FA to within 10 months by 2024.  
This will make it possible to cut the period up to patent 
allowance in half in comparison with the period of 29.6 months 
as of 2012, making it the fastest examination in the world.

The bill will soon be submitted to the ordinary session of the 
Diet.  We expect that these revisions to the Japanese IP laws will 
come into force in 2015.

A bill revising the Japanese intellectual property laws was 
approved in a Cabinet meeting on March 11, 2014.  Details of 
the revisions are given below.

1.　Revision to the Patent Law
Re-Introduction of the “Post-Grant Patent Opposition System”
The patent opposition system, which was abolished once in 
2004, will be re-introduced.  This will help ensure stabilization 
of patent rights at an early stage after the granting of patents.

Since the proceedings of Post-Grant Patent Oppositions are 
carried out ex parte, the attorney fees will be lower than those 
for Invalidation Trials which are carried out inter partes, and the 
procedures will be simpler than those for Invalidation Trials.

Practical Points to Keep in Mind After this Revision
Careful monitoring of competitors’ patent applications will be 
very important since a Post Grant Patent Opposition must be 
filed within 6 months after the publication date of a 
newly-granted patent.

How to Utilize the Post-Grant Patent Opposition System
One effective method for monitoring the status of competitors’ 
patent applications is as follows:
i. Select competitors’ patent applications to be monitored
ii. Periodically monitor the status of the applications
iii. When a patent is granted, confirm the granted claims
iv. Evaluate the impact of the granted claims on the Japanese market
v. Decide whether an Opposition should be filed

Shiga International Patent Office can provide a Status Watch of 
your competitors’ Japanese patent applications if you provide us 
with your competitors’ names and technical fields of interest (for 
instance, IPC categories).

2.　Revision to the Design Law
Stipulations that enable the simultaneous filing of an application 
to multiple countries will be drafted based on the “Geneva Act of 
the Hague Agreement Concerning the International Registration 
of Industrial Designs” (Japan will participate in this agreement).  
This may reduce the financial burden on applicants.

Disclaimer: The articles in this newsletter reflect our understanding and are not meant to convey legal opinions or advice. We disclaim any  
                   liability for errors or omissions.
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