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What is “Submission of Information by a Third Party”?
The submission of information by a third party (or a Third Party 
Observation) is a means by which any party is able to submit to the 
Japanese Patent Office (JPO) information for consideration 
regarding the patentability of an application of interest–such 
information may include assertions of a lack of novelty or 
inventive step, or of a violation of the description requirements.  
This system may be effective in preventing the grant of a patent for 
an application or in making it difficult for an applicant to obtain a 
patent right having a broad scope, etc.  In this issue, we introduce 
the concept of submitting information by a third party (referred to 
below as Third Party Observation) and discuss the advantages and 
disadvantages thereof.

Overview of Third Party Observations
Targets of Third Party Observations
By means of a Third Party Observation, information can be 
submitted against patent applications, utility model applications, 
granted patents, and utility model registrations.  A Third Party 
Observation cannot be submitted against patent applications for 
which a Decision of Rejection has been finalized, or patent 
applications which have been withdrawn, abandoned, or 
dismissed.

Period during which a Third Party Opposition may be submitted
Once a patent or utility model application is filed with the JPO, a 
Third Party Observation can be submitted at any time while the 
application is pending at the JPO and even after a patent is 
granted or a utility model registered.  When information regarding 
patentability is submitted during the examination period, the 
Examiner may take that information into consideration depending 
on the stage of the examination.  In addition, a Third Party 
Observation may be submitted when an application is pending in 
the Appeal Stage at the JPO.  In such cases, the Appeal Examiners 
may refer to the submitted information.  It should be noted that it 
is not mandatory for Examiners or Appeal Examiners to refer to 
such submitted information.

Eligible Parties
Anyone can submit a Third Party Observation.  The JPO also 
accepts anonymous submission.  However, an anonymous 
submitter cannot receive feedback from the JPO regarding whether 
the information has been utilized during examination/appeal 
examination.

Reasons for rejection or invalidation which serve as grounds for 
submitting a Third Party Observation
Among the reasons for rejection and reasons for invalidation 
which serve as the content of Third Party Observations, the 
following qualify as suitable subject matter.
・  Addition of new matter (Japanese Patent Law, Article 17bis, 

Paragraph 3)
・  Lack of industrial applicability, or non-patentable subject matter 

(Article 29, Paragraph 1, Main Paragraph)
・  Lack of novelty (Article 29, Paragraph 1, Number 3)
・  Lack of inventive step (Article 29, Paragraph 2)
・  Identical to invention of earlier unpublished application (the 

invention under examination is substantially identical to an 
invention disclosed in an earlier application which had not 
been published as of the application filing date of the 
application being examined) (Article 29bis)

・  Existence of prior application (the invention under examination 
is identical to an invention of a prior application) (Article 39, 
Paragraphs 1 to 4)

・  Violation of description requirements concerning the 
specification (Article 36, Paragraph 4, Number 1)

・  Violation of description requirements concerning the disclosure 
of prior art documents (Article 36, Paragraph 4, Number 2)

・  Violation of description requirements concerning the claims 
(Article 36, Paragraph 6, Numbers 1 to 3)

However, the following reasons for rejection do not qualify as 
acceptable subject matter for a Third Party Observation.
・  Contravenes public order and morals (Article 32)
・  Lack of unity of invention (Article 37)
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Office Actions (OAs) are issued during the examination of a patent 
application when reasons are found for rejecting the application.  
The period from the filing of a request for examination until the 
issuance of the first OA may affect the total period required for 
prosecution of the application and thus the time until grant and 
registration of a patent.  Therefore, there is a strong desire among 
applicants to receive a swift examination.

In 2003, the average time it took from the filing of a request for 
examination at the Japanese Patent Office (JPO) until the issuance 
of a first OA was approximately 27 months.  In addition, the 
allowable period during which a request for examination could 
be made after the filing of the application was reduced from seven 
years to three years for applications having a filing date of 
October 1, 2001 and later.  This was expected to cause a further 
increase in the average period from the request for examination 
until the first OA because of the transition between 2005 and 
2008 when there was a sharp increase in the number of requests 
for examination due to the overlap of applications having a 
three-year request for examination deadline and the remaining 
applications that had a seven-year deadline.

In light of the above circumstances, the JPO set a long-term goal 
of shortening the time until a first OA, and in 2004 announced 
“FA 11”, a plan aimed at reducing the time until issuance of a first 
OA to within 11 months from the filing date of the request for 
examination.

To that end, the JPO hired approximately 100 examiners with 
fixed-term contracts (basically five years, up to a maximum of 10 

years) each year between 2004 and 2009, for a total of 
approximately 500 examiners.  In addition, the JPO has started to 
outsource prior art searches to authorized prior art search 
agencies.  Thanks to the efforts of the JPO, the average length of 
time from the filing of a request for examination to the issuance of 
a first OA in 2013 was reduced to 16 months (as of June 2013).  
The following chart shows the time from request for examination 
until the issuance of a first OA for the past ten years.  It is evident 
from this chart that the shortening of the average period has been 
accelerating in recent years.  Although the data is not yet 
available, the average period at the end of 2013 is expected to be 
between 11 and 14 months.  This reduction in the period to a first 
OA gives encouragement to applicants since they can see that 
there may be an opportunity to obtain patents at an earlier stage.

Figure 1: Period from the request for examination to the issuance 
of a first OA

Shortening the Period Until the Issuance of a First OA

Four Required Documents:
1.　A table showing the correspondence of the claims in the 

Japanese application to be examined with the allowed 
claim(s) in the counterpart application.

2.　A copy of the allowed (or patentable) claim(s)*2 in the 
counterpart application and a translation*3 thereof.

3.　Copies of all Office Actions*2 issued on the counterpart 
application and translations*3 thereof.

4.　Copies of references*4 cited in the prosecution of the 
counterpart application.

*2: If the file wrapper information of the counterpart application is 
available to the JPO online, the applicant does not have to 
submit these documents.

*3: These translations are not necessary if the original documents 
are written in English.

*4: If the documents are patent documents, the applicant does not 
have to submit them.

Advantages of the PPH
(1)　The likelihood of a patent being granted is higher if the 

claims are amended to correspond to the allowed claims in 
the counterpart application.
Grant Rate at the JPO: 75% (69% on average for all applications 
including non-PPH applications)

(2)　Enables applicants to receive a First Office Action (FOA) more 
quickly.
〈 Period until FOA at the JPO 〉
Average period from the PPH request until the FOA: 2.2 
months
cf., Average period from a request for examination until the 
FOA: 16 months

Statistics for the PPH (Conventional) from the JPO
http://www.jpo.go.jp/ppph-portal/statistics.htm
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How to Submit Information via a Third Party Observation
Only documents may be submitted via a Third Party Observation.  
Since video tapes and CD-ROMs are not regarded as documents, 
such materials are not accepted by the JPO.  Document(s) submitted 
must attempt to prove that a patent application for a certain invention 
should not be granted a patent, or that a granted patent should be 
invalidated.  For example, magazines, newspapers, or copies thereof, 
copies of patent/utility model application documents, product 
catalogs, certificates of experimental results, lecture proceedings, 
dictionaries of technical terms, etc. are acceptable documents for 
submission.  A party submitting information to the JPO prepares a 
“Publication Submission Form” in the proper format identifying any 
publications submitted and describing the reasons for submission. When 
information to be submitted has been obtained from the Internet, the 
submitted information should include printouts of the content of the 
website, the date on which the information was uploaded, the 
address of the website, and contact information for inquiries 
regarding the content of the website.

There is no official fee for the submission of a Third Party Observation.

JPO’s Handling of Submitted Information
Since submitted information is publicly disclosed, the information 
can be viewed by anyone.  If the party who submitted the Third 
Party Observation would like to find out how the information is 
used during the patent examination, the JPO will provide feedback 
to that party.  In addition, the applicant will be notified of the fact 
that information has been submitted by a third party.  The party 
who submitted the Third Party Observation is forbidden from 
contacting the Examiner in order to explain the contents of the 
submitted information.

Advantages and Disadvantages when Utilizing a Third Party Observation
Advantages
A Third Party Observation might enable a third party to prevent a 
patent from being granted for an invention in an application, or 
make it difficult for an applicant to obtain a patent right having a 
broad scope upon grant of the patent.  In addition, a patentee 
might find it difficult to enforce the patent right when information 
has been submitted against the granted patent.

If a Third Party Observation is submitted after a patent has been 
granted, a party who files a request for an invalidation trial can 
refer to the submitted information.  Therefore, such a party might 
be able to raise more appropriate reasons for invalidation and 
provide more appropriate proof.  In addition, even if such a party 
does not utilize the information submitted after grant of the patent, 
the Trial Examiners in charge of the invalidation trial might still 
review the contents of the submitted information before 
concluding the invalidation trial.  Since invalidation trials are 
conducted under ex officio examination, more accurate trial 
proceedings might be expected when information is submitted 
after grant of a patent.  Therefore, there is a possibility that a patent 
will be invalidated by means of an invalidation trial filed by 
another party different from the party who submitted the Third 
Party Observation after grant of the patent.

Since no official fee is required for submission of a Third Party 
Observation, there may be some advantage as a low-cost 

preventive measure against patent obtainment and in hindering 
patent enforcement.

Disadvantages
An applicant or patentee receives notification that information has 
been submitted via a Third Party Observation, even if the information 
is submitted anonymously.  Therefore, the applicant or patentee will 
become aware of the existence of a party who has taken interest in 
the status of the pending application or granted patent.  As a result, 
the applicant or patentee might choose to reconsider their strategy 
and give higher priority to the application or patent than before.

Activities of the JPO (Re-Introduction of the 
Post-Grant Opposition System)
Third Party Observations have been utilized as an alternative to the 
Post-Grant Opposition system which was abolished and consolidated 
into the Invalidation Trial system in 2003.

PPH-MOTTAINAI
While the conventional PPH program requires that the application 
filed with the OFF be patentable, the “PPH MOTTAINAI Pilot” 
program enables applicants to file a request for accelerated examination 

on the basis of allowance for a corresponding application determined 
in any participating country regardless of the status of the application 
filed with the OFF.

Case 1 : OSF (Office B) provides the examination results to the 
OFF (Office A)

OK

1) Office A application

2) Office B application
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Case 2 : OFF is an office other than Office A or Office B
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PCT-PPH
An applicant can file a request for accelerated examination for a 
national phase application by submitting:
-　a positive written opinion from certain International Searching 

Authorities (WO/ISA);

-　a positive written opinion from certain International Prelimi-
nary Examining Authorities (WO/IPEA); or

-　a positive International Preliminary Examination Report (IPER) 
from certain International Preliminary Examining Authorities.
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Allowable
PCT-PPH

Conventional PPH

【Advantages of using the results of the examination of 
　the PCT application in the international phase】
　►Early PPH application is possible
　►Best use of PCT application examination results
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Global Patent Prosecution Highway (GPPH) Pilot Program
-Commencement Date of the Program: January 6, 2014
-Participating Countries/Regions and Organizations: the U.S., Korea, 
the U.K., Denmark, Finland, Russia, Canada, Spain, the Nordic 
Patent Institute (NPI), Norway, Portugal, Australia

Applicants who file applications with IP offices participating in the 
GPPH framework will be able to enjoy all the PPH programs, 
including the PPH (conventional), PCT-PPH, and PPH MOTTAINAI.

The following is an overview of these three PPH programs.

PPH (Conventional)
The conventional PPH enables an application whose claims have 
been determined to be patentable at the Office of First Filing (OFF) 
(for example, the USPTO) to undergo accelerated examination at 
the Office of Second Filing (OSF) (for example, the JPO) for a 
corresponding application claiming priority of the application filed 
with the OFF, by means of a simple procedure upon request from 
the applicant on the basis of bilateral office agreements. 

Country of Origin (First filing) other than Japan

Note: Applicants can select whether or not to use the Patent Prosecution Highway
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Filing a Request for the PPH with the JPO
Four Requirements:
a.　The Japanese application satisfies the requirements of one of 

the four PPH programs (PPH (conventional), PCT-PPH, 
MOTTAINAI-PPH, and Global PPH).

b.　The counterpart application*1 has at least one claim which 
has already been determined to be patentable.

c.　All claims in the Japanese application sufficiently correspond 
to the claims already determined to be patentable in the 
counterpart application.

d.　The Japanese application has not yet been examined.

*1: OFF applications (PPH), PCT applications (PCT-PPH), and OEE 
(Office of Earlier Examination) applications (MOTTAINAI-PPH) 
are collectively referred to as “counterpart applications”.

Opposition system consolidated into 
Invalidation Trial system

Figure 1

Invalidation Trials　　Oppositions　　Third Party Observations 

Introduction
Membership in the Patent Prosecution Highway (PPH) has 
expanded to 30 countries and regions.  Aiming to make the 
procedures taken under the PPH more convenient, the Japanese 
Patent Office (JPO) and other overseas intellectual property offices 
in 12 countries and regions decided to commence the Global 
Patent Prosecution Highway (GPPH) which took effect on January 
6, 2014.  This will enable applicants of the participating countries 
and regions to file requests for accelerated examination of their 
state-of-the art technologies at the eligible IP office of choice.

Background
Aiming to support applicants who wish to promptly obtain patent 
rights, the JPO called for the establishment of the PPH in 2006.  
The JPO expanded the PPH framework which now covers 30 
countries and regions worldwide as of November 2013.  In 
addition, the JPO has also been endeavoring to make the PPH 
more convenient for applicants, including the commencement of 
the PCT-PPH program and the PPH MOTTAINAI program, for 
example.

However, as there are various types of PPH programs among member 
countries, applicants have become confused about which PPH 
programs are available in which countries, and the variety increases 
the complexity in utilizing these programs.

Implementation of the Patent Prosecution Highway

As illustrated in Figure 1, the number of cases based on Third Party 
Observations has increased since 2004, namely after the abolishment 
of the Post-Grant Opposition system.  Starting at that point in time, 
invalidation trials became the only way to invalidate patents.  An 
invalidation trial is an inter partes trial and is more expensive than an 
opposition which was conducted ex parte.  Therefore, Third Party 
Observations have been given more importance after the 
abolishment of Post-Grant Oppositions because no official fee is 
required, and the burden involved in their use is not heavy.

There is discussion of the re-introduction of the Post-Grant Opposition 
system.  According to this new system, it will become important to 
monitor the status of competitors’ patent applications using the 
following strategy because it will be possible to invalidate patents at 
an earlier stage after grant.

1.　Select competitors’ patent applications to be monitored
2.　Periodically monitor the status of the applications
3.　When a patent is granted, confirm the granted claims
4.　Evaluate the impact of the granted claims in the Japanese 

market
5.　Decide whether an opposition should be filed

Furthermore, the re-introduction of the Post-Grant Opposition system will 
provide third parties with an additional option for invalidating patents.

We will keep you informed of the latest information on the 
re-introduction of the Post-Grant Opposition system in future 
issues of Shiga IP News.
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Since video tapes and CD-ROMs are not regarded as documents, 
such materials are not accepted by the JPO.  Document(s) submitted 
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should not be granted a patent, or that a granted patent should be 
invalidated.  For example, magazines, newspapers, or copies thereof, 
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catalogs, certificates of experimental results, lecture proceedings, 
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address of the website, and contact information for inquiries 
regarding the content of the website.
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conducted under ex officio examination, more accurate trial 
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after grant of a patent.  Therefore, there is a possibility that a patent 
will be invalidated by means of an invalidation trial filed by 
another party different from the party who submitted the Third 
Party Observation after grant of the patent.

Since no official fee is required for submission of a Third Party 
Observation, there may be some advantage as a low-cost 
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patent enforcement.
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An applicant or patentee receives notification that information has 
been submitted via a Third Party Observation, even if the information 
is submitted anonymously.  Therefore, the applicant or patentee will 
become aware of the existence of a party who has taken interest in 
the status of the pending application or granted patent.  As a result, 
the applicant or patentee might choose to reconsider their strategy 
and give higher priority to the application or patent than before.

Activities of the JPO (Re-Introduction of the 
Post-Grant Opposition System)
Third Party Observations have been utilized as an alternative to the 
Post-Grant Opposition system which was abolished and consolidated 
into the Invalidation Trial system in 2003.
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While the conventional PPH program requires that the application 
filed with the OFF be patentable, the “PPH MOTTAINAI Pilot” 
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on the basis of allowance for a corresponding application determined 
in any participating country regardless of the status of the application 
filed with the OFF.
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PCT-PPH
An applicant can file a request for accelerated examination for a 
national phase application by submitting:
-　a positive written opinion from certain International Searching 

Authorities (WO/ISA);

-　a positive written opinion from certain International Prelimi-
nary Examining Authorities (WO/IPEA); or

-　a positive International Preliminary Examination Report (IPER) 
from certain International Preliminary Examining Authorities.
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Global Patent Prosecution Highway (GPPH) Pilot Program
-Commencement Date of the Program: January 6, 2014
-Participating Countries/Regions and Organizations: the U.S., Korea, 
the U.K., Denmark, Finland, Russia, Canada, Spain, the Nordic 
Patent Institute (NPI), Norway, Portugal, Australia

Applicants who file applications with IP offices participating in the 
GPPH framework will be able to enjoy all the PPH programs, 
including the PPH (conventional), PCT-PPH, and PPH MOTTAINAI.

The following is an overview of these three PPH programs.

PPH (Conventional)
The conventional PPH enables an application whose claims have 
been determined to be patentable at the Office of First Filing (OFF) 
(for example, the USPTO) to undergo accelerated examination at 
the Office of Second Filing (OSF) (for example, the JPO) for a 
corresponding application claiming priority of the application filed 
with the OFF, by means of a simple procedure upon request from 
the applicant on the basis of bilateral office agreements. 
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Four Requirements:
a.　The Japanese application satisfies the requirements of one of 

the four PPH programs (PPH (conventional), PCT-PPH, 
MOTTAINAI-PPH, and Global PPH).

b.　The counterpart application*1 has at least one claim which 
has already been determined to be patentable.

c.　All claims in the Japanese application sufficiently correspond 
to the claims already determined to be patentable in the 
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d.　The Japanese application has not yet been examined.
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are collectively referred to as “counterpart applications”.
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Patent Prosecution Highway (GPPH) which took effect on January 
6, 2014.  This will enable applicants of the participating countries 
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state-of-the art technologies at the eligible IP office of choice.

Background
Aiming to support applicants who wish to promptly obtain patent 
rights, the JPO called for the establishment of the PPH in 2006.  
The JPO expanded the PPH framework which now covers 30 
countries and regions worldwide as of November 2013.  In 
addition, the JPO has also been endeavoring to make the PPH 
more convenient for applicants, including the commencement of 
the PCT-PPH program and the PPH MOTTAINAI program, for 
example.

However, as there are various types of PPH programs among member 
countries, applicants have become confused about which PPH 
programs are available in which countries, and the variety increases 
the complexity in utilizing these programs.

Implementation of the Patent Prosecution Highway

As illustrated in Figure 1, the number of cases based on Third Party 
Observations has increased since 2004, namely after the abolishment 
of the Post-Grant Opposition system.  Starting at that point in time, 
invalidation trials became the only way to invalidate patents.  An 
invalidation trial is an inter partes trial and is more expensive than an 
opposition which was conducted ex parte.  Therefore, Third Party 
Observations have been given more importance after the 
abolishment of Post-Grant Oppositions because no official fee is 
required, and the burden involved in their use is not heavy.

There is discussion of the re-introduction of the Post-Grant Opposition 
system.  According to this new system, it will become important to 
monitor the status of competitors’ patent applications using the 
following strategy because it will be possible to invalidate patents at 
an earlier stage after grant.

1.　Select competitors’ patent applications to be monitored
2.　Periodically monitor the status of the applications
3.　When a patent is granted, confirm the granted claims
4.　Evaluate the impact of the granted claims in the Japanese 

market
5.　Decide whether an opposition should be filed

Furthermore, the re-introduction of the Post-Grant Opposition system will 
provide third parties with an additional option for invalidating patents.

We will keep you informed of the latest information on the 
re-introduction of the Post-Grant Opposition system in future 
issues of Shiga IP News.
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What is “Submission of Information by a Third Party”?
The submission of information by a third party (or a Third Party 
Observation) is a means by which any party is able to submit to the 
Japanese Patent Office (JPO) information for consideration 
regarding the patentability of an application of interest–such 
information may include assertions of a lack of novelty or 
inventive step, or of a violation of the description requirements.  
This system may be effective in preventing the grant of a patent for 
an application or in making it difficult for an applicant to obtain a 
patent right having a broad scope, etc.  In this issue, we introduce 
the concept of submitting information by a third party (referred to 
below as Third Party Observation) and discuss the advantages and 
disadvantages thereof.

Overview of Third Party Observations
Targets of Third Party Observations
By means of a Third Party Observation, information can be 
submitted against patent applications, utility model applications, 
granted patents, and utility model registrations.  A Third Party 
Observation cannot be submitted against patent applications for 
which a Decision of Rejection has been finalized, or patent 
applications which have been withdrawn, abandoned, or 
dismissed.

Period during which a Third Party Opposition may be submitted
Once a patent or utility model application is filed with the JPO, a 
Third Party Observation can be submitted at any time while the 
application is pending at the JPO and even after a patent is 
granted or a utility model registered.  When information regarding 
patentability is submitted during the examination period, the 
Examiner may take that information into consideration depending 
on the stage of the examination.  In addition, a Third Party 
Observation may be submitted when an application is pending in 
the Appeal Stage at the JPO.  In such cases, the Appeal Examiners 
may refer to the submitted information.  It should be noted that it 
is not mandatory for Examiners or Appeal Examiners to refer to 
such submitted information.

Eligible Parties
Anyone can submit a Third Party Observation.  The JPO also 
accepts anonymous submission.  However, an anonymous 
submitter cannot receive feedback from the JPO regarding whether 
the information has been utilized during examination/appeal 
examination.

Reasons for rejection or invalidation which serve as grounds for 
submitting a Third Party Observation
Among the reasons for rejection and reasons for invalidation 
which serve as the content of Third Party Observations, the 
following qualify as suitable subject matter.
・  Addition of new matter (Japanese Patent Law, Article 17bis, 

Paragraph 3)
・  Lack of industrial applicability, or non-patentable subject matter 

(Article 29, Paragraph 1, Main Paragraph)
・  Lack of novelty (Article 29, Paragraph 1, Number 3)
・  Lack of inventive step (Article 29, Paragraph 2)
・  Identical to invention of earlier unpublished application (the 

invention under examination is substantially identical to an 
invention disclosed in an earlier application which had not 
been published as of the application filing date of the 
application being examined) (Article 29bis)

・  Existence of prior application (the invention under examination 
is identical to an invention of a prior application) (Article 39, 
Paragraphs 1 to 4)

・  Violation of description requirements concerning the 
specification (Article 36, Paragraph 4, Number 1)

・  Violation of description requirements concerning the disclosure 
of prior art documents (Article 36, Paragraph 4, Number 2)

・  Violation of description requirements concerning the claims 
(Article 36, Paragraph 6, Numbers 1 to 3)

However, the following reasons for rejection do not qualify as 
acceptable subject matter for a Third Party Observation.
・  Contravenes public order and morals (Article 32)
・  Lack of unity of invention (Article 37)

Submission of Information by a Third Party: Third Party Observation

Office Actions (OAs) are issued during the examination of a patent 
application when reasons are found for rejecting the application.  
The period from the filing of a request for examination until the 
issuance of the first OA may affect the total period required for 
prosecution of the application and thus the time until grant and 
registration of a patent.  Therefore, there is a strong desire among 
applicants to receive a swift examination.

In 2003, the average time it took from the filing of a request for 
examination at the Japanese Patent Office (JPO) until the issuance 
of a first OA was approximately 27 months.  In addition, the 
allowable period during which a request for examination could 
be made after the filing of the application was reduced from seven 
years to three years for applications having a filing date of 
October 1, 2001 and later.  This was expected to cause a further 
increase in the average period from the request for examination 
until the first OA because of the transition between 2005 and 
2008 when there was a sharp increase in the number of requests 
for examination due to the overlap of applications having a 
three-year request for examination deadline and the remaining 
applications that had a seven-year deadline.

In light of the above circumstances, the JPO set a long-term goal 
of shortening the time until a first OA, and in 2004 announced 
“FA 11”, a plan aimed at reducing the time until issuance of a first 
OA to within 11 months from the filing date of the request for 
examination.

To that end, the JPO hired approximately 100 examiners with 
fixed-term contracts (basically five years, up to a maximum of 10 

years) each year between 2004 and 2009, for a total of 
approximately 500 examiners.  In addition, the JPO has started to 
outsource prior art searches to authorized prior art search 
agencies.  Thanks to the efforts of the JPO, the average length of 
time from the filing of a request for examination to the issuance of 
a first OA in 2013 was reduced to 16 months (as of June 2013).  
The following chart shows the time from request for examination 
until the issuance of a first OA for the past ten years.  It is evident 
from this chart that the shortening of the average period has been 
accelerating in recent years.  Although the data is not yet 
available, the average period at the end of 2013 is expected to be 
between 11 and 14 months.  This reduction in the period to a first 
OA gives encouragement to applicants since they can see that 
there may be an opportunity to obtain patents at an earlier stage.

Figure 1: Period from the request for examination to the issuance 
of a first OA

Shortening the Period Until the Issuance of a First OA

Four Required Documents:
1.　A table showing the correspondence of the claims in the 

Japanese application to be examined with the allowed 
claim(s) in the counterpart application.

2.　A copy of the allowed (or patentable) claim(s)*2 in the 
counterpart application and a translation*3 thereof.

3.　Copies of all Office Actions*2 issued on the counterpart 
application and translations*3 thereof.

4.　Copies of references*4 cited in the prosecution of the 
counterpart application.

*2: If the file wrapper information of the counterpart application is 
available to the JPO online, the applicant does not have to 
submit these documents.

*3: These translations are not necessary if the original documents 
are written in English.

*4: If the documents are patent documents, the applicant does not 
have to submit them.

Advantages of the PPH
(1)　The likelihood of a patent being granted is higher if the 

claims are amended to correspond to the allowed claims in 
the counterpart application.
Grant Rate at the JPO: 75% (69% on average for all applications 
including non-PPH applications)

(2)　Enables applicants to receive a First Office Action (FOA) more 
quickly.
〈 Period until FOA at the JPO 〉
Average period from the PPH request until the FOA: 2.2 
months
cf., Average period from a request for examination until the 
FOA: 16 months

Statistics for the PPH (Conventional) from the JPO
http://www.jpo.go.jp/ppph-portal/statistics.htm

Disclaimer: The articles in this newsletter reflect our understanding and are not meant to convey legal opinions or advice. We disclaim any  
                   liability for errors or omissions.
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