
Introduction
The Utility Model Right System is designed to protect 
inventions (devices) which cannot necessarily be regarded as 
highly advanced creations of technical ideas.  There had been 
an increasing need to obtain rights more promptly to protect 
products having short lifespans and technologies which need 
to be implemented more quickly.  In response to this growing 
demand for earlier protection, the Japanese Utility Model Law 
was revised on January 1, 1994.  This revision implemented 
the Accelerated Registration System which dispenses with the 
substantive examination of novelty and inventive step, and 
grants a right on the basis of an examination of whether the 
application satisfies a series of requirements (referred to as 
basic requirements).  Therefore, applications can be registered 
within two or three months from the filing date.  The term of 
validity for a utility model right is ten years from the filing date, 
while the term for a patent right is 20 years.  In this issue of 
Shiga IP News, we introduce the Utility Model Right System 
and related trends in Japan.

Examination of Utility Model Applications
The examination of a utility model will simply check whether 
or not the basic requirements shown below are satisfied in 
addition to a check of formalities.
1. The device relates to the shape/form or structure of an 

article or to a combination of articles.
2. The claimed device is not liable to contravene public order 

and morality.
3. The application satisfies the requirements for the format of 

the claims as well as the requirements for unity of 
application.

4. All the necessary items are described in the specification 
and drawings, and those descriptions are not conspicuously 
unclear.

Subject of Protection under the Utility Model Right System
The subject matters protected by a utility model right are the 
form of a product, structure, or combination of related items 
which were created using inventive technological concepts 
based on natural laws and rules.  This is different from the 

subject matter protected by a patent right (for example, a 
method cannot be the subject of protection of a utility model), 
although the purpose of both systems is identical.

In addition, a high level of inventiveness is no longer required 
in the creation of a technological concept for subject matter 
protected by a utility model right, although it is required under 
the Patent Law.

Interpretation of “Structure of an Article”
A “structure of an article” is defined as a coordinated coupling 
or combination of members or elements.  For example, an ash 
tray with a cigarette butt receptacle and water reservoir to 
extinguish cigarettes falls under this heading of “structure of an 
article”.  However, “structure of an article” tends to be 
interpreted more broadly in customary practice in Japan as 
illustrated by the following examples.

1. Structures do not need to be three dimensional.  The 
placement of lines, characters, graphics, or symbols is also 
interpreted as a type of structure (e.g., the index of a 
telephone book or the placement of symbols on an eye 
chart).

2. Structural features do not need to be clear in their 
appearance.  Even if they seem to be the same in 
appearance, they could be considered structurally different 
when they can be physically or scientifically differentiated 
by breaking them up into parts (e.g., a magnetic razor and a 
non-magnetic razor).  Therefore, a device constituted by a 
material itself can be protected indirectly through the form 
or configuration of the article.  But in this case, the form of 
the article and the material must be inseparable.

3. Not all parts of an article must have a certain form or 
configuration.  Even though liquids, gases, or powders 
themselves are not subject to protection, they can be the 
subject of protection when they have certain effects as a 
part of an article with a certain form or configuration having 
a coordinated relationship with the other parts of the article 
(e.g., a thermometer or an hourglass).

2013 Spring Honors
We are proud to announce that Norio Takahashi, one of our 
Senior Counsels, has been decorated with the “Order of the 
Sacred Treasure, Gold Rays with Rosette” during the 2013 
Spring Honors in recognition of his service to the nation, 
particularly in the intellectual property industry.  He was 
honored with this distinguished award for his career-spanning 
achievements and dedication to intellectual property over 47 
years.

Profile of Norio Takahashi
Senior Counsel
Patent Attorney
Mechanical Engineering
B.S., School of Mechanical Engineering, 
Fukui University
30 years’ experience at the JPO (Japanese 
Patent Office), 1966-1996

•Examiner and Appeal Examiner, 1966-1988
•Member of the Examination Standards Section which is 

responsible for establishing examination standards for 
inventions and utility models, 1979-1981
•Managing Examiner, Industrial Machinery Division, 

1987-1989
•Examiner-in-Chief, 1989-1991
•Training Instructor, 1989-1991
•Trial Examiner-in-Chief, Packaging Machinery and Checking 

Devices Division, 1992-1994
•Director of the 32nd Board of Appeal (Physics), 1994-1996 
17 years’ experience at Shiga International Patent Office, 
1997-Present

Work in which Mr. Takahashi has been involved
Mr. Takahashi spent his 30-year career at the JPO handling 
examinations and trials of patent applications.  After joining 
our firm, he has represented clients in many lawsuits, 
especially cases related to mechanical engineering.  Among 
the cases of which he was in charge over the years, the 
following have left a particularly lasting impression on him.

1) JPO trial examination regarding concealing seals for 
protecting personal information

During his tenure at the JPO, Mr. Takahashi was engaged in the 
proceedings of more than 20 oppositions to a utility model 
application for confidential post cards to which concealing 
seals are attached.  Subsequently, the holder of the utility 
model right filed a lawsuit against the Japanese government 
seeking damages of 26 billion JPY.  In the end, the utility 
model right was invalidated.  The decision on the oppositions 
seemed to have had an enormous effect on society since 
concealing seals became widely used in many ways at the 
time of the examination of the oppositions.  Mr. Takahashi 

recalls the case as leaving a deep impression on him since 
there were more than 20 oppositions regarding this 
technology, reflecting society’s high degree of interest in the 
case.

2) Patent infringement litigation regarding thermistor technology
As a patent attorney at Shiga International Patent Office, Mr. 
Takahashi was involved in a noteworthy patent infringement 
litigation case in which a Japanese electronics company 
claimed that their patent right was infringed by a U.S. 
electrical appliance company.  Patent infringement litigation 
seeking damages of over four billion JPY was initiated against 
the U.S. company.  At the same time, a request for a patent 
invalidation trial was also filed.  Ultimately, the patent 
infringement litigation was concluded out of court with a 
conciliatory agreement between the parties. The thermistor 
was one of the main products of the Japanese company and 
was produced in large quantities not only for domestic 
customers but also for exports, thus prompting the claim for 
enormous damages.  If they had lost the case, including the 
litigation which might have rescinded the invalidation trial 
decision, they would have encountered heavy losses.

The future for Norio Takahashi
Q. What are your ambitions for your career and outlook for the 

future?
A. As a patent attorney, I would like to continue contributing 

to the effective utilization of intellectual property rights.

I think that one of the most important missions for patent 
attorneys is to provide clients with professional advice that will 
facilitate the obtaining of patent rights which can be utilized 
effectively and result in the actual successful enforcement of 
those patent rights.

Although many of Japan’s leading companies hold a large 
number of patent rights, their technologies are often easily 
copied throughout the world by latecomer companies and 
they are yet to find an effective measure to counter the 
potential ensuing patent infringement.  In view of the present 
situation, I am concerned that these technologies, which were 
developed through the expenditure of manpower, goods, and 
financial resources, are not being protected in a reasonable 
and just manner.  Since enterprises invest a great deal in 
research and development, their patent rights should be 
protected more properly to a degree which is commensurate 
with their investment.  Furthermore, I believe that our society 
should be one in which companies and individuals are fairly 
rewarded for their efforts.  On the occasion of receiving this 
honorable award, I would like to take the opportunity to 
reaffirm that I intend to continue to dedicate myself, as a 
patent attorney, to contributing to activities that promote the 
effective utilization of intellectual property rights.
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In this article, we provide an overview of the Japanese Design 
System.  With an understanding of the features of the design 
system in Japan, you will be able to obtain design rights more 
appropriately and smoothly.

1. Applications
It is necessary to file a design application with the Japanese 
Patent Office (JPO) in order to obtain a design right in Japan.  
When preparing design applications, the following should be 
noted.

1-1. One Article, One Design per Application
The Japanese Design Law does not allow multiple designs to 
be included in a single application.  Therefore, if one 
application includes two or more designs, a reason for 
rejection will be issued.  In order to overcome the rejection, 
you will need to either divide the application into multiple 
applications or delete unnecessary designs.

1-2. Drawings
The JPO accepts shaded or unshaded line drawings, 
photographs, or computer graphics.  Basically, it is necessary 
to file drawings of six views: the front, rear, top, bottom, right 
side, and left side.  Even if a certain view shows only the parts 
of the design that you are not claiming protection for, you still 
need to submit the view with the parts drawn in a certain way 
(e.g., using dotted lines).  As an alternative to drawings or 
photographs, you can also submit models or samples.

2. Substantive Examination
One notable feature of the Japanese Design System is that the 
JPO conducts substantive examinations.  Once a design 
application has been filed, the Examiner will carry out a prior 
design search.  It is not necessary to file a Request for 
Examination.  The Examiner will issue an Office Action if 
reasons for rejection are found, for example, if it is considered 
that the design lacks novelty or could be easily created.

In response to the Office Action, you can submit Arguments 
and/or Amendments.  In design examinations, there are 
stringent restrictions on amendments, such that amendments 
that change the gist of the design will be dismissed.  
Furthermore, you cannot disclaim parts of the design when 
responding to an Office Action.

3. Deferment of Publication: Up to Three Years
After a design is registered, the JPO will issue a design gazette.  
It is possible to defer publication of the gazette by up to three 
years from the date of registration.  You can apply for 
deferment at the time of filing or when paying the registration 
fee.  The deferment system allows you to adjust the time of 
publication to match the start of sales of your products.

4. Two Significant Systems Provided under the Japanese 
Design Law

The Japanese Design Law provides two systems, the Partial 
Design System and the Related Design System.  If you utilize 
these systems appropriately, you can obtain design rights in an 
efficient manner.

4-1. Partial Design System
The Japanese Design Law allows for protection of parts of a 
design.  This means that you can seek protection for the 
characteristic parts of an article.  For example, the surface of a 
tire cannot be protected by a normal design application since 
the surface itself is a constituent part of the tire and cannot be 
subject to sales transactions on its own.  However, with the 
Partial Design System, you can claim protection for the surface 
of a tire, as shown in Fig. 1.

Points to Consider when Filing Utility Model Applications
Drawings
Drawings must be attached when filing utility model applications, whereas patent applications do not necessarily require the 
attachment of drawings.  A utility model application must be accompanied by an application request, specification, claim(s) for the 
utility model, drawing(s), and an abstract.

Payment of Registration Fee
The utility model registration fee covers the first three years of the right and must be paid at the same time as the application filing fee.  
In contrast, a patent registration is completed by payment of the patent registration fee after issuance of the patent grant.

Comparison of Relevant Fees for Patents and Utility Models (for the case of maintaining three claims for ten years)

Filing a Patent Application Based on a Utility Model Application
A utility model application can be converted into a patent application within three years from the filing date of the utility model 
application, regardless of whether the conversion is before or after registration.  When converted before registration, the utility model 
application will be deemed to have been withdrawn; when converted after registration, the utility model right will be deemed to have 
been abandoned.

Utility Model Technical Opinion
A utility model technical opinion – a technical report concerning the device or technology of the utility model – will be prepared by a 
Japanese Patent Office （JPO） Examiner upon request.  The Examiner will evaluate the novelty and inventive step of the utility model 
and report the results to the applicant.  A technical opinion can be requested by any person at any time after the filing of the 
application even after expiration of the right, except when the right has been invalidated by an invalidation trial.  Since a substantive 
examination is not required in order to register a utility model, it is necessary for the applicant to prepare a utility model technical 
opinion when issuing a warning letter.

4-1-1. Drawings
When you file a partial design application, you need to 
prepare appropriate drawings.

First, it is necessary to show the parts for which protection is 
sought in a certain way, for example, with solid lines, and 
parts for which protection is not sought in another way, for 
example, with broken lines, as shown in Fig. 1.  Furthermore, 
six views of the entire article are necessary even when seeking 
protection for only one part of the article.

4-1-2. Differences from Disclaimers
The Partial Design System is similar to disclaimers, but its basic 
concept is different from that of disclaimers.  Specifically, in 
the Partial Design System, parts for which protection is not 
sought play an important role.  For example, together with 
solid lines in the drawings, dotted lines determine the position, 
size, and area ratio of the claimed parts in the entire article, as 
well as the shape of the articles.

Let’s assume that you have a partial design right for the handle 
of a bag and that a third party manufactures and sells a bag 
with a handle similar to the handle of your bag.  The third 
party seems to infringe your design right.  However, your 
design may not be deemed to be similar to the design of the 
third party if the position, size, and area ratio of the handle 
relative to the other parts are not the same as or similar to 
those of your handle, or if the position, size, and area ratio are 
not common in the field of bag handles.

Therefore, when utilizing the Partial Design System, it is 
necessary to consider the position, size, and area ratio of a 
part for which protection is sought in relation to the other 
parts.

4-2. Related Design System
If you normally apply for similar designs created based on one 
design concept, the applications would be rejected in Japan.  
In order to overcome this problem, the Japanese Design Law 
provides the Related Design System that enables similar 
designs based on the same design concept to be protected and 
registered.  Therefore, you are recommended to utilize the 
Related Design System if you wish to protect similar designs.

In order to register related designs, the following requirements 
must be met:
- Related designs must be similar to a specified principal 

design;
- All of the applications must be filed by the same applicant; 

and
- Applications for the related designs must be filed before the 

principal design becomes publicly known.

We would like you to note that related design rights expire 
simultaneously with the principal design right, and that the 
principal design right and related design rights cannot be 
transferred or licensed separately.

* Applications for which examination was requested on or after April 1, 2004

Ranking of Utility Model Applicants in 2012

Points to Consider when Enforcing a Utility Model Right
There are some limitations when exercising a utility model right in order to 
prevent potential damage to a third party, for example, an injunction or claim for 
damages based on the utility model right.

1. A warning letter must be accompanied by a utility model technical opinion 
when exercising a utility model right.

2. When a utility model right has ultimately been invalidated even after a warning 
or execution of the right, in principle, the owner of the utility model right is 
required to accept liability for damages to the other party.  However, the owner 
is not liable for damages when the evaluation in the utility model technical 
opinion was positive or when positively evaluated in an expert opinion such as 
by an attorney or it has been shown, through sufficiently performed research by 
the owner, for example, that the owner has exercised due care.

3. When filing a claim for damages under the Utility Model Law, the utility model 
holder, him or herself, has to prove that an alleged infringer intentionally or 
negligently infringed the right.  The reason is that all third parties cannot be 
obliged to take due care under a system in which utility models are registered 
without substantive examination being performed, such that infringers cannot 
be held at fault.

Fig. 1

Source: JP-IP.com
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Procedures for Obtaining and Executing a Utility Model Right

Dismissal

No
AmendmentsAmendments

Request for Utility Model
Technical Opinion

Warning Accompanied by the
Utility Model Technical Opinion

Directive to Submit
Amendments

Check of Formality
Requirements

Check of Basic
Requirements

Application

Registration

Finding of
Infringement

Execution of Utility
Model Right

Total

Filing Fee
Examination
Request Fee
Registration

Fee

Annual Fee

Technical Opinion
Request Fee (optional)

Utility Model Patent

14,000 JPY

(2,100 JPY + 100 JPY per claim)×3
(covers the annual fees for the first three years)

Fourth to sixth year: 2,100 JPY + 100 JPY per claim/year
Seventh to tenth year: (18,100 JPY + 900 JPY per claim)/year

42,000 JPY + 1,000 JPY per claim

156,600 JPY
(for the case of requesting a Technical Opinion)

15,000 JPY

(2,300 JPY + 200 JPY per claim)×3
(covers the annual fees for the first three years)

Fourth to sixth year: (2,300 yen + 200 yen per claim)/year
Seventh to ninth year: (21,400 yen + 500 JPY per claim)/year

Tenth to twentieth year: (61,600 yen + 4,800 JPY per claim)/year *

357,700 JPY

168,600 JPY + 4,000 JPY per claim

Rank

1

2

3

3

5

6

7

8

8

8

8

Number of
Applications

52

36

33

33

21

19

18

13

13

13

13

Name of Applicant

Asia Vital Components Co., Ltd.

Leben Co., Ltd.

Sekisui Plastics Co., Ltd.

Shimadzu Corporation

King Slide Works Co., Ltd.

Alps Electric Co., Ltd.

Taisei Corporation

Ishida Co., Ltd.

King Slide Technology Co., Ltd.

Raymay Fujii Corporation

TOMY Company, Ltd.

Industry

Manufacture of computer fans and components

Manufacture and sales of living ware

Manufacture of plastics, sheets, and building materials

Manufacture and sales of measurement devices and medical devices

Manufacture and sales of electronic products

Manufacture of electronic parts

Construction, civil engineering, and real estate

Manufacture of packaging and inspecting devices

Manufacture and sales of rail kits for servers, computers, and
telecommunications related equipment

Manufacture and sales of stationery

Manufacture of toys



In this article, we provide an overview of the Japanese Design 
System.  With an understanding of the features of the design 
system in Japan, you will be able to obtain design rights more 
appropriately and smoothly.

1. Applications
It is necessary to file a design application with the Japanese 
Patent Office (JPO) in order to obtain a design right in Japan.  
When preparing design applications, the following should be 
noted.

1-1. One Article, One Design per Application
The Japanese Design Law does not allow multiple designs to 
be included in a single application.  Therefore, if one 
application includes two or more designs, a reason for 
rejection will be issued.  In order to overcome the rejection, 
you will need to either divide the application into multiple 
applications or delete unnecessary designs.

1-2. Drawings
The JPO accepts shaded or unshaded line drawings, 
photographs, or computer graphics.  Basically, it is necessary 
to file drawings of six views: the front, rear, top, bottom, right 
side, and left side.  Even if a certain view shows only the parts 
of the design that you are not claiming protection for, you still 
need to submit the view with the parts drawn in a certain way 
(e.g., using dotted lines).  As an alternative to drawings or 
photographs, you can also submit models or samples.

2. Substantive Examination
One notable feature of the Japanese Design System is that the 
JPO conducts substantive examinations.  Once a design 
application has been filed, the Examiner will carry out a prior 
design search.  It is not necessary to file a Request for 
Examination.  The Examiner will issue an Office Action if 
reasons for rejection are found, for example, if it is considered 
that the design lacks novelty or could be easily created.

In response to the Office Action, you can submit Arguments 
and/or Amendments.  In design examinations, there are 
stringent restrictions on amendments, such that amendments 
that change the gist of the design will be dismissed.  
Furthermore, you cannot disclaim parts of the design when 
responding to an Office Action.

3. Deferment of Publication: Up to Three Years
After a design is registered, the JPO will issue a design gazette.  
It is possible to defer publication of the gazette by up to three 
years from the date of registration.  You can apply for 
deferment at the time of filing or when paying the registration 
fee.  The deferment system allows you to adjust the time of 
publication to match the start of sales of your products.

4. Two Significant Systems Provided under the Japanese 
Design Law

The Japanese Design Law provides two systems, the Partial 
Design System and the Related Design System.  If you utilize 
these systems appropriately, you can obtain design rights in an 
efficient manner.

4-1. Partial Design System
The Japanese Design Law allows for protection of parts of a 
design.  This means that you can seek protection for the 
characteristic parts of an article.  For example, the surface of a 
tire cannot be protected by a normal design application since 
the surface itself is a constituent part of the tire and cannot be 
subject to sales transactions on its own.  However, with the 
Partial Design System, you can claim protection for the surface 
of a tire, as shown in Fig. 1.

Points to Consider when Filing Utility Model Applications
Drawings
Drawings must be attached when filing utility model applications, whereas patent applications do not necessarily require the 
attachment of drawings.  A utility model application must be accompanied by an application request, specification, claim(s) for the 
utility model, drawing(s), and an abstract.

Payment of Registration Fee
The utility model registration fee covers the first three years of the right and must be paid at the same time as the application filing fee.  
In contrast, a patent registration is completed by payment of the patent registration fee after issuance of the patent grant.

Comparison of Relevant Fees for Patents and Utility Models (for the case of maintaining three claims for ten years)

Filing a Patent Application Based on a Utility Model Application
A utility model application can be converted into a patent application within three years from the filing date of the utility model 
application, regardless of whether the conversion is before or after registration.  When converted before registration, the utility model 
application will be deemed to have been withdrawn; when converted after registration, the utility model right will be deemed to have 
been abandoned.

Utility Model Technical Opinion
A utility model technical opinion – a technical report concerning the device or technology of the utility model – will be prepared by a 
Japanese Patent Office （JPO） Examiner upon request.  The Examiner will evaluate the novelty and inventive step of the utility model 
and report the results to the applicant.  A technical opinion can be requested by any person at any time after the filing of the 
application even after expiration of the right, except when the right has been invalidated by an invalidation trial.  Since a substantive 
examination is not required in order to register a utility model, it is necessary for the applicant to prepare a utility model technical 
opinion when issuing a warning letter.

4-1-1. Drawings
When you file a partial design application, you need to 
prepare appropriate drawings.

First, it is necessary to show the parts for which protection is 
sought in a certain way, for example, with solid lines, and 
parts for which protection is not sought in another way, for 
example, with broken lines, as shown in Fig. 1.  Furthermore, 
six views of the entire article are necessary even when seeking 
protection for only one part of the article.

4-1-2. Differences from Disclaimers
The Partial Design System is similar to disclaimers, but its basic 
concept is different from that of disclaimers.  Specifically, in 
the Partial Design System, parts for which protection is not 
sought play an important role.  For example, together with 
solid lines in the drawings, dotted lines determine the position, 
size, and area ratio of the claimed parts in the entire article, as 
well as the shape of the articles.

Let’s assume that you have a partial design right for the handle 
of a bag and that a third party manufactures and sells a bag 
with a handle similar to the handle of your bag.  The third 
party seems to infringe your design right.  However, your 
design may not be deemed to be similar to the design of the 
third party if the position, size, and area ratio of the handle 
relative to the other parts are not the same as or similar to 
those of your handle, or if the position, size, and area ratio are 
not common in the field of bag handles.

Therefore, when utilizing the Partial Design System, it is 
necessary to consider the position, size, and area ratio of a 
part for which protection is sought in relation to the other 
parts.

4-2. Related Design System
If you normally apply for similar designs created based on one 
design concept, the applications would be rejected in Japan.  
In order to overcome this problem, the Japanese Design Law 
provides the Related Design System that enables similar 
designs based on the same design concept to be protected and 
registered.  Therefore, you are recommended to utilize the 
Related Design System if you wish to protect similar designs.

In order to register related designs, the following requirements 
must be met:
- Related designs must be similar to a specified principal 

design;
- All of the applications must be filed by the same applicant; 

and
- Applications for the related designs must be filed before the 

principal design becomes publicly known.

We would like you to note that related design rights expire 
simultaneously with the principal design right, and that the 
principal design right and related design rights cannot be 
transferred or licensed separately.

* Applications for which examination was requested on or after April 1, 2004

Ranking of Utility Model Applicants in 2012

Points to Consider when Enforcing a Utility Model Right
There are some limitations when exercising a utility model right in order to 
prevent potential damage to a third party, for example, an injunction or claim for 
damages based on the utility model right.

1. A warning letter must be accompanied by a utility model technical opinion 
when exercising a utility model right.

2. When a utility model right has ultimately been invalidated even after a warning 
or execution of the right, in principle, the owner of the utility model right is 
required to accept liability for damages to the other party.  However, the owner 
is not liable for damages when the evaluation in the utility model technical 
opinion was positive or when positively evaluated in an expert opinion such as 
by an attorney or it has been shown, through sufficiently performed research by 
the owner, for example, that the owner has exercised due care.

3. When filing a claim for damages under the Utility Model Law, the utility model 
holder, him or herself, has to prove that an alleged infringer intentionally or 
negligently infringed the right.  The reason is that all third parties cannot be 
obliged to take due care under a system in which utility models are registered 
without substantive examination being performed, such that infringers cannot 
be held at fault.

Fig. 1

Source: JP-IP.com
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Procedures for Obtaining and Executing a Utility Model Right
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Finding of
Infringement

Execution of Utility
Model Right

Total

Filing Fee
Examination
Request Fee
Registration

Fee

Annual Fee

Technical Opinion
Request Fee (optional)

Utility Model Patent

14,000 JPY

(2,100 JPY + 100 JPY per claim)×3
(covers the annual fees for the first three years)

Fourth to sixth year: 2,100 JPY + 100 JPY per claim/year
Seventh to tenth year: (18,100 JPY + 900 JPY per claim)/year

42,000 JPY + 1,000 JPY per claim

156,600 JPY
(for the case of requesting a Technical Opinion)

15,000 JPY

(2,300 JPY + 200 JPY per claim)×3
(covers the annual fees for the first three years)

Fourth to sixth year: (2,300 yen + 200 yen per claim)/year
Seventh to ninth year: (21,400 yen + 500 JPY per claim)/year

Tenth to twentieth year: (61,600 yen + 4,800 JPY per claim)/year *

357,700 JPY

168,600 JPY + 4,000 JPY per claim

Rank

1

2

3

3

5

6

7

8

8

8

8

Number of
Applications

52

36

33

33

21

19

18

13

13

13

13

Name of Applicant

Asia Vital Components Co., Ltd.

Leben Co., Ltd.

Sekisui Plastics Co., Ltd.

Shimadzu Corporation

King Slide Works Co., Ltd.

Alps Electric Co., Ltd.

Taisei Corporation

Ishida Co., Ltd.

King Slide Technology Co., Ltd.

Raymay Fujii Corporation

TOMY Company, Ltd.

Industry

Manufacture of computer fans and components

Manufacture and sales of living ware

Manufacture of plastics, sheets, and building materials

Manufacture and sales of measurement devices and medical devices

Manufacture and sales of electronic products

Manufacture of electronic parts

Construction, civil engineering, and real estate

Manufacture of packaging and inspecting devices

Manufacture and sales of rail kits for servers, computers, and
telecommunications related equipment

Manufacture and sales of stationery

Manufacture of toys



Introduction
The Utility Model Right System is designed to protect 
inventions (devices) which cannot necessarily be regarded as 
highly advanced creations of technical ideas.  There had been 
an increasing need to obtain rights more promptly to protect 
products having short lifespans and technologies which need 
to be implemented more quickly.  In response to this growing 
demand for earlier protection, the Japanese Utility Model Law 
was revised on January 1, 1994.  This revision implemented 
the Accelerated Registration System which dispenses with the 
substantive examination of novelty and inventive step, and 
grants a right on the basis of an examination of whether the 
application satisfies a series of requirements (referred to as 
basic requirements).  Therefore, applications can be registered 
within two or three months from the filing date.  The term of 
validity for a utility model right is ten years from the filing date, 
while the term for a patent right is 20 years.  In this issue of 
Shiga IP News, we introduce the Utility Model Right System 
and related trends in Japan.

Examination of Utility Model Applications
The examination of a utility model will simply check whether 
or not the basic requirements shown below are satisfied in 
addition to a check of formalities.
1. The device relates to the shape/form or structure of an 

article or to a combination of articles.
2. The claimed device is not liable to contravene public order 

and morality.
3. The application satisfies the requirements for the format of 

the claims as well as the requirements for unity of 
application.

4. All the necessary items are described in the specification 
and drawings, and those descriptions are not conspicuously 
unclear.

Subject of Protection under the Utility Model Right System
The subject matters protected by a utility model right are the 
form of a product, structure, or combination of related items 
which were created using inventive technological concepts 
based on natural laws and rules.  This is different from the 

subject matter protected by a patent right (for example, a 
method cannot be the subject of protection of a utility model), 
although the purpose of both systems is identical.

In addition, a high level of inventiveness is no longer required 
in the creation of a technological concept for subject matter 
protected by a utility model right, although it is required under 
the Patent Law.

Interpretation of “Structure of an Article”
A “structure of an article” is defined as a coordinated coupling 
or combination of members or elements.  For example, an ash 
tray with a cigarette butt receptacle and water reservoir to 
extinguish cigarettes falls under this heading of “structure of an 
article”.  However, “structure of an article” tends to be 
interpreted more broadly in customary practice in Japan as 
illustrated by the following examples.

1. Structures do not need to be three dimensional.  The 
placement of lines, characters, graphics, or symbols is also 
interpreted as a type of structure (e.g., the index of a 
telephone book or the placement of symbols on an eye 
chart).

2. Structural features do not need to be clear in their 
appearance.  Even if they seem to be the same in 
appearance, they could be considered structurally different 
when they can be physically or scientifically differentiated 
by breaking them up into parts (e.g., a magnetic razor and a 
non-magnetic razor).  Therefore, a device constituted by a 
material itself can be protected indirectly through the form 
or configuration of the article.  But in this case, the form of 
the article and the material must be inseparable.

3. Not all parts of an article must have a certain form or 
configuration.  Even though liquids, gases, or powders 
themselves are not subject to protection, they can be the 
subject of protection when they have certain effects as a 
part of an article with a certain form or configuration having 
a coordinated relationship with the other parts of the article 
(e.g., a thermometer or an hourglass).

2013 Spring Honors
We are proud to announce that Norio Takahashi, one of our 
Senior Counsels, has been decorated with the “Order of the 
Sacred Treasure, Gold Rays with Rosette” during the 2013 
Spring Honors in recognition of his service to the nation, 
particularly in the intellectual property industry.  He was 
honored with this distinguished award for his career-spanning 
achievements and dedication to intellectual property over 47 
years.

Profile of Norio Takahashi
Senior Counsel
Patent Attorney
Mechanical Engineering
B.S., School of Mechanical Engineering, 
Fukui University
30 years’ experience at the JPO (Japanese 
Patent Office), 1966-1996

•Examiner and Appeal Examiner, 1966-1988
•Member of the Examination Standards Section which is 

responsible for establishing examination standards for 
inventions and utility models, 1979-1981
•Managing Examiner, Industrial Machinery Division, 

1987-1989
•Examiner-in-Chief, 1989-1991
•Training Instructor, 1989-1991
•Trial Examiner-in-Chief, Packaging Machinery and Checking 

Devices Division, 1992-1994
•Director of the 32nd Board of Appeal (Physics), 1994-1996 
17 years’ experience at Shiga International Patent Office, 
1997-Present

Work in which Mr. Takahashi has been involved
Mr. Takahashi spent his 30-year career at the JPO handling 
examinations and trials of patent applications.  After joining 
our firm, he has represented clients in many lawsuits, 
especially cases related to mechanical engineering.  Among 
the cases of which he was in charge over the years, the 
following have left a particularly lasting impression on him.

1) JPO trial examination regarding concealing seals for 
protecting personal information

During his tenure at the JPO, Mr. Takahashi was engaged in the 
proceedings of more than 20 oppositions to a utility model 
application for confidential post cards to which concealing 
seals are attached.  Subsequently, the holder of the utility 
model right filed a lawsuit against the Japanese government 
seeking damages of 26 billion JPY.  In the end, the utility 
model right was invalidated.  The decision on the oppositions 
seemed to have had an enormous effect on society since 
concealing seals became widely used in many ways at the 
time of the examination of the oppositions.  Mr. Takahashi 

recalls the case as leaving a deep impression on him since 
there were more than 20 oppositions regarding this 
technology, reflecting society’s high degree of interest in the 
case.

2) Patent infringement litigation regarding thermistor technology
As a patent attorney at Shiga International Patent Office, Mr. 
Takahashi was involved in a noteworthy patent infringement 
litigation case in which a Japanese electronics company 
claimed that their patent right was infringed by a U.S. 
electrical appliance company.  Patent infringement litigation 
seeking damages of over four billion JPY was initiated against 
the U.S. company.  At the same time, a request for a patent 
invalidation trial was also filed.  Ultimately, the patent 
infringement litigation was concluded out of court with a 
conciliatory agreement between the parties. The thermistor 
was one of the main products of the Japanese company and 
was produced in large quantities not only for domestic 
customers but also for exports, thus prompting the claim for 
enormous damages.  If they had lost the case, including the 
litigation which might have rescinded the invalidation trial 
decision, they would have encountered heavy losses.

The future for Norio Takahashi
Q. What are your ambitions for your career and outlook for the 

future?
A. As a patent attorney, I would like to continue contributing 

to the effective utilization of intellectual property rights.

I think that one of the most important missions for patent 
attorneys is to provide clients with professional advice that will 
facilitate the obtaining of patent rights which can be utilized 
effectively and result in the actual successful enforcement of 
those patent rights.

Although many of Japan’s leading companies hold a large 
number of patent rights, their technologies are often easily 
copied throughout the world by latecomer companies and 
they are yet to find an effective measure to counter the 
potential ensuing patent infringement.  In view of the present 
situation, I am concerned that these technologies, which were 
developed through the expenditure of manpower, goods, and 
financial resources, are not being protected in a reasonable 
and just manner.  Since enterprises invest a great deal in 
research and development, their patent rights should be 
protected more properly to a degree which is commensurate 
with their investment.  Furthermore, I believe that our society 
should be one in which companies and individuals are fairly 
rewarded for their efforts.  On the occasion of receiving this 
honorable award, I would like to take the opportunity to 
reaffirm that I intend to continue to dedicate myself, as a 
patent attorney, to contributing to activities that promote the 
effective utilization of intellectual property rights.
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