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１． Introduction 

In accordance with the Revision to the Japanese Patent Law in 2011, remedial measures for the 

expiration of the procedural period have been drastically modified. As a result, types of remedial 

actions are broadened, and the eligibility requirement for remedial actions has been relaxed. 

 

At present, the Japanese Patent Law allows an applicant to take the following nine remedial actions 

toward: 

(1) late submission of translation of a foreign language application 

(2) payment for annual patent fee and its extra charge for late payment 

(3) late submission of translation of a foreign language PCT application 

(4) payment for renewal fee for utility model registration and its extra charge for late payment 

(5) late submission of translation of an international utility model application in foreign language 

(6) payment for renewal fee for design registration and its extra charge for late payment 

(7) filing a request for renewal of trademark registration 

(8) filing a request for registration of renewal of duration of right based on a defensive mark 

registration 

(9) filing a request for rewritten registration (filing a request for reclassification from Japanese scale 

classification into International Trademark Classification) 

The above actions (1), (3), and (5) have been newly adopted into remedial measures under the 

revision to the Japanese Patent Law in 2011. 

 

This article introduces the most noteworthy remedial action among the above remedial measures: (3) 

remedial action for late submission of translation of a foreign language PCT application (Japanese 

Patent Law Article 184-4), and explains about overview of the remedial procedures as well as the 

actual practice operated by the JPO. Please keep in mind that the remedial measures after the 

revision to the Japanese Patent Law in 2011 has been implemented effective on April 1, 2012. 

 

2. Remedial action for late submission of translation of a foreign language PCT application 

(1) PCT national phase entry into Japan 

At the beginning, filing procedures for a foreign language PCT application under national phase 

entry into Japan are briefly explained. When filing a foreign language PCT application, an applicant 
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must submit transmittal form for entering national phase in Japan, “translations for a specification, 

claims, and drawings” (hereinafter a “translation”) to the JPO within two and a half years from a 

priority date. Please be aware that the transmittal form for entering an application into the national 

phase in Japan must be submitted within two and a half years from the priority date (so-called 

“procedural period for transmittal form for entering national phase in Japan”) to the JPO. On the 

other hand, translations can be submitted maximum two year and eight months from the priority date 

including a grace period, so-called “preferential period for submission of translation.” If translations 

are not submitted within the period, patent applications shall be deemed as withdrawn. 

  

(2) Remedial procedure 

If an applicant cannot submit the transmittal form for entering an application into the national phase 

in Japan within the procedural period and has a reasonable excuse for unable to submit the document 

by deadline, the applicant allows to submit transmittal form for entering national phase in Japan and 

its relevant translation documents within two months from the date on which the legal excuse is 

canceled as well as one year from the procedural period. In that case, an applicant must submit a 

statement of reasons for restoration which is described that a reasonable excuse is canceled 

together with transmittal form for entering national phase in Japan and its relevant translations. The 

following chart illustrates this remedial procedure. In addition, if an applicant objects for a decision 

of dismissal by the JPO, an applicant can file a request for opposition under the Japanese 

Administrative Appeal Act. 
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Please keep in mind that the translations must be firstly submitted regardless of whether remedial 

action is granted or not. Even if remedial action is not granted, the translation fees for a PCT 

application cannot be refunded. Therefore, remedial action is sometimes chargeable for an applicant. 

 

(3) Statement of Reasons for Restoration 

Statement of reasons for restoration must be contained sufficient reasons for the restoration. It 

should contain (a) brief explanation about an event where causes overdue (date of the event occurred 

and terminated, contents of the event, and person in charge of the event); (b) preventive measure 

before the event (person in charge of the preventive measure, contents of the preventive measures, 

duration of the preventive measures) and (c) countermeasures after the event (person in charge of the 

countermeasure, contents of the countermeasures, and duration of the countermeasures). For 

example, it should also include if and when a person in charge of the event has been in hospital.  

 

In addition, Statement of reasons for restoration must describe the grounds and date on which 

the reasonable excuse, for which an applicant cannot carry out an appropriate procedures at the JPO, 

cease. For example, it should include the date on which the person in charge is out of hospital. 

 

According to the JPO’s Guideline, an event which may be deemed as subject for remedial action is 

illustrated as follows: i) an agent is out of office due to unexpected circumstance, e.g., staying in 

hospital; ii) person in charge of the procedures from corporation is out of office due to accident; iii) 

office building damaged by natural disaster; iv) interruption of on-line proceeding due to accidental 

blackout caused by thunderbolt; v) misdisplay of the information caused by malfunction of patent 

administrative system. 

 

On the other hand, the following examples are not deemed as subject for remedial action because the 

event is predictable. i) an agent has been in hospital due to a planned event; ii) person in charge from 

corporation leaves due to mandatory retirement; iii) office reconstruction iv) interruption of on-line 

proceedings due to a planned blackout. 

 

3. Actual practice by the JPO 

Remedial measures for expiration of procedural period had been tremendously restricted under the 

Japanese Patent Law, compared with those among overseas countries. Therefore, revision to the 

remedial measures had been necessary. However, actual judgment regarding remedial measures by 

the JPO has been restricted even after the revision. It is seemed that the JPO is concerned about 

potential risk caused by relaxation of remedial measures. 

 



 

5 
 

For example, problems caused by e-mail transmission cannot be subjects for remedial measures. The 

JPO considers that e-mail correspondence may sometime cause trouble; and therefore, an applicant 

should have taken alternative actions, such as fax transmission, phone, and mail delivery, together 

with e-mail transmission.  

 

In addition, remedial action cannot cover misunderstanding while processing an entry into domestic 

phase caused by different practice among countries. On the other hand, if person in charge of the 

case has suffered a medical problem, remedial action can be taken. However, even if the case is 

affected by medical problems, the JPO requires an applicant to provide a detailed explanation stating 

why alternative personnel cannot take over the case. It seems difficult for applicant to take remedial 

action without an appropriate explanation to the JPO. 


