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The Grand Panel at the IP High Court will judge a case regarding patent term 

extensions 

 

SHIGA INTERNATIONAL PATENT OFFICE 

Hidenori HAMAI 

 

Genentech Inc., a major bio-manufacturer in the U.S., has filed a request for cancelation 

of a trial decision wherein the Japan Patent Office (JPO) has not allowed Genentech to 

apply patent term extensions to their patent applications. (Case Numbers: 

2013(Gyo-Ke)10195, 2013(Gyo-Ke)10196, 2013(Gyo-Ke)10197, 2013(Gyo-Ke)10198). 

The Intellectual Property (IP) High Court has announced on February 14, 2014 that the 

Grand Panel consisting of five judges will conduct a trial proceeding and render a 

judgment in the case. 

  

The Grand Panel will judge the suitability of the patent term extension system to 

restore the period during which the patented invention was unable to be worked 

because it was necessary to obtain a disposition designated by the Cabinet Order (in 

other words “marketing approval”) and the applicability of the system. Grand Panels 

are held for important and/or complicated cases which require unified opinions at the IP 

High Court. This case is the ninth Grand Panel case since the IP High Court was 

founded in 2005. 

 

1. Point of Issue 

Point of the issue is whether or not a patent term extension will be granted based on the 

present disposition under the following conditions: 

(i) Prior drug products pertaining to the patent were approved and certificated 

under the Pharmaceutical Affairs Law and the patent term extension was 

granted based on the disposition (the prior disposition). 

(ii) Present drug products with different dosages and means of administration than 

the prior products were necessary to obtain another disposition (the present 

disposition) to be worked. 

(iii) The present drug products are within the technical scope of the patent invention 

according to the prior drug products. 

 

2. Precedent case at the Supreme Court  

Case Number: 2009(Gyo-Hi)326 
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Plaintiff: Takeda Pharmaceutical Company Limited. 

Defendant: JPO Commissioner 

Even if the active ingredient and effect of a present drug product for which is granted 

approval and certification from the Pharmaceutical Affairs (the present disposition) are 

identical with those of prior drug products pertaining to a patent which was already 

granted an extension of its term, and only if the present drug products are not within 

the technical scope of the extended patent to which the prior products pertain, should 

the patent term extension application to which the present drug products pertain be 

granted. 

 

The current Grand Panel Case is different from the case of the above precedent case in 

terms of the fact that the present drug products are within the technical scope of the 

patent invention according to the prior drug products. 

 

This Grand Panel case is drawing significant attention since the judgment will be 

influential in reconsidering the requirements of a patent term extension application. 


