
1. Introduction
The requirements for Unity of Invention and the provision 
regarding amendments which change the special technical feature 
(STF) of the invention (so-called “Shift Amendments”) are some of 
the most important practical requirements in the process for 
obtaining patents.  The Japanese Patent Office (JPO) has revised the 
Examination Guidelines regarding Unity of Invention and Shift 
Amendments.  As a result, the Examination Guidelines have 
become more relaxed than before.

Under the previous Examination Guidelines, the requirements for 
Unity of Invention and the prohibition of Shift Amendments were 
very strictly observed.  Therefore, many divisional applications 
were filed due to lack of Unity of Invention and/or in order to avoid 
Shift Amendments.  Under such circumstances, the JPO received a 
great deal of critical feedback and requests from many applicants 
and intellectual property-related organizations to relax the 
Examination Guidelines.

The new Examination Guidelines apply, in principle, to applications 
examined starting July 1, 2013.  This issue of Shiga IP News 
illustrates the main points of the revisions.

2. Main Points of the Revisions to the Examination 
Guidelines regarding the “Requirements for Unity of 
Invention”
Unity of Invention is stipulated in Article 37 of the Japanese Patent 
Law.  The specific standards for judging whether an invention has 
Unity of Invention are stipulated in the Examination Guidelines.
This section explains the differences between the old and new 
Examination Guidelines and uses examples to describe how the 
judgment of Unity of Invention has changed under the new 
Examination Guidelines.

I. Previous Examination Guidelines
The previous Examination Guidelines concerning Unity of Invention 
are as follows.

The subject of examination was inventions (claims) which include 
ALL technical features of one of the following inventions:
   1) The initial invention (Claim 1) when the initial invention has an 

STF; or
   2) When the initial invention has no STF, the first invention found to 

have an STF among the first directly-dependent series of claims 
when the claims are examined in series.

In Chart 1, each of Claims 1 to 11 includes the technical features 
listed.  In this example, Claim 1 has no STF, but an STF is found in 
Claim 3 in the first directly-dependent series of claims (Claims 2 to 4).
Under the previous Examination Guidelines, claims having ALL the 
technical features of Claim 3 (features A, B, and C) in which an STF 
was found would satisfy Unity of Invention with respect to the 
already-examined claims (Claims 1 to 3).  Therefore, Claim 4 having 
ALL the technical features of Claim 3 would have been examined 
together with Claims 1 to 3.  The other claims DO NOT have ALL the 
technical features of Claim 3; therefore, due to a lack of Unity of 
Invention, Claims 5 to 11 would not have been examined for other 
patentability requirements such as novelty and inventive step.

II. Revised Examination Guidelines
The new Examination Guidelines concerning Unity of Invention are 
as follows.

・  Subject of examination determined based on STF
After the revisions, the subject of examination is inventions (claims) 
which have an identical or a corresponding STF of one of the 
following inventions:

    1) The initial invention (Claim 1) when the initial invention has an 
STF; or

    2) When the initial invention has no STF, the first invention found to 
have an STF among the first directly-dependent series of claims 
when the claims are examined in series.

In Chart 1, as mentioned above, Claim 1 has no STF, but an STF 
(feature C) is found in Claim 3 among the first directly-dependent 
series of claims (Claims 2 to 4).  The claims having an STF identical or 
corresponding to feature C found in Claim 3 are Claims 4 to 8 (C or 
C’).  Therefore, Claims 4 to 8 satisfy the requirements for Unity of 
Invention with respect to the examined claims (Claims 1 to 3).

・  Subject of examination determined based on efficiency of examination
The following guidelines were newly added in view of improving 
efficiency of examination.
A group of inventions for which it would be efficient to examine the 
inventions thereof together with the initial invention (Claim 1) is 
also generally the subject of examination.

Introduction
Even if alleged infringing products are found on the Internet, such websites are often removed before any action can be taken.

In Japan, it is possible for the owner of an intellectual property right (patent, design, trademark, etc.) to preserve evidence of potential infringement 
of the right, such as a website which discloses an alleged infringing product, a website selling such a product, and the like, by requesting that a 
notary public prepare a Notarial Deed for Witnessed Fact.

The Japan National Notaries Association states that “The ‘notarization of a fact brought to the attention of a notary public and that has thereafter 
actually been witnessed and experienced by the notary public’ is similar to a ‘verification by a court’, and a ‘Notarial Deed for Witnessed Fact’ 
showing the results of the notarization is similar to a ‘verification record’ prepared by a court and has the function of preserving evidence.  Such a 
document covers a variety of facts related to rights”.*1

A notary public is a special public official appointed by the Minister of Justice.  A Notarial Deed for Witnessed Fact prepared by such a notary 
public is presumed to be an authentic official document created under Article 228, Paragraph 2 of the Code of Civil Procedure.

Therefore, a Notarial Deed for Witnessed Fact provides an objective document having a high probative value in court proceedings and the like.

Furthermore, as a rule, it is not necessary to provide proof or prima facie evidence regarding the authenticity of a Notarial Deed for Witnessed Fact.  
Thus, the owner of an intellectual property right can confidently assert a fact stated in a Notarial Deed for Witnessed Fact against a potential 
infringer so as to expedite resolution of the dispute.

Summary of Procedures (in the case of a Japanese patent attorney representing an overseas owner of an intellectual property right)

Step 1: Preparation of Power of Attorney citing URL of target website
A Power of Attorney and a Certificate of Corporate Nationality notarized by a notary public of the country where the overseas owner of the 
intellectual property right resides should be filed.

Step 2: Preliminary meeting between Japanese notary public and Japanese patent attorney (hereinafter simply “notary 
public” and “patent attorney”, respectively)
The ownership of the intellectual property right and existence of the target website should be confirmed during the preliminary meeting.

Step 3: Notarization
The screen showing the target website that discloses and/or sells the alleged infringing product as well as all screens of related websites are 
confirmed and printed out in the presence of the notary public and the patent attorney.

Step 4: Preparation of Notarial Deed for Witnessed Fact
The notary public prepares a Notarial Deed for Witnessed Fact incorporating the document showing ownership of the intellectual property 
right and the printouts of the target websites.

Step 5: Completion
The notary public and patent attorney execute the completed Notarial Deed for Witnessed Fact after the contents have been approved by 
the patent attorney.  (In general, a Notarial Deed for Witnessed Fact is preserved for twenty years in the notary public’s office, and the term 
is extendible if requested at the start of the proceedings.)

Utilization of a Notarial Deed for Witnessed Fact other than for infringement cases*2

In addition to infringement cases, it is possible to utilize a Notarial Deed for Witnessed Fact in the following situations.

We recommend the use of a Notarial Deed for Witnessed Fact as a possible strategy because of its objective and high probative value.

◆Procuring Intellectual Property Rights
�  ▲ Evidence when applying for exception to loss of novelty

◆Exclusion of Procurement of Intellectual Property Right by Third Party (Preservation of Evidence that an Invention was 
Publicly Known or Publicly Used)

�  ▲ Proof of working of invention
�  ▲ Proof of demonstration of operation during launch event for new product
�  ▲ Proof that invention/product was worked or put on sale
�  ▲ Preservation of evidence of details of press release

Reference Materials:
*1: Website of the Japan National Notaries Association
*2: Patent, published by the Japanese Patent Attorneys Association, 2003, Vol. 56, No. 6
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4. Conclusion
The revision to the Examination Guidelines concerning the “Requirements for Unity of Invention” expands the scope of Unity of Invention.  Therefore, it 
is expected that the number of divisional applications caused by a lack of Unity of Invention will decrease.

In addition, the revision of the Examination Guidelines concerning the “Requirements for Unity of Invention” also expands the allowable scope of 
amendments in relation to Shift Amendments which are closely related to Unity of Invention.  Applicants might have a wider range of options than before 
when making amendments in response to an Office Action.

In comparison to the previous Examination Guidelines, the number of applications for which applicants should file a divisional application in order to 
avoid Shift Amendments and to ensure examination of novelty and inventive step of new claims could be reduced under the new Examination Guidelines.

From a practical side, since the second half of 2012, examinations at the JPO appear to be more relaxed concerning Unity of Invention and Shift 
Amendments, probably in anticipation of these revisions to the Examination Guidelines.

・ Inventions (claims) excluded from the subject of examination
It is permissible to exclude the following inventions (claims) from the subject of examination if it becomes inefficient to examine such inventions 
because an additional prior art search from a different point of view might be required.
① An invention X for which there is little relevancy between the problem to be solved by the invention of Claim 1 and the specific problem to be solved by 

invention X, where the problem to be solved by invention X is understood from the technical features of invention X added to the invention of Claim 1, or
② An invention Y which has little relevancy to the invention of Claim 1 in view of the technical features of invention Y added to the invention of Claim 1.

In Chart 1, Claims 9 and 10 do not have a technical feature (C or C’) identical or corresponding to that of Claim 3 which was found to have an STF.  
However, Claims 9 and 10 fall under neither ① nor ② mentioned above and are illustrated as examples which satisfy the requirements for Unity of 
Invention in view of efficiency of examination.

On the other hand, Claim 11 does not have a technical feature (C or C’) identical or corresponding to that of Claim 3 which was found to have an STF.  
Furthermore, Claim 11 falls under ① or ② mentioned above and is illustrated as an example which does not satisfy the requirements for Unity of 
Invention in view of efficiency of examination.

As explained above, under the previous Examination Guidelines, the claims which satisfied the requirements for Unity of Invention were Claims 1 to 4 
in Chart 1.  On the other hand, under the new Examination Guidelines, Claims 1 to 10 satisfy the requirements for Unity of Invention.  The revisions 
broaden the range of claims which will be subject to the examination of patentability requirements other than Unity of Invention.  In addition, the 
revisions dramatically decrease the need to file divisional applications as a countermeasure against a lack of Unity of Invention.

Chart 1: Inventions subject to examination after the revision to the Examination Guidelines (for the case when “C” is found to be an STF in Claim 3)

3. Main Points of the Revisions concerning “Amendments which Change the Special Technical Feature (STF) of the Invention” 
(Shift Amendments)

I. Background Leading to the Introduction of the Concept of Shift Amendments
Multiple inventions which can be filed in a single patent application are restricted to inventions which fulfill the requirements for Unity of Invention 
(Japanese Patent Law, Article 37).  However, if amendments made to the claims that exceed a range which satisfies the requirements for Unity of 
Invention are accepted in response to a Notice of Reasons for Rejection (Office Action), the results of the prior art search and examination performed 
cannot be effectively utilized in the examination following that Notice of Reasons for Rejection.  Therefore, a new prior art search and examination 
would have to be carried out.  Such amendments hamper not only the quick and appropriate procurement of patent rights but are also an impediment 
to the fair handling of patent applications.  Therefore, the same restrictions as those for Unity of Invention were also placed on amendments made to 
the claims in response to an Office Action.  This restriction concerning amendments when responding to an Office Action (the prohibition of “Shift 
Amendments”) was introduced in the 2006 revisions to the Japanese Patent Law (Article 17bis, Paragraph 4) and took effect in April 2007.  Please keep 
in mind that violation of the provision concerning Shift Amendments could result in the issuance of a reason for rejection.

* Japanese Patent Law, Article17bis, Paragraph 4
In addition to the case provided in the preceding paragraph, where any amendments to the claims are made in the cases listed in Paragraph 1, 
the invention for which a judgment on its patentability is stated in the Notice of Reasons for Rejection received prior to making the amendment 
and the inventions constituted by the matters described in the claims after amendment shall be of a group of inventions recognized as fulfilling 
the requirements for Unity of Invention set forth in Article 37.

The Examination Guidelines concerning Shift Amendments are not substantially revised in the new Examination Guidelines.  However, under the 
relaxation of the requirements for Unity of Invention, the range of allowable amendments was expanded since the Examination Guidelines concerning 
Shift Amendments are closely related to those for Unity of Invention.  The Examination Guidelines for Shift Amendments are shown below.

The subject of examination will be inventions after amendment which satisfy the requirements prescribed in the revised Examination Guidelines 
concerning “Unity of Invention” in relation to the examined claims before amendment.

II. Example under the Previous Examination Guidelines
In the example shown in Chart 2, the original claim set contains Claims 1 to 4, and among the examined claims, an STF was found in Claim 3.  In 
this example, in response to an Office Action, former Claims 1 and 2 were canceled and former Claims 3 and 4 became new Claims 1 and 2 after 
amendment.  Furthermore, new Claims 3 to 9 were added.

Since an STF was found in Claim 3, the amended claims should have ALL the technical features of examined Claim 3 (features A, B, and C) in order to 
avoid Shift Amendments.

Therefore, these new Claims 1 and 2 DO NOT correspond to Shift Amendments since only new Claims 1 and 2 have ALL the technical features A, B, and C.

On the other hand, added Claims 3 to 9 DO NOT have ALL the technical features of examined Claim 3.  Therefore, added Claims 3 to 9 do 
correspond to Shift Amendments which could result in the issuance of a reason for rejection and prevent examination of these claims for other 
requirements such as novelty and inventive step.

Under the previous Examination Guidelines, Claims 3 to 9 mentioned above corresponded to Shift Amendments, and applicants therefore had to file 
divisional applications for these claims if they wished to have them examined for novelty and inventive step.

III. Example under the New Examination Guidelines
The original claim set, examination results, and content of the amendments are the same as above.

Amended Claims 1 and 2 and newly-added Claims 3 to 6 will be examined since all of these claims have an identical or corresponding STF (C or C’).

Furthermore, newly-added Claims 7 and 8 might be examined in view of efficiency of examination.  Newly-added Claim 9 might not be examined 
since there is little relevancy to the features of Claim 1 or to the problems to be solved by examined Claim 1 (original Claim 1) in relation to those of 
newly-added Claim 9.

Chart 2:

Former Claim 1
A

Former Claim 2
A＋B

A＋C
New Claim 3

A＋C’
New Claim 5

A＋B＋C
New Claim 1 (former Claim 3)

A＋C＋E
New Claim 4

A＋C’＋ F
New Claim 6

A＋B＋C＋D
New Claim 2 (former Claim 4)

A＋E
New Claim 7

A＋G
New Claim 8

A＋Z
New Claim 9

Shift Amendments are not called 
into question under former 
Examination Guidelines

Shift Amendments are not called 
into question based on STF under 
revised Examination Guidelines

Shift Amendments are not called 
into question considering efficiency 
of examination under revised 
Examination Guidelines

No STF No STF STF FOUND

Contain identical STF “C”

Contain corresponding STF “C’”

To fall under ① or ② noted above

In this article, we provide some information about judgments on 
similarity of designs in Japan.

1. Criteria for Judging Similarity
The similarity of designs at the examination and enforcement stages is 
judged from the perspective of the consumer, not the creator of the 
design.  Under Japanese Design Law, the article of manufacture to 
which a design is applied serves an important role in the recognition of 
the design.  Thus, when making a judgment on similarity, the purpose 
and the function of the article will be considered in addition to its 
shape or configuration.  When the articles and shapes of two designs 
are similar, the designs would be judged to be similar as a whole.  
Regarding the similarity of articles, if either the purpose or the function 
of two articles is the same, the articles would be deemed to be similar.

When two designs are compared during examination, the parts 
common to both designs will be compared with the parts that differ 
between them to determine how much the respective parts 
contribute to the designs.  If the common parts correspond to 
ordinary designs in the field, they would not have much of an effect 
on the judgment of similarity.  Conversely, if the parts which differ 
make the article appealing to consumers (i.e., have a distinguishing 
feature), the difference would make a greater impact on the 
judgment of similarity.  Thus, if the relative contribution of the 
common parts is large (there are many points in common and only 
a few, insignificant differences), there is a tendency for the designs 
to be considered similar.  On the contrary, even if there are few 
differences between the designs, if those differences play a large 
role in distinguishing the designs (make a large contribution), the 
designs would be judged to be dissimilar.

2. Examples of Judgments on Similarity
For your reference, a few examples of judgments regarding the 
similarity of designs are illustrated below.  How do they differ from 
the practice in your country?

Registered 
Design

Infringing 
Product

Since the substantial parts (circled in blue) are common to both 
designs, it was judged that the two designs were similar.

II. The Tokyo District Court deemed that the designs of self-propelled 
cranes were similar.

A) Designs which were judged to be 
similar

I. The importation of fans similar to 
Dyson fans was suspended at 
Japanese Customs.

Judgments on Similarity of Designs in Japan

Registered Design Infringing Design

Claim 1
A

Claim 2
A＋B

A＋C
Claim 5

A＋C’
Claim 7

A＋B＋C
Claim 3

Claim 6

A＋C’＋F
Claim 8

A＋B＋C＋D
Claim 4

A＋E
Claim 9

A＋G
Claim 10

A＋Z
Claim 11

Examined under former 
Examination Guidelines

Examined under revised  
Examination Guidelines 
based on STF 

Examined under revised  Examination 
Guidelines in consideration of 
efficiency of examination

No STF No STF STF FOUND

Contain identical STF “C”

Contain corresponding STF “C’ ”

Dependent on Claim 1

To fall under ① or ② noted above

A＋C＋E

Dependent on Claim 1 before amendment

B) Designs which were judged to be dissimilar

I. The Intellectual Property (IP) High Court of Japan deemed that the 
designs of colored contact lenses were dissimilar.

In this decision, the IP High Court stated that the judgment on 
similarity of colored contact lenses should be made from the 
perspective of people who see the eyes of the person wearing the 
contact lenses.  It was said that the registered design left a natural and 
gentle impression, whereas the cited design imparted an artificial and 
mechanical impression.

II. The design of a cut jewel was judged to be dissimilar to a cited 
design in a trial decision at the Japanese Patent Office.

It was stated in the decision that although the designs of the crown 
part (the upper part having a trapezoidal shape when seen from the 
side) are similar, these kinds of designs can generally be found in the 
field of cut jewels.  However, the difference between the designs in the 
pavilion part (the lower part having a conic shape) affected the 
judgment on the similarity of the whole design, and thus these designs 
were judged as being dissimilar as a whole.

Registered Design Cited Design

Rear view Top view

Front view

Top view

Perspective 
view

Front view Rear view

Right view

Registered Design Cited Design

Rear viewFront view

Top view Perspective 
view

Front view

Perspective 
view



4. Conclusion
The revision to the Examination Guidelines concerning the “Requirements for Unity of Invention” expands the scope of Unity of Invention.  Therefore, it 
is expected that the number of divisional applications caused by a lack of Unity of Invention will decrease.

In addition, the revision of the Examination Guidelines concerning the “Requirements for Unity of Invention” also expands the allowable scope of 
amendments in relation to Shift Amendments which are closely related to Unity of Invention.  Applicants might have a wider range of options than before 
when making amendments in response to an Office Action.

In comparison to the previous Examination Guidelines, the number of applications for which applicants should file a divisional application in order to 
avoid Shift Amendments and to ensure examination of novelty and inventive step of new claims could be reduced under the new Examination Guidelines.

From a practical side, since the second half of 2012, examinations at the JPO appear to be more relaxed concerning Unity of Invention and Shift 
Amendments, probably in anticipation of these revisions to the Examination Guidelines.

・ Inventions (claims) excluded from the subject of examination
It is permissible to exclude the following inventions (claims) from the subject of examination if it becomes inefficient to examine such inventions 
because an additional prior art search from a different point of view might be required.
① An invention X for which there is little relevancy between the problem to be solved by the invention of Claim 1 and the specific problem to be solved by 

invention X, where the problem to be solved by invention X is understood from the technical features of invention X added to the invention of Claim 1, or
② An invention Y which has little relevancy to the invention of Claim 1 in view of the technical features of invention Y added to the invention of Claim 1.

In Chart 1, Claims 9 and 10 do not have a technical feature (C or C’) identical or corresponding to that of Claim 3 which was found to have an STF.  
However, Claims 9 and 10 fall under neither ① nor ② mentioned above and are illustrated as examples which satisfy the requirements for Unity of 
Invention in view of efficiency of examination.

On the other hand, Claim 11 does not have a technical feature (C or C’) identical or corresponding to that of Claim 3 which was found to have an STF.  
Furthermore, Claim 11 falls under ① or ② mentioned above and is illustrated as an example which does not satisfy the requirements for Unity of 
Invention in view of efficiency of examination.

As explained above, under the previous Examination Guidelines, the claims which satisfied the requirements for Unity of Invention were Claims 1 to 4 
in Chart 1.  On the other hand, under the new Examination Guidelines, Claims 1 to 10 satisfy the requirements for Unity of Invention.  The revisions 
broaden the range of claims which will be subject to the examination of patentability requirements other than Unity of Invention.  In addition, the 
revisions dramatically decrease the need to file divisional applications as a countermeasure against a lack of Unity of Invention.

Chart 1: Inventions subject to examination after the revision to the Examination Guidelines (for the case when “C” is found to be an STF in Claim 3)

3. Main Points of the Revisions concerning “Amendments which Change the Special Technical Feature (STF) of the Invention” 
(Shift Amendments)

I. Background Leading to the Introduction of the Concept of Shift Amendments
Multiple inventions which can be filed in a single patent application are restricted to inventions which fulfill the requirements for Unity of Invention 
(Japanese Patent Law, Article 37).  However, if amendments made to the claims that exceed a range which satisfies the requirements for Unity of 
Invention are accepted in response to a Notice of Reasons for Rejection (Office Action), the results of the prior art search and examination performed 
cannot be effectively utilized in the examination following that Notice of Reasons for Rejection.  Therefore, a new prior art search and examination 
would have to be carried out.  Such amendments hamper not only the quick and appropriate procurement of patent rights but are also an impediment 
to the fair handling of patent applications.  Therefore, the same restrictions as those for Unity of Invention were also placed on amendments made to 
the claims in response to an Office Action.  This restriction concerning amendments when responding to an Office Action (the prohibition of “Shift 
Amendments”) was introduced in the 2006 revisions to the Japanese Patent Law (Article 17bis, Paragraph 4) and took effect in April 2007.  Please keep 
in mind that violation of the provision concerning Shift Amendments could result in the issuance of a reason for rejection.

* Japanese Patent Law, Article17bis, Paragraph 4
In addition to the case provided in the preceding paragraph, where any amendments to the claims are made in the cases listed in Paragraph 1, 
the invention for which a judgment on its patentability is stated in the Notice of Reasons for Rejection received prior to making the amendment 
and the inventions constituted by the matters described in the claims after amendment shall be of a group of inventions recognized as fulfilling 
the requirements for Unity of Invention set forth in Article 37.

The Examination Guidelines concerning Shift Amendments are not substantially revised in the new Examination Guidelines.  However, under the 
relaxation of the requirements for Unity of Invention, the range of allowable amendments was expanded since the Examination Guidelines concerning 
Shift Amendments are closely related to those for Unity of Invention.  The Examination Guidelines for Shift Amendments are shown below.

The subject of examination will be inventions after amendment which satisfy the requirements prescribed in the revised Examination Guidelines 
concerning “Unity of Invention” in relation to the examined claims before amendment.

II. Example under the Previous Examination Guidelines
In the example shown in Chart 2, the original claim set contains Claims 1 to 4, and among the examined claims, an STF was found in Claim 3.  In 
this example, in response to an Office Action, former Claims 1 and 2 were canceled and former Claims 3 and 4 became new Claims 1 and 2 after 
amendment.  Furthermore, new Claims 3 to 9 were added.

Since an STF was found in Claim 3, the amended claims should have ALL the technical features of examined Claim 3 (features A, B, and C) in order to 
avoid Shift Amendments.

Therefore, these new Claims 1 and 2 DO NOT correspond to Shift Amendments since only new Claims 1 and 2 have ALL the technical features A, B, and C.

On the other hand, added Claims 3 to 9 DO NOT have ALL the technical features of examined Claim 3.  Therefore, added Claims 3 to 9 do 
correspond to Shift Amendments which could result in the issuance of a reason for rejection and prevent examination of these claims for other 
requirements such as novelty and inventive step.

Under the previous Examination Guidelines, Claims 3 to 9 mentioned above corresponded to Shift Amendments, and applicants therefore had to file 
divisional applications for these claims if they wished to have them examined for novelty and inventive step.

III. Example under the New Examination Guidelines
The original claim set, examination results, and content of the amendments are the same as above.

Amended Claims 1 and 2 and newly-added Claims 3 to 6 will be examined since all of these claims have an identical or corresponding STF (C or C’).

Furthermore, newly-added Claims 7 and 8 might be examined in view of efficiency of examination.  Newly-added Claim 9 might not be examined 
since there is little relevancy to the features of Claim 1 or to the problems to be solved by examined Claim 1 (original Claim 1) in relation to those of 
newly-added Claim 9.
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In this article, we provide some information about judgments on 
similarity of designs in Japan.

1. Criteria for Judging Similarity
The similarity of designs at the examination and enforcement stages is 
judged from the perspective of the consumer, not the creator of the 
design.  Under Japanese Design Law, the article of manufacture to 
which a design is applied serves an important role in the recognition of 
the design.  Thus, when making a judgment on similarity, the purpose 
and the function of the article will be considered in addition to its 
shape or configuration.  When the articles and shapes of two designs 
are similar, the designs would be judged to be similar as a whole.  
Regarding the similarity of articles, if either the purpose or the function 
of two articles is the same, the articles would be deemed to be similar.

When two designs are compared during examination, the parts 
common to both designs will be compared with the parts that differ 
between them to determine how much the respective parts 
contribute to the designs.  If the common parts correspond to 
ordinary designs in the field, they would not have much of an effect 
on the judgment of similarity.  Conversely, if the parts which differ 
make the article appealing to consumers (i.e., have a distinguishing 
feature), the difference would make a greater impact on the 
judgment of similarity.  Thus, if the relative contribution of the 
common parts is large (there are many points in common and only 
a few, insignificant differences), there is a tendency for the designs 
to be considered similar.  On the contrary, even if there are few 
differences between the designs, if those differences play a large 
role in distinguishing the designs (make a large contribution), the 
designs would be judged to be dissimilar.

2. Examples of Judgments on Similarity
For your reference, a few examples of judgments regarding the 
similarity of designs are illustrated below.  How do they differ from 
the practice in your country?

Registered 
Design

Infringing 
Product

Since the substantial parts (circled in blue) are common to both 
designs, it was judged that the two designs were similar.

II. The Tokyo District Court deemed that the designs of self-propelled 
cranes were similar.

A) Designs which were judged to be 
similar

I. The importation of fans similar to 
Dyson fans was suspended at 
Japanese Customs.

Judgments on Similarity of Designs in Japan

Registered Design Infringing Design

Claim 1
A

Claim 2
A＋B

A＋C
Claim 5

A＋C’
Claim 7

A＋B＋C
Claim 3

Claim 6

A＋C’＋F
Claim 8

A＋B＋C＋D
Claim 4

A＋E
Claim 9

A＋G
Claim 10

A＋Z
Claim 11

Examined under former 
Examination Guidelines

Examined under revised  
Examination Guidelines 
based on STF 

Examined under revised  Examination 
Guidelines in consideration of 
efficiency of examination

No STF No STF STF FOUND

Contain identical STF “C”

Contain corresponding STF “C’ ”

Dependent on Claim 1

To fall under ① or ② noted above

A＋C＋E

Dependent on Claim 1 before amendment

B) Designs which were judged to be dissimilar

I. The Intellectual Property (IP) High Court of Japan deemed that the 
designs of colored contact lenses were dissimilar.

In this decision, the IP High Court stated that the judgment on 
similarity of colored contact lenses should be made from the 
perspective of people who see the eyes of the person wearing the 
contact lenses.  It was said that the registered design left a natural and 
gentle impression, whereas the cited design imparted an artificial and 
mechanical impression.

II. The design of a cut jewel was judged to be dissimilar to a cited 
design in a trial decision at the Japanese Patent Office.

It was stated in the decision that although the designs of the crown 
part (the upper part having a trapezoidal shape when seen from the 
side) are similar, these kinds of designs can generally be found in the 
field of cut jewels.  However, the difference between the designs in the 
pavilion part (the lower part having a conic shape) affected the 
judgment on the similarity of the whole design, and thus these designs 
were judged as being dissimilar as a whole.

Registered Design Cited Design

Rear view Top view

Front view

Top view

Perspective 
view

Front view Rear view

Right view

Registered Design Cited Design

Rear viewFront view

Top view Perspective 
view

Front view

Perspective 
view



1. Introduction
The requirements for Unity of Invention and the provision 
regarding amendments which change the special technical feature 
(STF) of the invention (so-called “Shift Amendments”) are some of 
the most important practical requirements in the process for 
obtaining patents.  The Japanese Patent Office (JPO) has revised the 
Examination Guidelines regarding Unity of Invention and Shift 
Amendments.  As a result, the Examination Guidelines have 
become more relaxed than before.

Under the previous Examination Guidelines, the requirements for 
Unity of Invention and the prohibition of Shift Amendments were 
very strictly observed.  Therefore, many divisional applications 
were filed due to lack of Unity of Invention and/or in order to avoid 
Shift Amendments.  Under such circumstances, the JPO received a 
great deal of critical feedback and requests from many applicants 
and intellectual property-related organizations to relax the 
Examination Guidelines.

The new Examination Guidelines apply, in principle, to applications 
examined starting July 1, 2013.  This issue of Shiga IP News 
illustrates the main points of the revisions.

2. Main Points of the Revisions to the Examination 
Guidelines regarding the “Requirements for Unity of 
Invention”
Unity of Invention is stipulated in Article 37 of the Japanese Patent 
Law.  The specific standards for judging whether an invention has 
Unity of Invention are stipulated in the Examination Guidelines.
This section explains the differences between the old and new 
Examination Guidelines and uses examples to describe how the 
judgment of Unity of Invention has changed under the new 
Examination Guidelines.

I. Previous Examination Guidelines
The previous Examination Guidelines concerning Unity of Invention 
are as follows.

The subject of examination was inventions (claims) which include 
ALL technical features of one of the following inventions:
   1) The initial invention (Claim 1) when the initial invention has an 

STF; or
   2) When the initial invention has no STF, the first invention found to 

have an STF among the first directly-dependent series of claims 
when the claims are examined in series.

In Chart 1, each of Claims 1 to 11 includes the technical features 
listed.  In this example, Claim 1 has no STF, but an STF is found in 
Claim 3 in the first directly-dependent series of claims (Claims 2 to 4).
Under the previous Examination Guidelines, claims having ALL the 
technical features of Claim 3 (features A, B, and C) in which an STF 
was found would satisfy Unity of Invention with respect to the 
already-examined claims (Claims 1 to 3).  Therefore, Claim 4 having 
ALL the technical features of Claim 3 would have been examined 
together with Claims 1 to 3.  The other claims DO NOT have ALL the 
technical features of Claim 3; therefore, due to a lack of Unity of 
Invention, Claims 5 to 11 would not have been examined for other 
patentability requirements such as novelty and inventive step.

II. Revised Examination Guidelines
The new Examination Guidelines concerning Unity of Invention are 
as follows.

・  Subject of examination determined based on STF
After the revisions, the subject of examination is inventions (claims) 
which have an identical or a corresponding STF of one of the 
following inventions:

    1) The initial invention (Claim 1) when the initial invention has an 
STF; or

    2) When the initial invention has no STF, the first invention found to 
have an STF among the first directly-dependent series of claims 
when the claims are examined in series.

In Chart 1, as mentioned above, Claim 1 has no STF, but an STF 
(feature C) is found in Claim 3 among the first directly-dependent 
series of claims (Claims 2 to 4).  The claims having an STF identical or 
corresponding to feature C found in Claim 3 are Claims 4 to 8 (C or 
C’).  Therefore, Claims 4 to 8 satisfy the requirements for Unity of 
Invention with respect to the examined claims (Claims 1 to 3).

・  Subject of examination determined based on efficiency of examination
The following guidelines were newly added in view of improving 
efficiency of examination.
A group of inventions for which it would be efficient to examine the 
inventions thereof together with the initial invention (Claim 1) is 
also generally the subject of examination.

Introduction
Even if alleged infringing products are found on the Internet, such websites are often removed before any action can be taken.

In Japan, it is possible for the owner of an intellectual property right (patent, design, trademark, etc.) to preserve evidence of potential infringement 
of the right, such as a website which discloses an alleged infringing product, a website selling such a product, and the like, by requesting that a 
notary public prepare a Notarial Deed for Witnessed Fact.

The Japan National Notaries Association states that “The ‘notarization of a fact brought to the attention of a notary public and that has thereafter 
actually been witnessed and experienced by the notary public’ is similar to a ‘verification by a court’, and a ‘Notarial Deed for Witnessed Fact’ 
showing the results of the notarization is similar to a ‘verification record’ prepared by a court and has the function of preserving evidence.  Such a 
document covers a variety of facts related to rights”.*1

A notary public is a special public official appointed by the Minister of Justice.  A Notarial Deed for Witnessed Fact prepared by such a notary 
public is presumed to be an authentic official document created under Article 228, Paragraph 2 of the Code of Civil Procedure.

Therefore, a Notarial Deed for Witnessed Fact provides an objective document having a high probative value in court proceedings and the like.

Furthermore, as a rule, it is not necessary to provide proof or prima facie evidence regarding the authenticity of a Notarial Deed for Witnessed Fact.  
Thus, the owner of an intellectual property right can confidently assert a fact stated in a Notarial Deed for Witnessed Fact against a potential 
infringer so as to expedite resolution of the dispute.

Summary of Procedures (in the case of a Japanese patent attorney representing an overseas owner of an intellectual property right)

Step 1: Preparation of Power of Attorney citing URL of target website
A Power of Attorney and a Certificate of Corporate Nationality notarized by a notary public of the country where the overseas owner of the 
intellectual property right resides should be filed.

Step 2: Preliminary meeting between Japanese notary public and Japanese patent attorney (hereinafter simply “notary 
public” and “patent attorney”, respectively)
The ownership of the intellectual property right and existence of the target website should be confirmed during the preliminary meeting.

Step 3: Notarization
The screen showing the target website that discloses and/or sells the alleged infringing product as well as all screens of related websites are 
confirmed and printed out in the presence of the notary public and the patent attorney.

Step 4: Preparation of Notarial Deed for Witnessed Fact
The notary public prepares a Notarial Deed for Witnessed Fact incorporating the document showing ownership of the intellectual property 
right and the printouts of the target websites.

Step 5: Completion
The notary public and patent attorney execute the completed Notarial Deed for Witnessed Fact after the contents have been approved by 
the patent attorney.  (In general, a Notarial Deed for Witnessed Fact is preserved for twenty years in the notary public’s office, and the term 
is extendible if requested at the start of the proceedings.)

Utilization of a Notarial Deed for Witnessed Fact other than for infringement cases*2

In addition to infringement cases, it is possible to utilize a Notarial Deed for Witnessed Fact in the following situations.

We recommend the use of a Notarial Deed for Witnessed Fact as a possible strategy because of its objective and high probative value.

◆Procuring Intellectual Property Rights
�  ▲ Evidence when applying for exception to loss of novelty

◆Exclusion of Procurement of Intellectual Property Right by Third Party (Preservation of Evidence that an Invention was 
Publicly Known or Publicly Used)

�  ▲ Proof of working of invention
�  ▲ Proof of demonstration of operation during launch event for new product
�  ▲ Proof that invention/product was worked or put on sale
�  ▲ Preservation of evidence of details of press release

Reference Materials:
*1: Website of the Japan National Notaries Association
*2: Patent, published by the Japanese Patent Attorneys Association, 2003, Vol. 56, No. 6
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